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N. Y.) (191 F. Supp. 937, 128 USPQ 536) 

Triumph International Corporation et al.; Triumph Hosiery Mills, Inc. v. (D. C., 
N. Y.) (191 F. Supp. 937, 128 U SPQ till ae a i i 

Tropic-Aire, Incorporated (McGraw-Edison Company, assignee, substituted) v. Approved 
Products, Inc., doing business as Windsor Chemical Laboratories (CCPA) (275 F. 
2d 728, 125 USPQ 182) 

Tropical Garment Manufacturing Co.; Goodall-Sanford, Inc. v. (CCPA) (275 F. 2d 736, 
125 USPQ 189) 


Ungar, Frederick, Publishing Co., Inc.; Atlantic Monthly Company v. (D. C., 
N. Y.) (185 F. Supp. 221, 127 USPQ 164) 

Union Pencil Company, Inc., The; United States Pencil Company, Inc. v. (N. 
Ct., Spec. Term, N. ¥. Co.) (129 USPQ 77) 


United Artists Corporation et al.; Ball et al. v. (N. Y. Sup. Ct., App. Div., 1st Dept.) 
(13 App. Div. 2d 133, 214 N. Y. S. 2d 219, 129 USPQ 192) 

United-Carr Fastener Corporation v. Hi-Shear Rivet Tool Company (7m. Bd.) (126 
USPQ 293) 

United Industries, Inc.; The Barr Rubbert Products Company v. (Tm. Bd.) (127 USPQ 
343) 

United Merchants & Manufacturers, Inc. 
—yv. Amtex Fabrics, Inc. (N. Y. Sup. Ct., Spec. Term, N. Y. Co.) (128 USPQ 499) 
—Velveray Corporation v. (7m. Bd.) (126 USPQ 297) 

United Plastic Company et al.; Blisscraft of Hollywood v. 
(189 F. Supp. 333, 127 USPQ 452) 

United States Pencil Company, Inc. v. The Union Pencil Company, Inc. (N. Y. Sup. € é., 
Spec. Term, N. Y. Co.) (129 USPQ 77) 

United States Plywood Corporation; Jet-Pak, Inc. v. (Tm. Bd.) (124 U SPQ ee 

United States Steel Corporation v. Bijur Lubricating Corporation (CCPA) (286 F. 2« 
617, 128 USPQ 547) 

Universal Publishing and Distributing Corp.; Meredith Publishing Company v. (D. C 
S. D. N. Y.) (199 F. Supp. 27, 131 USPQ 113) 


Vv 


Variety Nut & Date Company; The Tas-T-Nut Company v. (Tm. Bd.) (128 USPQ 166) 

Velveray Corporation v. United Merchants and Manufacturers, Inc. (Tm. Bd.) (126 
USPQ 297) 

Veon Chemical Corp.; Johnson & Johnson v. (7m. Bd.) (127 USPQ 462) 

Vischer Products Company v. Buckeye Molding Company (7m. Bd.) (129 USPQ 295) 

Vita-Var Corporation v. Galvicon Corporation (CCPA) (284 F. 2d ny 128 U SPO 195) 

Vocaline Company of America, Inc., In re (7m. Bd.) (131 USPQ 5 


Ww 


Waldes Kohinoor, Inc. v. Illinois Tool Works (CCPA) (287 F. 2d 197, 129 USPQ 73) 
Walters v. Shari Music Publishing Corporation et al. (D. C., S. D. N. Y.) (193 F. Supp. 
307, 129 USPQ 145) 
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Wander Company, The, doing business as Smith-Dorsey; R. J. Strasenburgh Company v. 
(Tm. Bd.) (127 USPQ 347) 

Wander Company, The; Warner-Hudnut, Inc. (Warner-Lambert Pharmaceutical Com- 
pany, substituted) v.(CCPA) (280 F. 2d 435, 126 USPQ 411) 

Warner-Hudnut, Inc. (Warner-Lambert Pharmaceutical Company, substituted) v. The 
Wander Company (CCPA) (280 F. 2d 435, 126 USPQ 411) 

Warner-Lambert Pharmaceutical Company v. The Wander “Company (CCPA) (280 F. 2d 
435, 126 USPQ 411) 

Watkins, iT; ee Company, The; Sunway Fruit Products Inc. (7m. Bd.) (127 USPQ 171) 

Watson, Robert C., See Commissioner of Patents 

Weaver Manutacturing Company v. The Joyce-Cridland Company (Tm. Bd.) (124 
USPQ 382) , 

Wella Corporation, The; La Maur, Inc. v. Jgs Ba.) (131 USPQ 45) 

Wellington Fund, Inc., et al.; Taussig et al. v. (D. C., D. Del.) (187 F. Supp. 179, 
126 USPQ 433) 

Welp; Pioneer Hi-Bred Corn Company v. (CCPA) (280 F. 2d 151, 126 USPQ 398) .... 

Wenatchee-Beebe Orchard Co. v. H. W. Butler & Bro., Inc. (Tim. Bd.) (126 USPO 296) 

Wendt v. Granger, doing business as Granger & Company (7m. Bd.) (125 USPQ 20) .... 

West v. Lind et al. (Calif. D. C. App., 1st Dist., Div. 2) (128 USPQ 204) 

White House Nurseries, In re (Tm. Bd.) (127 USPQ 341) 

Wilson Sporting Goods Company; Donovan v. (C. A. 1) (285 F. 2d 714, 128 USPQ 46) 

Windsor Chemical Laboratories; Tropic-Aire Incorporated (McGraw-Edison Company 
assignee, substituted) v. (CCPA) (275 F. 2d 728, 125 USPQ 182) 

Winer, doing business as Philco-York Service Company, et al.; Philco Corporation, 
et al. v. (D. C., S. D. N. ¥.) (189 F. Supp. 827, 128 USPQ 467) 

Winter Seal Corporation, In re (Tm. Bd.) (128 USPQ 15) 

Wrap-On Company v. York Insulation Co., Inc. (N. J. Super. Ct., Chancery Div., 
Union Co.) (124 USPQ 243) 

Wright’s, Wil, Ice Cream, Ltd.; Elmer Candy Co., Inc. v. (Tm. Bd.) (125 USPQ 194) 

Wyandotte Chemicals Corporation; Sinclair, Trustee for The Sinclair Manufacturing 
Company v. (7m. Bd.) (125 USPQ 200) 
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York Insulation Co., Inc.; Russell, doing business as Wrap-On Company v. (N. J. 
Super. Ct., Chancery Div., Union Co.) (124 USPQ 243) 

Yuba Consolidated Industries, Inc.; DeWalt, Inc. v. (CCPA) (289 F. 2d 656, 129 USPQ 
975 


Zell Electric Manufacturing Co., Inc.; The Zell Products Corporation v. (Tm. Bd.) 
(126 USPQ 520) 

Zell Products Corporation, The vy. Zell Electric Manufacturing Co., Inc. (7m. 
(126 USPQ 520) 

Zeon v. Supa-Lite Displays, Inc. (Tm. Bd.) (127 USPQ 387) 

Zimmerman, trading as Holiday Inn Hotel Courts et al. v. B. & C. Motel Corporation 
(Pa. Sup. Ct., E. Dist.) (163 A. 2d 884, 127 USPQ 177) 
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AAA 
(within double oval) .. 
AAA Approved 
Aces Up 
Acousticon 
Acoustiphonic 
Acrolite 
Adnap 
Adventures For Men .... 
Alfred Dunhill 
Alfred Dunhill Of 
London 
Allstate (s) 
Ambassador 
Ambassador Hotel 
Amco 
American 1143, 1281 
American Gentleman 944, 1281 
American Motors 16 
American-Standard 
American’s Seal of 
Security—The “Blue 
Funds” Plan 
Ameritex 


Antime 

Anum 

Aqua Dial 
Aqua-Dial 

Arizona Bank, The 
Arpege 

Asma-Kets 
Asmatab 

Astro 

Astronar 

Atlantic Monthly 
Atlantic Paperbacks 
Automagic 
Aviation 


B (within a diamond 
shaped border design) 538 

B and B 

Baby Vamp, The 

Ballad of Yukon Jake, 
The 

Banthine 

Barrie 

Bartime 

Beauty 

Beauty Net 

Beauty Set 

Beebe 

Bendix 

Bendix Service of New 
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WORD LIST 
B (Cont.) 


Better Homes 

Better Homes and 
Gardens 

Bevnap 

Black Horse 

Blind Bolts 

Blind Nuts 

Blue 

Blue Cloud 

Blue Coral 

Blue Coral Sealer 

Bossnap 

Bourbonet 

Boy’s Life 

Boy’s Magazine 

Briefhand 

Bubble Up 

Budget 

Budget Finance 

Budget System 

Bugs 

By the House of 
Worsted-Tex 

Bynap 


Cadillac Blue Coral 
Treatment has No 
Equal, A 

Cadillac Motor Car 
Division 

Calcyanide 

Calvary Memorial 

Celacloud 

Cement Enamel 

Charm House 

Charmin 

Charter Oak 

Chee Chee 


Chester Barrie 
Chester Laurie 
Chester Laurie of 
Hollywood 
Chester Laurie 
Sportswear 
Chicafe 
China Doll 
Choc-Cafe 
Christian Dior 
Christmas Club 
Cide 
Cintel 
Circle Seal 
Circlseal 
Claymont 
Cleartex 
Clipper 


C (Cont.) 


Clipper King 
Cloud 
Cloud-O-Pedic 
Coca-Cola 
Cola 
College Comics 
College Humor 610, 751 
Colormaster 638 
Colornap 206 
Columbian 617 
Com-Foamatic 1287 
Complete Vending 

Service 327 
Compo 1168 
Confidential 746 
Confidential Detective .... 746 
Conformatic 1287 
Congress Hotel 78 
Consolidated-American .. 1142 
Consumer Reports 604 
Contour 1168 
Copy of Christian Dior .. 523 
Copy of Monsieur X 


Cornnips 

Cott Up 

Cotto-Waxo 

Creamette (s) 

Credit Bureau of Palm 
Springs 

Credit Bureau of Palm 
Springs and Coachella 
fe a 

Credit Bureau of Palm 
Springs of Indio, The 698 

Croft 


Daniel’s Set Up 

Dant 

Dean Van Lines .............. 1257 

Debbie Hall 

Debby 

Debby Rose 

Decoto 

Dell 

Delmonico Delicatessen, 
Inc. 

Delmonico Hotel 
Corporation 

De Walt 

De Walt Power Shop .... 

Diabinese 

Diablaise 

Diamond Lil 
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D (Cont.) 


Dinner 

Dior 

Directory of the 
Firstamerica Family 
of Banks . 

Dite 

Dixiana 

Dixie Beau 

Dixie Belle 

Dixie Dew 

Dog-E 

Dog-E-Dite 

Doggie 

Doggie Dinner 

Dream Cloud 

Drop 

Dundee 

Dundee Clothing Factory 
Sales Room 

Dunhill 

Dunhill Tailors 

Du Pont 

Dura 

Durafilm 


Durofoil 

Duron 

Durosheen 

Duro-Style Fabrics ........ 1074 
Durox 

Dutch / 


E “asytint 

Ed 

Ed Sullivan Radio & 
TV Inc. 

Elastic 

Elasto-Seal 

Electrostat 3-Tweeter .... 

Ensemble 


Ever-Soft 
Eversoft 
Ez-Twist-Ti 


Family Handyman 
Family Lane 
Fanner 

Fashion Lane 
Fastex 
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Fence-O- Matic 
Ferm 

Fermacto 
Fermafac 

Field and Stream 
Film- Master 
Finance 

Fine Fanner 
Fioechi Di Granoturco .. 
Fiocco 
Firstamerica 

Fizz 


tg Cloud 

LL eer 203,445, pe 
Flex Blackboard 
Flex-Let 
Flex-Seal 

Flexeel 

Flexitone 
Flexolux 

Flor 

Flor-Ever 

Florida Red Kipe 
Flying Aces 
Forest and Stream 
Four Roses 
Fresh-Ade 
Fresh-Aid 

Fresh Up 

Freshie 

Fril-Lets 


Galvan 

Galvano 

Galvanum 

Galvicon 

Gams 

Gavel Club(s) 

Gazelle 

General Motors 

Genie 

Genie Can Do 

Gentleman 

Get Up 

Glamour Gams 

Goddess Diana 

Golf 

Grace 

Grand Hotel 

Gray Cloud 

Great Way 

Greatest Circus On 
Earth, The 

Greatest Show On 
Earth, The 

Greyhound 
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G (Cont.) 


Greyhound Securities .... 

Grundig 

Grundig- Majestic 

Grundig Niki 

Guaranteed Radiator 
Protection 

Guild House 

Guildcraft 

Guildhall 


H. D. T. Company, 
Factors 

Hair Color Bath 

Hall 

Handinap 

Handkerchiefs Of The 
Year 

Harvey 

Havanap 

Hay-In-A-Day 

Haymaker 

Haymaker Sports 

Haymakers 

Haymakers by Avon 

Heads Up 

Heavenly 

Heavenly Hash 

Hehr 

Hehr Hallmark Mobile 
Home Window 

Hehr Mobile Home 
Windows 

Hema 

Hemantigen 

Hematest 

Hi Fone 

Hi-Line-Fone 

High Fidelity 

Highway Insurance 
Company 

Holiday 

Holiday East 

Holiday Inn 

Holiday West 

Homes 

Hostess 

House & Gardens 

House of Ideas 

Hunyadi 

Hutzler 

Huvilon 

Hy 

Hy- Croft 

Hygienic 

Hylan 

Hy-Line 
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Imperial 

Indiana Gentleman .... 

Industrial and Power 
Securities Co. .............- 

Ink Sac 

Internaps 

Invisible Glove, The 

Invisible Protective 
Glove 

Irisheen 

It’s Heavenly 


Ivy League Model 

Ivy Loom 

Ivy Man’s Sport Shirt, 
The : 

Ivycasual 


JTT (monogram) 
J. W. Dant 
J. W. Dant Old Bourbon 


Jal-Tread 

Jalzinc 

Janrus 

Janrus Grundig 

Japan Folk Craft 

Jasco 

Jasco Jeenie 

Jeenie 

Jeenie Can Do 

Jet Ignition 

John P. Dant 

John P. Dant Distillery 
Co. 

Johnson’s 

Johnston’s No Roach .... 

Joseph 

Juniorettes 


Kentucky Gentleman 
Kets 


Kings’ For American 
Queens 
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Kings Up 
Kintel 

Kitty Litter 
Kleenex 
Klipper King 
Kodak 


Ladies Home Journal .... 

Lady Grace 

La Grisette 

Lanvin’s Arpege 

Lathrop Beauty’ Carrots.. 

Laurie 

Lav 

Layne 

Layne & Bowler 

Layne and Bowler 

Layne & Bowler, 
Incorporated 

Layne & Bowler 
Verti-Line 

Lee Westerner 

Lens Bright 

Lens-Brite 

Levlon 

Lexington 

Life 

Life Guard 

Life Magazine 

Life to Floors, Death to 
Bugs 

Lifesaver 

Lift 

Lightning flash design .... 

Limber Up 

Lincoln Center Classics 
Record Society, Inc. .. 324 

Lincoln Center for the 
Performing Arts, Inc. 324 

Line 99 

Loan 

Look For These 
Emblems 

Lucky 7 Club 


M (Cont.) 


Magnaflow 

Maico 

Majestic 

Majestic Grille 
Majestic Restaurant 
Man’s Conquest 
Man’s Smashing Stories 
Mark II 

Marques Del Merito 
Mary Jane 
Maryland Gentleman 
Maryland Rose 
Masterlith 
Matchbox 
Mayflower Hotel 
Meadow 

Meadow Gold 
Meadow Sweet 
Mek 

Mek-A-Punch 
Mek-A-Splice 
Mek-A-Tape 
Melrose 

Memo- Matic 
Memomatic 

Mercoid 

Mercoid Control 
Mercontrol 

Mercury 

Merito 


Metropolitan ................... 94,772 

Metropolitan Artists, 
Inc. 

Metropolitan Insurance 
Company 

Metropolitan Life 
Insurance Company .... 

Metropolitan Opera 

Metropolitan Opera 
Association, Ine. .......... 

Micro 

Microcard 

Microdex 

Micro-Fax 

Micro-File 

Microtrol 

Midol 

Mir-O-Dor 

Mr. Joseph 

Mr. Virginia 

Modern Baby 

Modern Bride 

Modern Confessions .... 

Modern Magazines 

Modern Man 

Modern Mechanics 

Modern Miss 

Modern Photography .... 

Modern Romance 

Modern Romances 

Modern 

Modern 
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M (Cont.) 


Monsieur X 

Morgan 

Mornap . 

Moto-Miter Box 

Motor 

Motor Age 

Motor Life 

Motor Record 

Motor Transport 

Mount Everest Climbing 
Strawberry 

Mount Everest 
Strawberry Co., 

Movie l.ife 

Movie Mirror 

Mumm’s 

My Sin 


inc. ... 


Na ition Wide 

National ....293, 320, 1159, 1256 

National A, A 

National Dryer 

National Hotel 

National Shippers & 
Movers 

National Transfer and 
Storage Company 

National Van Lines ........ 1256 

National Van Lines, Inc. 1256 

Nationwide 

Nepco conse oocee 

New Hehr Mobile ‘Home 
Window, A 

New Portfolio of Better 
Architect-] Jesigned 
et, eee les i 

New Traction Master ae 

New White Cloud 

Newsnap 


326 


Nildol 
Ni-Tensyl 
Ni-Tensy!l Iron 
Ni-Tensyliron 
Nix 
No Damage 

(and design) 
Nucor Magnaflow 


Ocean Spray 
Old Charter 
Old Federal 
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O (Cont.) 


PAGE 


One and Only Diamond 
Lil, The 

One Stroke 

1-Up 

Orbit 

Orbit (and design) 

Original Brinkley Girl, 
The 

Outdoor Life 

Outdoor Recreation 

Owen Park 

Owen Park Apartments.. 

Owen Park Plaza 


Owen Park Plaza, Inc. 


ELF. 

Pacific 

Palace Hotel 

Palm 

Palm Beach 

Palm Springs Credit 
3ureau 

Parsons 

Parsons Corporation 

Partynaps 

Pathe 

Pathecolor 

Patho-Trol 

Pencil 

People’s Home Journal.... 

Perma 

Permacel 

Permaflat 

Permagrip 

Perma Line 

Perma Mark 

Perma-Resin 

Pervenac 

Phen 

Phenergan 

Phenistan 

Philco 

Philco-Bendix 

Philco-York Service of 
New York 

Photogenic 

Photo-Genie 

Pic-A-Nut 

Picturemaster 

Pilgrim 

Plan 

Plax 

Plax for Plastics 

Plaxpak 

Plextone 

Plug Cap 

Plymouth 

Pocket King 

Polarad 
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P (Cont.) 


Polaroid 

Police Dragnet 
Police Gazeite 
Polly Red Top 
Poly Pitcher 
Polyfoam 
Polytop 
Popular Mechanics 
Popular Science 
Pop-Up 
Porcelite 

Power Shop 
Powermaster 
Preformed 
Prelacaps 
Prelafal 

Prince 

Protect 
Protect-A-Hand 
Pro-Tek 
Protex-A-Hand 
Protrol 


Q Fastener—Four 
Q Fastener—One 
Q Fastener—Two 
Q Fasteners 
Quaker 

Quaker State 
Queen O’Hearts 


Radio / 

Radio Broadcast 

Radio Digest 

Radio Doings 

Radio News 

Radio Progress 

Radio World 

Railroad Hotel 

Railroad Sounds 

Rainbow 

Ranch Romances 

Rangeland Romances .... 

Real Adventures 

Real Confessions 

Real Men 

Keal Romances ................ 

Real Secrets 

Real Story 

Real War 

Red Cup, The 

Red Horse 

Red Ripe 

Red Square 

Republican 10th Assem- 
bly District South 
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Nini 
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bo 
incon 
bo bo OO 


Me 
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R (Cont.) 


Revlon 
Robert Hall 
Roberta Hall 
Rock of Ages 
Rollmaster  .................-.-282, 443 
Roman (and design) 
Roman Crest 

(and design) 
Roman Meal 

(and design) 
Rose 
Rose -Hall 
Roto 
Roto-Kleen 
Roto-Mower 
Royal Crown 
Royal Palm 
Royal Punch 


Sani-Flush 

Sani-Jan 

Schenectady 

Schwinn 

Scoop of the Month 
EE ae 328, 1284 
Scotch-Brite 

Scotchcast 

Scottie Pak 

Scotty 

Screen Stories 

Screenmaster 

Screen’s Bad Girl, The .. 

Sea Spray 

Seminap 

Seon 

Set Up 

POR is Set se Sarena rae 93, 586 


Seven Up 


Shine 

Shoppers World 

Shopsmith 1157, 1163 
Shux 325 
Signet 

Silver Cloud : 
Singer 1263 
Siren of the Screen, The 730 
65° Below Zero 1169 
Size-A-Matic 

Size-O- Matic 

Ski-Drop 

Ski-Hi 

Ski Jet 

Ski Life 

Slideplax 
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S (Cont.) 


PAGE 
764 
Snaplax 106 
ee a Te 540 
Sondascope 
Soundscope 
Southern Arizona Bank 
a LE ene 
Southern Queen 
Sparklet(s) 
Speed Saw 
Spherulite 
Spin-Seal 
Squiretown 
Sta 
Sta-Slim 
Standard 
Standard-American 
Standard Packing of the 
World, The 
Station Hotel 
Stenorette 
Sto-Pak 
Strain Tempered 
Strascogesic 
Style 
Style-Tex 
Stylish Debs 
Sun-Drop 
Superformed 
Sweetcorn 
Sweetheart 
Sylvan White 
System 


TT (monogram) 
Tab 
Tabnaps 
Tailor-Tee 
Tailored T 
Tailors 
Talk Up 
Tapemaster 
Tapercap 
Tapered Caplugs 
DAM POORCE vices a 
Task Force, 
Incorporated 
Tas-T-Nut 
Teanaps 
Techni 
Technicrayon . 
Techniflex 
Techno 
Technograph 
Tee Up 
Tele 
Telechron 
Telefacts 
Telefax 
Tele-Fix 





T (Cont.) 


Tele-Flex 
Teleflex 
Tele-Form 
Tele-Guide .. 
Tele-Twist 
Tel-Flex 
Termi 
Termicide 


- Terminix 


Tex 

Texnap 

Thanalith 

Tidynaps 

Tiffany 

Tilt 

Tilt-Line 

Tilt-O-Lite 

Tishu-Nap 

Titcomb 

Titeflex 

Tone Up 

Topp-Cola 

Topseal 

Totettes 

Town Squires 

Traction Master 
Trampoline 

Travel 

Travel Digest 
“RSS en reo ees 
Trol 

Tropi-Tex 

Tropic Air 

ERODICHPILE oii cicicccccwcices ; 
True Confessions 

True Experience 

True Love 

True Romance 

ERNE TINO cissciccencseniocouves ; 
UI oo 
Turino . 

Tussagesic 

Tussionex 

Twin-Master . 

Twin Post 
Twist-N-Tye . eS 
ch.) eer 
Two 2 Year 


Union 

Uni-Pac 
Unipak 

di on 
Up & Up 
Uvinul 


Van Lines fit. .............. 1257 
Lg 2) aE ean cies, 
Velvet 
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V (Cont.) 


Velvet P 

Velvet 98 

Venida 

Venida Rules the Waves 
Verti-Line 

Victory Cloud 
Vidiomaster 

Vinita 

Virginia Citizen 
Virginia Gentleman ..944, 1281 
Virginia Settler 
Virginian, The 

Vita 

Vita-Slim 


W. L. Morgan & Co. .... 
Wake Up 

Wallmaster 

Wander 

Warner 
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W (Cont.) 


Wearever 

Weath-R-Seal 

Weed Chopper 

Weed-O-Matic 

Wellington 

Wellington Company, 
The 


Inc. 
Wellington 
Wellington 
Wellington 

Inc. 
Wellington 

Company 
Western 
Westerner 
Wet-Nap 
Where there’s Life . . 

there’s Bud 
Where there’s Life . . 

there’s Budweiser 


Management 
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W (Cont.) 


Where there’s Life . . . 
there’s B 

White Cloud 

White Horse 

White House 

Wilson 

Winter Carnival 

Wise Up 

World Wide Service 

Worsted Tex 

Wrap-On 


Yankee Clipper 
Youngstown Kitchens .... 
Yukon Jake 
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DIGEST OF CASES 


INDEX 


100. FEDERAL TRADEMARK ACTS 

(Construction of Statutes) 

100.1 Act or 1905 

100.3 Act oF 1946 
100.30 
100.31 Section 1 
100.32 Section 2 
SET ree ena ites Se sro ae MOC REP aE OS os Oa Me CT rr 
100.38 Section 8 
REESE RRS eral Se 6 eC eta eme aMe aT Mee, tree 
100.45 Section 15 2000002. 
100.49 Section 19 
100.53 Section 23 
100.62 Section 32 
100.67 Section 37 ee , 
ESTE EET ae oe elect Son TI vee TNR ERE TONS E an ran aR 
I as 
100.75 Section 


200. PATENT OFFICE PROCEEDINGS 
200.1 RecistRABILITY (Ex Parte) 
200.11 In General 
200.14 
200.16 Confusingly Similar Marks (Also see Section 400) . 
200.17 Descriptive and Generic Marks |... eee 
REINER verre er en nv RTO eR eee eID 
200.19b Ornamental Features a 
200.19¢c Packages and Configurations 
200.21 Grade Marks and Style Marks 
200.24 Letters and Numerals 
200.26 Non Descriptive Marks 
200.27 Prohibited Marks 
200.27b Public Insignia ee ea ; 
200.29 Secondary Meaning Marks (Section 2(f)) 2.0.00... 
200.30 Service Marks a 
200.31 Similarity of Goods ................ Rares Ere ene Nee ve Dinca eee 
I ie sl endian ap gpeasileeaneebihabalonapbionnnipaesbeiiocsatoiin 
I iii te ciliate bite csanasamitisonbliliellticnisioncen 
200.34 Suggestive Marks a a a ca a 
200.36 Trademark Use .............................. 
200.36a In General 
200.36d No Trademark Use 
200.37 Trademark Rules 
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REGISTRABILITY (INTER PARTES) 


200.51 In General 
200.55 Concurrent Registration 
200.56 Confusingly Similar Marks (Also see Section 400) 
200.57 Descriptive and Generic Marks 
200.58 Features of Goods 
200.58c Packages and Configurations 





210. 


230. 
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Ee Se Te ee Te mn 
Related Company Use 

Similarity of Goods 

Suggestive Marks 

Symbols 

Trademark Use 

200.75c Date of Use 

200.75d No Trademark 

200.75e Deceptive Use 


REGISTRATION PRocepURE (Ex Parte) 


200.82 
200.86 
200.87 
200.89 
200.91 
200.92 
200.93 


Abandonment of Application 
Classification of Goods 
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MOO.S INGE CONPOSINGEY Syrecri am DUAR eS nanan snc scctcicccgeccccsusueecSebasetnvee 68 
400.4 Crass or Goops : 76 


. COURTS 
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500.53 Attorney’s Fees 
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500.57 Damages 

500.58 Injunction 
500.58a Preliminary Injunction 
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PLEADING AND PRACTICE : 95 

500.71 Complaint 96 

500.73 Motions 96 

500.74 Evidence 96 
500.74a In General 96 
500.74b Surveys 97 

500.75 Declaratory Judgment Suits 97 

500.76 Defenses 97 
500.76a In General 97 
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700.1 IN GENERAL 
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700.22 Evidence 
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800.61 In General 
800.63 Dilution 


TAXES 
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DIGEST OF CASES 
100. FEDERAL TRADEMARK ACTS 


(Construction of Statutes) 
100.1 Acr or 1905 


The court held defendants could not be charged with constructive notice of marks registered 
under Act of 1905 since that Act had no counterpart to the constructive notice provision of 
the Act of 1946. 1243 


100.3 Act or 1946 Article: 777 


100.30 In General Article: 339 
100.31 Section 1 Articles : 908, 1054 


The Lanham Act, Section 1(a) (1) imposes upon an applicant an obligation that he will not 
make knowingly inaccurate or knowingly misleading statements in the verified declaration 
of the application. 1148 


100.32 Section 2 
Design of Statue of Liberty held not unregistrable under Section 2(b) of Act of 1946, and 
subject of protection despite language of Section 2 (a) of Act of 1946. 95 


Defendant’s motion to dismiss the first cause of action (trademark infringement) denied. 
Section 2(a) has been amply interpreted by the courts which have invalidated many trademarks 
on the basis that they were merely descriptive. In the case of magazines, trademarks have been 
invalidated where the title merely described the contents of the magazine itself. However, under 
Section 2(f) marks which previous to the Act of 1946 were refused registration because of 
descriptiveness can be granted if the applicant establishes secondary meaning. 608 

The provision of Section 2(d) providing for a concurrent registration where a court has 
finally determined that more than one person is entitled to use the same or similar marks in 
commerce is controlling and is not limited by the provision of the first clause of the proviso 
respecting use of the mark “prior to any of the following dates of the application involved.” 1178 

The Court of Appeals in holding that the District Court’s exercise of judicial power was 
proper in directing a concurrent registration referred to the provision of the Act of 1946 
authorizing permissive concurrent registrations when “a court has finally determined that 
more than one person is entitled to the use of the same or similar marks in commerce” 


(Section 2(d)). 1243 


100.35 Section 5 
President of opposer was member of a firm which had adopted and was owner of record 
of registration for CIRCLE SEAL and prior owner of another registration for CIRCLE SEAL which 
had been assigned to a third party. The Board found that while opposer asserted use by 
“related companies,” the statute clearly indicated that use by “related companies” can inure 
only to the benefit of a registrant or owner of a trademark and opposer was neither. Opposer 
was, at best, a sub-licensee. 533 


100.38 Section 8 
In split decision, court holds use of registered trademark NI-TENSYL for Section 8 affidavit 
purposes. 426 


100.44 Section 14 
Section 14 of Act of 1946, not Section 15, determines right to cancel registration in the 
Patent Office; that petitioner possesses prior rights in mark is not determinative if respon- 
dent’s registration has been on register for five years. 86 
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Counterclaim for cancellation dismissed. In order to establish probable damage within the 
contemplation of Section 14 of the Act of 1946, an applicant for cancellation must show some 
special interest in the subject matter of the registration under attack other than any which he 
might possess with other members of the general public. Applicant for cancellation had not 
alleged that opposer’s registrations involved an invasion of any right which applicant was 
entitled to assert and the Board’s conclusion that likelihood of confusion was not likely 
between the marks of the parties precluded a finding of probable damage to applicant. 205 


In an opposition between two “Automobile Associations,” the Board in considering appli- 
cant’s counterclaim that opposer had discriminated in refusing services to certain of applicant’s 
customers, agents and affiliates, held that Section 14(d) of the Statute contemplated that an 
action thereunder be brought by a person who has been or will be damaged by the action com- 
plained of and that applicant was not such person. The type of damage alleged by applicant 
was merely the result of the competition that existed between the parties. 

Applicant’s contention that opposer AAA was using its certification mark in connection 
with services of rating tourist accommodations, disseminating travel information and the like 
was denied where applicant had not alleged nor shown that it had been or could have been 
damaged by AAA’s asserted use of the certification mark as a service mark. 316 

Congress has specifically limited the grounds upon which the Federal Trade Commission 
may seek cancellation of a trademark registration to those listed in Section 14(c) and (d) 
of the Lanham Act. 1148 

Applicant filed an answer to opposition containing a paragraph requesting cancellation of 
a registration alleged to be owned by opposer which was stricken by Patent Office for the 
reasons that it was in the nature of a counterclaim and was not accompanied by the statutory 
fee and was not verified. Applicant submitted that said paragraph was included in the Answer 
under Rule 2.106(b) and petitioned Commissioner to exercise supervisory authority to reinstate 
said paragraph. Petition denied. Requests to cancel are governed by Section 14 of Trademark 
Act which provides that any one paying prescribed fee may apply to cancel. Statutory 
requirements cannot be waived by the rules. As to absence of verification, the statute does 
not require verification of an application to cancel nor does Rule 2.106 require verification of 
an answer to a notice of opposition. 1289 

Petition to Commissioner to exercise supervisory authority to set aside decision of 
Trademark Board denying respondent’s motion to strike petition for cancellation for the reason 
that it was signed by petitioner’s attorney and not signed nor verified by petitioner as required 
by Rules 2.111 and 2.112. Petition granted. Under requirement of Rule 2.112 petition for 
cancellation must be signed by petitioner and verified. Decision in Sunway Fruit Products, Inc. 
v. Productos Caseros, S.A. (51 TMR 1289), constitutes dicta limited to situations where request 
for cancellation is embodied in an answer to notice of opposition under Rule 2.112. 

On reconsideration, petitioner will have a reasonable time to file a verification. Section 14 
of the Act does not bar action under Rule 2.113 to allow a reasonable time for correcting 
the informality. Rule 2.148 is to be applied only in “extraordinary situations when justice 
requires.” 1290 


100.45 Section 15 
Section 14 of the Act of 1946, not Section 15 determines right to cancel registration in 
the Patent Office; that petitioner possesses prior rights in mark is not determinative if respon- 
dent’s registration has been on register for five years. 86 


The court held a Federal trademark registration does not carry any presumption of an 
exclusive right to use a mark on non-competing goods. The registration is prima facie evidence 
of the exclusive right to use the mark only “on goods or services specified in the certificates” 
and incontestability under the Act of 1946 carries a conclusive presumption to use the mark 
only on such specified goods or services. 1243 
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100.49 Section 19 

Opposer’s motion to strike a paragraph of answer granted. The Board held the decision 
of CCPA in Salem v. Miami (Reported below 47 TMR 1267) applied and held principles of 
laches, estoppel and acquiescence are inapplicable in an opposition proceeding where an opposer 
has not previously had an opportunity in which to oppose registration of the applicant’s mark. 
The Board’s decision in McCormick v. Hygrade Food (Reported below 50 TMR 368) was 
distinguished since the applicant therein had pleaded ownership of a registration of a mark 
assertedly equivalent to mark sought to be registered, thereby raising the issue of whether or 
not opposer had prior opportunity to oppose. 105 


100.53 Section 23 
Where registrant on the Supplemental Register did not have the exclusive use of its 
trademark during the year preceding the filing of the application, registrant was not entitled 
to register its mark at the time it filed its application, and the registration would be 
canceled. 325 


100.62 Section 32 
The court in denying plaintiff’s motion for preliminary injunction found that there was 
nothing “false” about a statement that a garment is a copy of a DIOR model when it is such a 
copy of a prior model and held that the new right against unfair competition created by the 

Lanham Act was not infringed. 
Sections 32(1) and 43 of the Act of 1946 are limited in their effect to cases of deception. 
The Lanham Act did not create a right of redress to a trademark owner when his mark has 
been tarnished by unauthorized use by another where no falsity or deception is involved. 518 


100.67 Section 37 
Court of Appeals held Section 37 conferred judicial authority for the District Court’s 
direction to the Commissioner of Patents to dismiss an opposition and grant a concurrent 
registration. 1243 


100.73 Section 43 Article: 339 


The court in denying plaintiff's motion for preliminary injunction found that there was 


nothing “false” about a statement that a garment is a copy of a pior model when it is such a 
copy of a prior model and held that the new right against unfair competition created by the 
Lanham Act was not infringed. 


Sections 32(1) and 43 of the Act of 1946 are limited in their effect to cases of deception. 
The Lanham Act did not create a right of redress to a trademark owner when his mark has 
been tarnished by unauthorized use by another where no falsity or deception is involved. 518 


100.74 Section 44 
The court held a Federal trademark registration does not carry any presumption of an 
exclusive right to use a mark on non-competing goods. The registration is prima facie evidence 
of the exclusive right to use the mark only “on goods or services specified in the certificates” 
and incontestability under the Act of 1946 carries a conclusive presumption to use the mark 
only on such specified goods or services. 1243 


100.75 Section 45 


“Commerce which may lawfully be regulated by Congress” includes commerce in Puerto 
Rico. 413 
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200. PATENT OFFICE PROCEEDINGS 
200.1 ReEGISTRABILITY (Ex Parte) 


200.11 In General Article: 242 


Applications to register RAINBOW on seven different colored backgrounds (as marks for 
seven different colored cigarette papers) are refused; the word RAINBOW may be a good trade- 
mark but colored representations of goods are not. 88 

LUCKY 7 CLUB, used on cards which identify a promotional scheme, is not a trademark 
for such goods even though applicant (manufacturer of shoe repairing machinery) sells such 
cards to his customers (shoe repair shops) who in turn distribute them to their customers. 631 


200.14 Color Marks 
A label or design which serves as a background for a name mark is registrable, if it is 
not inherently distinctive, only if. sufficient evidence is presented to show that it has acquired 
secondary meaning as a trademark. The rED SQUARE label here involved has acquired such 
significance, and hence is registrable. 81 
Applications to register RAINBOW on seven different colored backgrounds (as marks for 
seven different colored cigarette papers) are refused; the word RAINBOW may be a good trade- 
mark but colored representations of goods are not. 88 


200.16 Confusingly Similar Marks (Also see Section 400) 
TILT-LINE (Applicant) for aluminum combination windows. 
TILT-O-LITE (Cited Registration) for aluminum storm windows. 

Registration refused. Storm windows and combination windows are closely related goods, 
likely to be confused if sold under the same or similar marks. While it may be true, as 
applicant contends, that the prefix TILT is highly suggestive, it still may not be disregarded 
when considering likelihood of confusion since the marks must be considered in their entirety. 
So considered the marks are likely to cause confusion and accordingly registration is refused. 

335 
GRACE (Applicant) for sweaters, gloves, hoods, caps and headwear. 
LADY GRACE (Cited Registration) for hosiery and knitted underwear. 

Registration refused. GRACE is an essential, if not the dominant feature of the registered 
mark LADY GRACE, and in view of the similarity of the products involved, there is a reasonable 
likelihood of confusion in the trade. Accordingly, registration is refused. 335 


ASTRONAR (Applicant) for telephoto lenses. 
Astro (Cited Registration) for photographic lenses. 

Registration refused. The products of applicant are the same as those of the prior regis- 
trant. ASTRO is a prominent and significant feature of applicant’s mark, and the addition to 
this of the suffix NAR is not believed to be sufficient to obviate the likelihood of confusion in 
the trade with ASTRO per se. 338 


VELVET 98 (Applicant) for gasoline. 
veLveT P (Cited Registration), fancifully arranged, for lubricating oils and greases. 
Registration refused. While applicant’s mark and the mark disclosed by the registration 
are dissimilar in appearance, the registrant’s goods would more than likely be called for 
and remembered by the notation VELVET P, and VELVET 98 so resembles VELVET P that confusion 
is likely to occur. 1284 
Application filed to register SQUIRETOWN for men’s sport coats which was refused on the 
basis of TOWN SQUIREs, previously registered to another, for men’s shoes. 
Refusal of registration is overruled. Fact that two marks are reverse combinations is not 
necessarily conclusive on the question of likelihood of confusion. Differences in the marks and 
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goods and the fact that applicant has letter of consent from registrant resolved any doubt as 
to confusion in trade in applicant’s favor. 1287 


200.17 Descriptive and Generic Marks Articles: 111, 252 


Applications to register RAINBOW on seven different colored backgrounds (as marks for 
seven different colored cigarette papers) are refused; the word RAINBOW may be a good trade- 
mark but colored representations of goods are not. 88 


GUARANTEED RADIATOR PROTECTION (as service mark for “inspecting for leaks the cooling 
system ...”) is language of such nature that it conveys customer information as to services 
rather than identifies and distinguishes services of applicant from others; therefore not 
registrable. 96 


LENS BRIGHT, used on container without name of goods (eye glass cleaning fluid), does 
not become name of goods; it is not common or apt descriptive name of goods. 107 


Although twist oFF for closure caps for containers such as bottles and jars, possesses an 
obvious descriptive significance, there is nothing in the record to indicate that anyone else has 
used TWIST OFF to describe closures of the type applicant seeks to register, and in view of the 
nature and extent of applicant’s use of TWIST OFF, it’s concluded in the limited field of trade 
to which the goods pertain, TWIst OFF has acquired a sceondary meaning as an indication of 
origin of applicant’s goods and refusal of registration is overruled. 327 


NO DAMAGE and design for services of leasing freight cars, advising and counseling on 
loading of freight cars, locating and positioning of freight cars, and investigation of freight car 
loading practices, held unregistrable since shippers would take the words at their ordinary 
meaning rather than as a means to distinguish applicant’s services. 329 


KITTY LITTER for ground clay used for litter for small animals possesses descriptive con- 
notations, but this does not preclude such combination from functioning as a trademark for 
said product. 539 


Registration granted. Applicant’s mark Ez-TWIST-TI is quite similar to the reference mark 
TWIST-N-TYE, and both are for wire reinforced twine; but both marks are highly descriptive 
and their differences are at least sufficient to warrant publication for opposition purposes. 
Therefore the refusal of registration is overruled. 544 


JET IGNITION is merely descriptive of stokers incorporating jets to ignite the fuel. 639 


In determining whether a word or syllable has a descriptive or suggestive significance as 
applied to merchandise, it is proper to take notice of the extent to which it has been used by 
others on such merchandise. 768 


Registration refused. The Board considered applicant’s patent and advertising using such 
phrases as “The transparent plastic ink sacs are changed once a year”; “Each ink sac 
provides * * *”, and held the term INK SAc as used by applicant was merely the descriptive 
name for its ink filled dispensing containers rather than a trademark to identify and distinguish 
such goods. 1201 


Refusal of registration affirmed. Applicant sought to register Two 2 YEAR as a trademark 
for light bulbs, some of which are guaranteed to burn for two years of normal use. The Board 
held that this term was only used in its primary descriptive sense in applicant’s advertising 
material, and there was nothing to suggest in the record that it would have any other con- 
notation to purchasers. 1288 


200.19 Features of Goods 


Applications to register RAINBOW on seven different colored backgrounds (as marks for 
seven different colored cigarette papers) are refused; the word RAINBOW may be a good trade- 
mark but colored representations of goods are not. 88 
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200.19b Ornamental Features 


Application to register the configuration of exposed rows of corn kernels for margarine and 
butter refused since applicant’s design is so proportioned and used in trade that to purchasers 
it serves only as ornamentation as applied to applicant’s goods and is incapable of serving as 
a distinguishing mark. 1193 

Decision of Examiner refusing registration is affirmed. The fact that applicant’s design is 
decorative in nature does not constitute a bar to registrant, but registration is refused since 
there is nothing in the record to show the design has been promoted by applicant as a trade- 
mark or is recognized by purchaser as anything other than an ornamental embellishment or a 


fanciful position indicator for the goods. 1287 


200.19¢ Packages and Configurations 

Application for registration of a transparent envelope, to serve as a receiver for liquid 
ink on applicant’s recording apparatus, refused. Packages and configurations may be registered, 
even on the Supplemental Register, only when they are selected for the purpose of distinguishing 
applicant’s goods; they are not registrable when their selection was dictated by considerations 
of utility and functionality. Here applicant’s package was adopted due to its functionality, and 
further, the design is covered by an issued patent and will be free to all after the patent 
expires. For these reasons, the design is incapable of distinguishing applicant’s goods, so the 


registration must be refused. 541 


200.21 Grade Marks and Style Marks 
The District Court reversed Patent Office rejections of applications to register 17-4PH 
and 17-7pu to designate particular brands of stainless steel. The Patent Office had held that 
these marks identified the grade of the products rather than the particular goods of plaintiff. 


68 


200.24 Letters and Numerals 
Registration refused. The Board found that the design sought to be registered clearly 
illustrated the manner in which applicant’s compounds were used, but record failed to show 
that the illustration forming the letter “C’’ was brought to attention of purchasers; and held 
the fact an illustration or design may not be merely descriptive of the goods does not necessarily 


make such illustration or design registrable. 90 


200.26 Non Descriptive Marks 
MIR-O-DOR is not merely descriptive of frames which support mirrors for sliding or 
stationary mounting on doors; it is at most suggestive of such goods. 103 
Applicant’s contention that confusion in trade is unlikely because VELVET is entitled to only 
a narrow scope of protection cannot prevail, notwithstanding reference to over 150 registrations 
for marks consisting of or comprising the term VELVET for a variety of products, because none 
of those registrations are for goods of the character disclosed in applicant’s application and, 
thus, are insufficient to show that VELVET is in any way lacking in distinctiveness as applied 


to such goods. 1284 


200.27 Prohibited Marks 


200.27b Public Insignia 


Design of Statue of Liberty held not unregistrable under Section 2(b) of Act of 1946, and 
subject of protection despite language of Section 2(a) of Act of 1946. 95 
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200.29 Secondary Meaning Marks (Section 2(f)) 

The District Court in reversing the Patent Office refusal to register 17-4pH and 17-7pH 
to designate particular brands of stainless steel found that the marks had acquired a secondary 
meaning based on the following evidence: 1. use of the terms since about 1949; 2. all applicant’s 
catalogs, brochures and other pamphlets used the trademarks to designate the goods; 3. over 
$500,000 had been spent during the past ten years to advertise the products under these 
trademarks; 4. sales of applicant amounted to about $5,000,000 last year; 5. a number of 
representatives of purchasers were called as witnesses, each of whom testified that these marks 
were known in the trade as denoting applicant’s goods and are associated in the minds of 
the consuming public; 6. specifications prepared by purchasers use these marks to signify 
applicant; 7. orders received from customers referred to these trademarks; 8. applicant had 
licensed a number of foundries to make castings and ingots purchased from applicant, under 
applicant’s patents and trademarks; 9. editors of two principal trade journals testified ‘that 
the trademarks were known in the trade as denoting applicant’s goods and were not associated 
in the mind of the public with any other product, and when anyone in the trade sees these 


trademarks they refer to applicant’s products. 68 


SCHENECTADY (Applicant) for synthetic resins. 

Registration granted. Applicant demonstrated, by evidence from customers, that they have 
come to associate his mark with his product. Also, the mark had long been in use. Accordingly, 
the court found it unnecessary to consider whether or not the mark was intrinsically distinc- 
tive since it concluded that the applicant had adequately demonstrated that the mark had 
acquired secondary meaning, and for this reason the mark was registrable. 98 


200.30 Service Marks Article: 49 


There is nothing in the statute which prohibits the registration of a mark as a trademark 
which has previously been registered as a service mark, if the mark is used to identify goods. 
437 
200.31 Similarity of Goods 
WHITE HOUSE (Applicant) for flower bulbs. 
WHITE HOUSE (Registration) for grass seed. 
Registration refused. Notwithstanding consent of registrant, goods are too closely related. 
108 
“Films,” “foils” and “wrapping materials” are related goods notwithstanding the possible 
industry semantic differences urged by applicant, and, thus, where the marks so resemble each 
other as to be likely when applied to the goods to cause confusion, application will be denied. 


1073 
Purchasers would attribute a common origin to gasoline and lubricating oils and greases 
if sold under the same or similar marks. 1284 


If hair spray were marketed under the same or similar mark as hair conditioning creme 
and hair color rinse, purchasers would be likely to assume that they emanate from a single 
source. 1285 


200.32 Slogans 
Registration granted. Refusal of registration of the slogan scoop OF THE MONTH, on the 
ground that it is incapable of distinguishing applicant’s goods, is reversed. Section 23 of the 
Trademark Act of 1946 specifically provides for the registration of slogans on the Supple- 
mental Register, and applicant has used the mark in a way that “bestows upon it some degree 
of originality in connection with applicant’s product.” Therefore it is capable of distinguishing 
applicant’s goods and is registrable. 334 
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200.33 Symbols 

The District Court reversed Patent Office rejections of applications to register 17-4P1 
and 17-7pH to designate particular brands of stainless steel. The Patent Office had held that 

these marks identified the grade of the products rather than the particular goods of plaintiff. 
68 
A label or design which serves as a background for a name mark is registrable, if it is not 
inherently distinctive, only if sufficient evidence is presented to show that it has acquired 
secondary meaning as a trademark. The RED SQUARE label here involved has acquired such 
significance, and hence is registrable. 81 
Registration refused. The Board found that the design sought to be registered clearly 
illustrated the manner in which applicant’s compounds were used, but record failed to show 
that the illustration forming the letter “C” was brought to attention of purchasers; and held 
the iact an tilustration or design may not be merely descriptive of the goods does not neces- 
sarily make such illustration or design registrable. 90 


200.34 Suggestive Marks 
LENS BRIGIIT, used on container without name of goods (eye glass cleaning fluid), does not 
become name of goods; it is not common or apt descriptive name of goods. 107 


TILT-LINE (Applicant) for aluminum combination windows. 
TILT-O-LITE (Cited Registration) for aluminum storm windows. 

Registration refused. Storm windows and combination windows are closely related goods, 
likely to be confused if sold under the same or similar marks. While it may be true, as 
applicant contends, that the prefix TILT is highly suggestive, it still may not be disregarded when 
considering likelihood of confusion since the marks must be considered in their entirety. So 
considered the marks are likely to cause confusion and accordingly registration is refused. 335 

Refusal to register IRISHEEN for men’s and boys’ clothing overruled despite examiner's 
assumption that the mark identifies the fabric, since there is nothing of record to indicate that 
IRISHEEN is anything but a trademark for wear.ng apparel. 448 


200.36 Trademark Use Articles: 265, 449 
Registration granted. Applicant’s use of the mark SYLVAN WHITE is not merely a designa- 
t-on of the coior of the decorative insulation tiie sold by applicant; it is used to designate a 
particular pattern of tile, and as such is a trademark use. On appeal, the Board may consider 
only those grounds of rejection which were urged by the examiner below, and therefore the 
fusal of registration must be overruled. 334 
Anplicant’s service mark as actually used comprised a seal encircled by the words 
“AMEKICAN’S SEAL OF SECURITY—THE ‘BLUE FUNDS’ PLAN” but to avert opposition applicant 
deieted the word “Blue” from the drawing. Registration refused on the ground that the mark 
so shown is materially different from the mark as used and applicant is not entitled to 
registration of mark it is not shown to have used. 447 


200.36a In General 


Registration refused. The Board found that the design sought to be registered clearly 
illustrated the manner in which applicant’s compounds were used, but record failed to show 
that the illustration forming the letter “C” was brought to attention of purchasers; and held 
the fact an illustration or design may not be merely descriptive of the goods does not necessarily 
make such illustration or design registrable. 90 

Where applicant both operates, sells and/or leases vending machines and sells the supplies 
therefor, the words COMPLETE VENDING SERVICE serve to advertise applicant’s combined activities, 





Vol. 51 TMR PART II—DIGEST OF CASES 41 


and the inclusion of these words as a portion of the mark would not preclude it from functioning 
as a trademark for its goods. 327 


In split decision, court holds use of registered trademark NI-TENSYL for Section 8 affidavit 
purposes. 426 

Where applicant has adopted a mark to identify its directories, affixes the mark to the 
goods, and transports the goods in commerce, the mark comprises a trademark and is 
registrable. 437 

LUCKY 7 CLUB, used on cards which identify a promotional scheme, is not a trademark 
for such goods even though applicant (manufacturer of shoe repairing machinery) sells such 
cards to his customers (shoe repair shops) who in turn distribute them to their customers. 631 

The question whether words identify applicant’s product and distinguish it from like 
goods of others is one of fact. No presumption can be made that the words in question 
perform no other function than to serve as the name of applicant’s goods merely on the basis 
of applicant’s failure to employ a common name for the product on its labels. On the record 
it is concluded that BEAUTY NET serves as a trademark rather than as the name of the 
product. 1285 


200.36d No Trademark Use . 


The court affirmed the decision of the Trademark Trial and Appeal Board denying 
registration of a mark consisting of a geometrical design formed by crimping tools used on 
electrical terminals and connectors. The court found that in addition to selling the terminals 
and connectors bearing the alleged mark, applicant sold the crimping tools and held since 
any purchaser of such tools could use the alleged mzrk it obviously could not indicate the 
source of crimped electrical connectors and terminals. 84 

Registration refused. Use of the word BRIEFHAND on textbooks and materials for teaching 
of the briefhand system of shorthand is not a trademark use intended to indicate the origin 
of the materials, but rather merely indicates or describes the purpose for which the books are 
intended. 331 

Applicant’s use of JAPAN FOLK CRAFT in connection with its pottery, dinnerware, etc., is 
merely descriptive of the products and is not a trademark use. Accordingly registration is 
denied. 337 


200.37 Trademark Rules Articles: 478, 1237 


200.5 REGISTRABILITY (INTER PARTES) 


200.51 In General 
The court held that while SWEETHEART is a common English word it has had various 
meanings and was a proper trademark when applied to the goods of the parties, mainly, toilet 
soap and paper towels, paper toilet tissue, paper facial tissue. 1077 
As property rights subject to ownership, trademarks are sui generis. Ownership grows 
out of and depends upon the continuance of use. Where two parties have long used their 
respective marks and said rights have been carefully determined by the District Court, within 
its legitimate field of use, applicant is as much an “owner” as is opposer. 1178 


200.55 Concurrent Registration 

Since respondent adopted and used first PRINCE and then CROWN PRINCE without knowledge 
of petitioner’s prior use of PRINCE and now has a valuable good will in a trading area separate 
and distinct from petitioner’s area, respondent’s registration will not be canceled but will be 
restricted to states where respondent has shown actual use. 633 

Concurrent use established by the Lanham Act provides restrictions on registrant, not on 
use, since registrant does not derive right to use from registration. At most, conditions in a 
registration affect or limit only rights derived from the registration and registrant is free to 
do as he pleases in using his mark. 
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In concurrent use proceedings applicant must conform the registration with the limited 
right to use as defined in the judgment of the court in a civil action had between the parties 







before registration can be granted. 
Two parties can own and register the same trademark where goods are sufficiently different 
and concurrent registration provisions of Section 2(d) contemplates such a situation even when 





the goods are same or similar. 

eut conforming the application to rights estopped by the District Court was no 
admission that DUNHILL TAILORS is in legal effect the same as DUNHILL. Applicant in a con- 
current use proceeding is entitled to enjoy all rights as an owner provided the registration is 
restricted to conform to the judgment. Registration merely aids the applicant in enforcing the 
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substantive rights already granted to it. 

In formally declared user proceedings it is the Board which decides “the respective rights 
of registration.” There is no practical significance that the present proceeding is called an 
opposition when facts require a decision on an issue of concurrent registration. 

Trademark Trial and Appeal Board erred in proving in fact the granting of an unrestrictive 
However, opposer is not entitled to prevent the 









registration by dismissing the opposition. 
granting of the registration provided it contains the conditions and limitations corresponding 
1178 







to those contained in the judgment entered by the District Court. 





200.56 Confusingly Similar Marks (Also see Section 400) 
PLlENISTAN (Applicant) for a medical preparation used for relief of nasal congestion. 
PHENERGAN (Opposer) for a product having antihistaminic properties. 







Opposition sustained. The two products, which have some characteristics in common and 
which reach the same markets, were held to be confusingly similar despite the fact that the 
97 







prefix PIHEN is relatively common in the pharmaceutical business. 





EASYTINT (Applicant) for white paint particularly constructed to be mixed with various colors 





as desired. 





EASY for touch-up enamel supplied in self-spraying containers for application to 





( Opposer ) 






domestic appliances. 





Opposition dismissed. The word “easy” is suggestive, and has been much used in the paint 
industry. Therefore the opposition must be dismissed despite the fact that the marks might be 
confusingly similar, and the products they appear upon might reach the same markets. That 
the applicant’s mark embodies the whole of opposer’s mark is of no consequence in view of 


97 







the suggestive nature of the mark. 





tiy-crorr (Applicant) for poultry hatching eggs and baby chicks. 


HY-LINE (Opposer) for poultry, seed corn, and hatching eggs. 






Opposition dismissed. The prefix Hy is suggestive since both parties deal in hybrid 
products, and therefore cannot be given much trademark significance. The words crort and 
LINE are so different that they are not confusingly similar even when used with the prefix Hy; 
because of the lack of trademark significance of the prefix it is even more clear that there can 


99 







be no confusing similarity. 





WANDER (Applicant) for a drug for treatment of tuberculosis. 






WARNER (Cancellation petitioner) various pharmaceuticals. 





Cancellation denied. The words WANDER and WARNER are not confusingly similar, especially 
when it is borne in mind that these parties both direct their advertising entirely to physicians 
and pharmacists—a highly intelligent and discriminating public. 99 







suux (Applicant) for toilet, laundry and industrial cleaners in the form of liquids, solids, 





pastes, and powders. 
LUX (Opposer) for soap flakes, toilet soap and liquid detergents. 
Opposition dismissed. The two products are alike only in that they remove dirt; they 
are intended ior different purposes and generally reach different markets. Further, applicant's 
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mark is an obvious misspelling of the word “shucks”, and as such has its own definite and 
distinctive meanings which, in the mind of a potential purchaser, would clearly distinguish it 


from the word Lux. There is no likelihood of confusion. 325 


CHEE CHEE (Applicant) for packed, prepared ceci and fava beans. 
CHEE-WEES (Opposer) for cheese coated corn food products. 

Opposition sustained. The products of both parties are snack foods, sold to the same 
class of consumers through the same outlets. Persons purchasing opposer’s products may well 
refer to them as CHEE-WEES alone without regard to any house mark, and under these circum- 
stances, the two marks are so similar in both sound and appearance as to be likely to cause 


confusion of purchasers. 330 


sEON (Applicant) for illuminated fluorescent display signs. 
ZEON (Opposer) for electric lighting fixtures, electric display signs, etc. 

Opposition sustained. The goods of the parties are identical in kind, and the two marks 
are virtually indistinguishable in sound and appearance. Under such circumstances, it is con- 
cluded that there is a likelihood of confusion, or mistake, or deception of purchasers. 330 


PRELACAPS (Applicant) for a dietary supplement in pregnancies and lactation. 
PRELAFAL (Opposer) for a dietary supplement in dosage form comprising vitamins and minerals. 

Opposition sustained. The goods of the parties are almost identical and are sold through 
the same channels. Although physicians and druggists may be able to readily distinguish 
between the two marks, the goods are sold over the counter and the marks are so similar as 
to cause confusion to the average purchaser. Any differences in color, shape and packaging of 
the products is of no consequence where, as here, the sole question is likelihood of confusion. 

331 
LuIcI’s (Applicant) for frozen Italian-Style foods such as pizza. 
LuIGI’s (Opposer) for canned pizza and spaghetti sauces. 

Opposition sustained. The marks are identical, and opposer’s priority established. Appli- 
cant’s arguments that the goods are readily distinguishable because applicant’s products are 
frozen while opposer’s are canned are rejected; the products are sold through the same retail 
channels and confusion is almost inevitable in view of the similarity of the goods and identity 
of the marks. 332 
EVANS (Applicant) for wheeled toys such as tricycles and trailers. 

SCHWINN (Opposer) for bicycles. 

Opposition dismissed. The two words are vastly different, and taken alone would present 
no problem. However both are displayed in a cruciform arrangement, within a circle, and 
the products of both parties reach the same consumers through the same outlets. Despite these 
facts though, there is no likelihood of confusion, and accordingly the opposition is dismissed. 333 


AQUA-DIAL (Respondent) for a device to control spray emitted from oscillating lawn sprinklers. 
AQUA DIAL (Petitioner) for lawn sprinkling apparatus and controls therefor. 


Cancellation granted. The two marks are identical, and the products of the parties are 
nearly identical and are sold in the same stores. The likelihood of confusion under these circum- 
stances is apparent, petitioner has established priority, so the cancellation is granted. 334 


CORNNIPS (Applicant) for toasted corn kernels. 
KOR-NIKS (Opposer) for a flavored corn chip product. 


Opposition sustained. The products of both parties are snack foods directed to the 
same markets through the same channels. Although the words corN and KORN are lacking in 
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distinctiveness when applied to corn products, the marks, when considered in their entireties, 
are confusingly similar. Opposer has established priority so the opposition is sustained. 336 


ANTIME (Applicant) for a remedy for the treatment of angina pectoris. 
BANTHINE (Opposer) for a medical agent for the treatment of abnormal conditions of the 
gastro-intestinal system. 

Opposition dismissed. Although the products of the parties are both pharmaceutical products 
and are of such a character that the use of one in particular situation where the other is 
prescribed could have dangerous effects, the differences in sound and appearance between the 
marks are such that pharmacists and medical personnel are not likely to be confused. 337 


BARTIME (Applicant) for a medical and pharmaceutical product, namely, an anti-spasmodic for 
the treatment of pylorospasm, nausea, vomiting, colic and enuresia. 

BANTHINE (Opposer) for a medical agent for the treatment of abnormal conditions of the 
gastro-intestinal system. 

Opposition sustained. Inasmuch as these marks are both for prescription products, the 
appearance and sound of the marks are of great importance for there would be occasion for 
writing the marks and the products may be prescribed over the telephone. These two marks 
are sufficiently similar that there is a reasonable likelihood of confusion under these 
circumstances. 337 

PRINCE for dog and cat food is confusingly similar to CROWN PRINCE for dog and cat food, 
if used contemporaneously in the same trading areas. 633 


200.57 Descriptive and Generic Marks Article: 252 


HAIR COLOR BATH (Applicant) for hair tinting and coloring preparations. 

Cancellation petition sustained. The words HAIR COLOR BATH are generic and descriptive 
and are not capable of distinguishing applicant’s products. Further, applicant has not used 
the words in a trademark sense. Accordingly, the registration on the Supplemental Register 
is canceled. 98 

In view of the common descriptive use of the terms “blind bolts” and “blind nuts” by pro- 
ducers of fastening devices, these terms do not function as an indication of origin. Opposition 
sustained. 202 

Opposition sustained. Registration of the marks BLIND BOLTS and BLIND NUTS for fasteners 
refused in view of the common descriptive use of the terms by producers of fastening devices. 
Terms do not function as an indication of origin. 202 

The Board held suffix NAP or NAPS as applied to napkins was derived from the common 
designation for the goods (napkins) and public would not recognize it as an indication of 
source. 206 

The court held that regardless of the descriptiveness of the marks, if their concurrent use 
on the respective goods of the parties is likely to cause confusion, applicant cannot prevail where 
opposer was prior user of its mark. oo7 

Representation of humanized peanut (Applicant) for nuts. 

Representation of humanized peanut (Opposer) for nuts and other food products. 

Opposition dismissed. Since a representation of a peanut is descriptive of peanuts and 
peanut products, opposer’s specific representation of a humanized peanut will not preclude use 
and registration of similar marks to others. The two marks in issue are distinctly different. 628 

The court held the letter “Q” as used in Q FASTENERS for a line of quick-acting cow! 
fasteners of a rotary operated type comes very close to being an obvious abbreviation of the 
descriptive word “quick”. 1079 
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The Italian word “fiocco” is descriptive of “spun rayon” and is subject to the general rule 
that a descriptive word in a foreign language cannot be registered in the United States as a 
trademark for the described product. 1148 


KUP or CUP indicates the form of candy and is, therefore, a descriptive term when used 
for candy. 1158 


POWER SHOP is descriptive of woodworking saws under Section 2(e) of the Lanham Act 
because through opposer’s use, the term had become descriptive of the goods long prior to 
applicant’s filing date. 

Trademark rights are not static. A word not descriptive today may, through usage be 
descriptive tomorrow, and, conversely, as recognized by Section 2(f), the possibility always 
exists, with respect to words capable of distinguishing an applicant’s goods in commerce, that 
descriptive words may become registrable trademarks. 1162 


Opposition dismissed. Opposer’s use of WESTERN in its ordinary sense as Western Overalls 
or Western Style “Overalls” would not lead customers to associate applicant’s products sold 
under the mark LEE WESTERNER with it. The term WESTERNER describes the person and not 
the product. 1288 


200.58 Features of Goods 
200.58¢ Packages and Configurations 
PRELACAPS (Applicant) for a dietary supplement in pregnancies and lactation. 
PRELAFAL (Opposer) for a dietary supplement in dosage form comprising vitamins and minerals. 


Opposition sustained. The goods of the parties are almost identical and are sold through 
the same channels. Although physicians and druggists may be able to readily distinguish 
between the two marks, the goods are sold over the counter and the marks are so similar as to 
cause confusion to the average purchaser. Any differences in color, shape and packaging of the 
products is of no consequence where, as here, the sole question is likelihood of confusion. 331 


200.65 Non Descriptive Marks 
Opposition dismissed. The Board found the record was insufficient to show that NICAD 
was an abbreviation, contraction, or foreshortening for nickel cadmium and held the record 
indicated NICAD was used and recognized as the trademark for applicant’s nickel cadmium 
batteries. 774 


200.67 Related Company Use 


President of opposer was member of a firm which had adopted and was owner of record 
of registration for CIRCLE SEAL and prior owner of another registration for CIRCLE SEAL which 
had been assigned to a third party. The Board found that while opposer asserted use by 
“related companies,” the statute clearly indicated that use by “related companies” can inure only 
to the benefit of a registrant or owner of a trademark and opposer was neither. Opposer was, 
at best, a sub-licensee. 533 


200.70 Similarity of Goods 


sHux (Applicant) for toilet, laundry and industrial cleaners in the form of liquids, solids, 
pastes, and powders. 


LUX (Opposer) for soap flakes, toilet soap and liquid detergents. 


Opposition dismissed. The two products are alike only in that they remove dirt; they are 
intended for different purposes and generally reach different markets. Further, applicant’s 
mark is an obvious misspelling of the word “shucks”, and as such has its own definite and 
distinctive meanings which, in the mind of a potential purchaser, would clearly distinguish it 
from the word Lux. There is no likelihood of confusion. 325 
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CHEE CHEE (Applicant) for packed, prepared ceci and fava beans. 





CHEE-WEES (Opposer) for cheese coated corn food products. 

Opposition sustained. The products of both parties are snack foods, sold to the same class 
of consumers, through the same outlets. Persons purchasing opposer’s products may well refer 
to them as CHEE-WEES alone without regard to any house mark, and under these circumstances, 






the two marks are so similar in both sound and appearance as to be likely to cause confusion 


330 





of purchasers. 





seEoN (Applicant) for illuminated fluorescent display signs. 
ZEON (Opposer) for electric lighting fixtures, electric display signs, etc. 

Opposition sustained. The goods of the parties are identical in kind, and the two marks 
are virtually indistinguishable in sound and appearance. Under such circumstances, it is 
concluded that there is a likelihood of confusion, or mistake, or deception of purchasers. 330 







Luici’s (Applicant) for frozen Italian-Style foods such as pizza. 





LuIGI’s (Opposer) for canned pizza and spaghetti sauces. 

Opposition sustained. The marks are identical, and opposer’s priority established. Appli- 
cant’s arguments that the goods are readily distinguishable because applicant’s products are 
frozen while opposer’s are canned are rejected; the products are sold through the same retail 
channels and confusion is almost inevitable in view of the similarity of the goods and identity 


332 










of the marks. 





EVANS (Applicant) for wheeled toys such as tricycles and trailers. 





SCHWINN (Opposer) for bicycles. 

Opposition dismissed. The two words are vastly different, and taken alone would present 
no problem. However both are displayed in a cruciform arrangement within a circle, and the 
products of both parties reach the same consumers through the same outlets. Despite these 
facts though there is no likelihood of confusion, and accordingly the opposition is dismissed. 333 








MARY JANE (Applicant) for maternity girdles, garter belts, garter panties and panties. 





MARY JANE (Opposer) for children’s dresses, dolls and doll’s dresses. 

Opposition dismissed. Since opposer took no testimony, he is restricted to his filing dates 
as dates of use; the dates of registration for dolls and doll’s dresses are too late, so those 
registrations aren’t considered. As between children’s dresses and women’s undergarments, these 
are different. They are sold in different departments of stores under entirely different circum- 
stances—there is no likelihood of confusion. 336 














vITEX (Applicant) for fertilizers. 
VIrEX (Opposer) for fat-soluble vitamin concentrates. 
Opposition dismissed. The products of the parties are so widely dissimilar that there is 


336 












no reasonable likelihood of confusion. 


CORNNIPS (Applicant) for toasted corn kernels. 





KOR-NIKS (Opposer) for a flavored corn chip product. , 

Opposition sustained. The products of both parties are snack foods directed to the same 
markets through the same channels. Although the words corN and korN are lacking in 
distinctiveness when applied to corn products, the marks, when considered in their entireties, 
are confusingly similar. Opposer has established priority so the opposition is sustained. 336 









NILDOL (Applicant) for an analgesic preparation. 





MiIbOL (Opposer) for an analgesic headache remedy. 


Opposition sustained. Applicant’s contention that the goods are dissimilar, its being for 
intravenous use while opposer is sold over the counter for direct consumer use, is not well taken 
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because its application does not limit its mark to use on a drug for intravenous use. The 
goods must be considered similar and in view of the obvious similarity of the marks, the 
opposition must be sustained. 542 
POLYToP (Applicant) for dispensing closures. 

POLLY RED TOP (Opposer) for closures for vacuum bottles. 

Opposition dismissed. While the products of the parties may be broadly classified as 
polyethylene closures, they are not in competition. Applicant’s products are sold to manu- 
facturers for use on their products, and applicant’s mark on them is so small as to be 
indistinguishable to the naked eye; opposer, on the other hand, sells and advertises its product 
to the general public. Due to these differences the goods are not in competition and confusion 
is unlikely—the record fails to disclose a single instance of customer confusion—therefore, 
registration will be granted. 543 

While the products are non-competing and non-interchangeable, the question is whether 
there is any likelihood of confusion as to source of origin. Purchasers of the products could 
well be the same, even though different channels of trade may be used to reach the purchasers, 
a practice which could change at any time, and although they could tell the products apart, 
there is no evidence that the purchasers are equally well-informed as to trademarks. 1285 


200.72 Suggestive Marks 
EASYTINT (Applicant) for white paint particularly constructed to be mixed with various colors 
as desired. 
EASY (Opposer) for touch-up enamel supplied in self-spraying containers for application to 
domestic appliances. 


Opposition dismissed. The word “easy” is suggestive, and has been much used in the 
paint industry. Therefore the opposition must be dismissed despite the fact that the marks 
might be confusingly similar, and the products they appear upon might reach the same markets. 
That the applicant’s mark embodies the whole of opposer’s mark is of no consequence in view 
of the suggestive nature of the mark. 97 


HY-cROFT (Applicant) for poultry hatching eggs and baby chicks. 

HY-LINE (Opposer) for poultry, seed corn, and hatching eggs. 

Opposition dismissed. The prefix Hy is suggestive since both parties deal in hybrid products, 
and therefore cannot be given much trademark significance. The words crorr and LINE are so 
different that they are not confusingly similar even when used with the prefix Hy; because of 
the lack of trademark significance of the prefix it is even more clear that there can be no 
confusing similarity. 99 
WEED-O-MATIC (Applicant) for electric fence chargers. 

WEED CHOPPERS and FENCE-0-MATIC (Opposer) for electric fences and electric fence controllers. 

Opposition dismissed. Considering descriptive or highly suggestive nature of marks, 
applicant’s mark does not resemble either or both of opposer’s marks. 103 
CELACLouD (Applicant) for fibrous filling material for use in upholstery, pillows, mattresses and 

the like. 

CLOUD, SILVER CLOUD, FLEECY CLOUD, BLUE CLOUD, GRAY CLOUD, NEW WHITE CLOUD, VICTORY 
CLOUD, DREAM CLOUD and CLouD-0-PEpIC (Opposer) for mattresses of various types, sofa and 
couch cushions, studio couches, box springs and pillows; and WHITE cCLoup for mattresses 
and bed springs. 

Opposition dismissed. The Board found the word cLoup comprised the only features of 
similarity between the marks of the parties which word was an obvious connotation of comfort 
when applied to mattresses and other items of bedding accounting for its common use by other 
manufacturers ; and held that confusion was not likely between the marks of the parties. 205 
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DURAFLEX (Applicant) for mildew resistant paint for stucco concrete block, asbestos siding, 
brick and other masonry, of a non-turpentine or oil type for application within specified 
temperature limits of 60-85° F. 

FLEX (Opposer) for paint in ready-mixed form, varnish, lacquer; paint, varnish, and lacquer 
dressing; and FLEX “BLACKBOARD” for flat, alkyd resin enamel. 

Opposition dism’ssed. The court found that numerous third party registrations of record 
showed FLEX was used by manufacturers of paint products as a portion of trademarks and held 
that although DURAFLEX incorporated opposer’s entire mark FLEX, there was sufficient differ- 
ences between the marks to obviate likelihood of confusion. (DURA and FLEX were both highly 
suggestive of paint products.) 445 
SANI-JAN (Applicant) for floor wax and a glass cleaner and polisher. 

SANI-PLUSH (Opposer) for cleaning powders and water-closet bowls and automobile radiators. 

Opposition dismissed. The Board found that combining form sANI suggested sanitary and 
held the differences between SANI-JAN and SANI-FLUSH were such as to obviate likelihood of 
confusion. 446 
Notwithstanding an admission by applicant that FRIL-LETS is descriptive of its product 


(frilled egg noodles), mark is held merely suggestive. 637 


Opposition dismissed. The court found that caricature representations of kittens used by 
applicant for textile piece goods were distinctively different to conventional kitten symbols 
used by opposer, and held common practice of producers of textile products to use kitten 
symbols as a measure oi softness or smoothness of their goods prevented likelihood oi 


confusion. 1200 
200.73 Symbols 

EVANS (Applicant) for wheeled toys such as tricycles and trailers. 

SCHWINN (Opposer) for bicycles. 

Opposition dismissed. The two words are vastly different, and taken alone would present 
no problem. However both are displayed in a cruciform arrangement within a circle, and the 
products of both parties reach the same consumers through the same outlets. Despite these 
facts though, there is no likelihood of contusion, and accordingly the opposition is dismissed. 

Dissent by Waidstreicher; he would sustain the opposition on the ground of confusing 

333 
alone and in association with Thorpe (Applicant) for designing, constructing, and 
servicing of all types of industrial-process heating enclosures, such as metallurgical 


similarity. 


furnaces, boilers and the like. 


(Opposer) for pipe and pipe fittings—namely, flanges, bent pipe, returns, elbows, 
T’s, reducers, caps, laterals, crosses, saddles, sleeves, nipples, etc. 

Opposition dismissed. The Board found applicant’s mark, a monogram arrangement of 
JTT, contained no instantly recognizable features and at first glance was completely arbitrary; 
and held that, aside from the fact that parties shared to some extent common customers acting 
through selective and discriminating engineers, confusion with opposer monogram TT mark 
was _ unlikely. 540 

Representation of humanized peanut (Applicant) for nuts. 

Representation of humanized peanut (Opposer) for nuts and other food products. 


Opposition dismissed. Since a representation of a peanut is descriptive of peanuts and 
peanut products, opposer’s specific representation of a humanized peanut will not preclude use 
and registration of similar marks to others. The two marks in issue are distinctly different. 
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Opposition dismissed. The Court found that caricature representations of kittens used by 
applicant for textile piece goods were distinctively different to conventional kitten symbols 
used by opposer, and held common practice of producers of textile products to use kitten 
symbols as a measure of softness or smoothness of their goods prevented likelihood of 
confusion. 1200 






200.75 Trademark Use 
200.75c Date of Use 


Opposer shipped goods, a new drug subject to approval of Federal Food and Drug 
to doctors for investigational use prior to applicant’s first commercial sale of its goods (not 
so subject). Opposer’s first commercial sale was subsequent to FDA approval and applicant's 
first commercial sale. Opposer’s continuous course of action, including extensive commercial 
sales invests opposer with rights superior to applicant's. 101 


Articles : 449, 671 

















Where charge in formulation of product does not alter its inherent nature, applicant may 
rely on date it first used mark on product as originally formulated. 201 
200.75d No Trademark Use 
HAIR COLOR BATH (Applicant) for hair tinting and coloring preparations. 
Cancellation petition sustained. The words HAIR COLOR BATH are generic and descriptive 
and are not capable of distinguishing applicant’s products. Further, applicant has not used the 


words in a trademark sense. Accordingly, the registration on the Supplemental Register is 
canceled. 98 







200.75e Deceptive Use 


Applicant charged opposer with unclean hands on the ground that opposer “fraudulently” 
used a registration notice in connection with the sale of its vENIDA foot socks where in fact 
it was not the owner of a registration for such goods. The Board held there is a legal 
distinction between a “false” representation and a “fraudulent” one, the latter involving an 
intent to deceive whereas the former may be occasioned merely by a misunderstanding, an 
inadvertence, or the like. 774 

Opposer has failed to establish that the slogan “The Standard Packing of the World” is 
misdescriptive or misleading where applied to packaging made of various materials, or that 























6 opposer would be damaged by the registration thereof by applicant. 1198 
33 
id 200.8 REGISTRATION ProcepURE (Ex Parte) 
al — 
; 200.82 Abandonment of Application 
In an opposition proceeding, applicant corporation asserted priority of use of the trademark 
s and trade name GAMs through a partnership until use was temporarily discontinued. The 
Board found that it had not been shown that any legal relationship existed between the part- 
e nership and applicant corporation; that the partnership on advice of attorney, discontinued 
re use of GAMS after a Patent Office interference had been instituted against an application they 
vee had filed and held that whatever rights the partnership might have acquired in the trademark 
ee were abandoned because of non-use. 1277 
40) ‘ . , 
200.86 Classification of Goods Articles : 143, 265, 478 
200.87 Consent to Registration 
WHITE HOUSE (Applicant) for flower bulbs. 
nC 


WHITE HOUSE (Registration) for grass seed. 


Registration refused. Notwithstanding consent of registrant, goods are too closely 
related. 108 
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200.89 Drawing Article: 399 


200.91 Evidence 
The District Court in reversing the Patent Office refusal to register 17-4PH and 17-7PH 
to designate particular brands of stainless steel found that the marks had acquired a secondary 
meaning based on the following evidence: 1. use of the terms since about 1949; 2. all 
applicant’s catalogs, brochures and other pamphlets used the trademarks to designate the 
goods; 3. over $500,000 had been spent during the past ten years to advertise the products 
under these trademarks; 4. sales of applicant amounted to about $5,000,000 last year; 5. a 
nuniber of representatives of purchasers were called as witnesses, each of whom testified that 
these marks were known in the trade as denoting applicant’s goods and are associated in the 
minds of the consuming public; 6. specifications prepared by purchasers use these marks 
to signify applicant; 7. orders received from customers referred to these trademarks; 
8. applicant had licensed a number of foundries to make castings and ingots purchased from 
applicant, under applicant’s patents and trademarks; 9. editors of two principal trade journals 
testified that the trademarks were known in the trade as denoting applicant’s goods and were 
not associated in the mind oi the public with any other product, and when anyone in the trade 
sees these trademarks they refer to applicant’s products. 68 
Survey evidence, demonstrating that persons in the industry identify applicant’s products 
with the mark in question, given some weight by the Court in finding the mark registrable. 
Exact amount of evidence of secondary meaning necessary to enable a label or symbol 
to be registered on its own will depend upon the circumstances of each case. 81 


SCHENECTADY (Applicant) for synthetic resins. 

Registration granted. Applicant demonstrated, by evidence from customers, that they 
have come to associate his mark with his product. Also, the mark had long been in use. 
Accordingly, the court found it unnecessary to consider whether or not the mark was 
intrinsically distinctive since it concluded that the applicant had adequately demonstrated that 
the mark had acquired secondary meaning, and for this reason the mark was registrable. 98 


Applicant contended that its mark was entitied to limited protection because of the common 
usage of the mark by others for diverse products. The Board held applicant’s reference to 
two third party registrations in support of this contention was insufficient for the purpose 


1201 


submitted. 








200.92 Examination Article: 1133 


200.93 Trademark Rules 


Trademark Rule 120 requires that requests for admission be served not later than thirty 
days “before the opening of the testimony of the party in the position of plaintiff”. Therefore, 
requests for admission served after the close of testimony period of party in position of 
plaintiff were held untimely. A stipulation extending time for opening of applicant’s testimony 
period had no effect of rule covering pre-trial discovery. Petition denied. 1079 


Applicant filed an answer to opposition containing a paragraph requesting cancellation of 
a registration alleged to be owned by opposer which was stricken by Patent Office for the 
reasons that it was in the nature of a counterclaim and was not accompanied by the statutory 
fee and was not verified. Applicant submitted that said paragraph was included in the Answer 
under Rule 2.106(b) and petitioned Commissioner to exercise supervisory authority to reinstate 
said paragraph. Petition denied. Requests to cancel are governed by Section 14 of Trademark 
Act which provides that any one paying prescribed fee may apply to cancel. Statutory 
requirements cannot be waived by the rules. As to absence of verification, the statute does 
not require verification of an application to cancel nor does Rule 2.106 require verification 
of an answer to a notice of opposition. 1289 
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Petition to Commissioner to exercise supervisory authority to set aside decision of 
Trademark Board denying respondent’s motion to strike petition for cancellation for the 
reason that it was signed by petitioner’s attorney and not signed nor verified by petitioner as 
required by Rules 2.111 and 2.112. Petition granted. Under requirement of Rule 2.112 petition 
for cancellation must be signed by petitioner and verified. Decision in Sunway Fruit Products, 
Inc. v. Productos Caseros, S.A. (51 TMR 1289), constitutes dicta limited to situations where 
request for cancellation is embodied in an answer to notice of opposition under Rule 2.112. 

On reconsideration, petitioner will have a reasonable time to file a verification. Section 14 
of the Act does not bar action under Rule 2.113 to allow a reasonable time for correcting 
the informality. Rule 2.148 is to be applied only in “extraordinary situations where justice 
requires”. 1290 








210. AFFIDAVITS 
210.1 





AFFIDAVITS SECTION 8 






In split decision, court holds use of registered trademark NI-TENSyL for Section 8 
affidavit purposes. 426 












230. EX PARTE APPEALS 


230.2 TRADEMARK TRIAL AND APPEAL Boarp 






Refusal of registration affirmed. Applicant sought to register Two 2 YEAR as a trademark 
for light bulbs, some of which are guaranteed to burn for two years of normal use. The 
Board held that this term was only used in its primary descriptive sense in applicant's 
advertising material, and there was nothing to suggest in the record that it would have any 
other connotation to purchasers. 1288 


230.4 District Court 










In respect to actions of some other administrative agencies (other than the Patent Office), 
the District Court and Court of Appeals are empowered to remit the case to the agency for 
consideration of new evidence. This may not be done in cases relating to patents and 
trademarks. 68 





300. REGISTRATION PROCEDURE (INTER PARTES) 
300.1 INTERFERENCE 


300.11 In General 


Even if junior user establishes that senior user’s use was not as trademark (e.g., as 
name of goods), registration to junior user would be inconsistent with senior user’s rights. 107 


300.13 Pleading and Practice 
300.13b Evidence 


Trademark Rule 2.123(c)—‘“printed publications”—construed. 104 

























Unless formally introduced (Rule 2.123(c)), third party registrations will not be 
considered. 104 


Although senior party in trademark interference had made technical trademark use of 
zeELL for electrical goods before junior party made technical trademark use of the same mark 
for electronic goods, the junior party established use of the mark as a trade name long before 
the senior party began manufacturing electrical goods. The junior parties’ rights are therefore 
superior. 326 


300.13c Defenses 


Petitioner’s delay of less than 22 months in bringing cancellation proceeding was not so 
unreasonable as to disentitle it to the relief sought. 326 
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300.2 OpposITION 
300.21 In General 


In the absence of an opposition proceeding, registrant has no remedy under the Act of 
1946 to determine administratively or otherwise the scope or validity of its mark. 413 
That applicant may have competed unfairly with opposer is not material to the question 
to be determined in an opposition proceeding. 639 


An opposition may succeed on the basis of trade name use only but in such a case opposer 
must establish (1) use of the trade name in conjunction with goods identical or related to 
those of the applicant, and (2) the sale of such goods at or about the time the opposition 
was filed and from a time prior to applicant’s first use of the mark in issue. 640 


Opposition dismissed. The Board found that opposer was first to use HARVEY as a trade- 
mark but held that this cannot in and of itself constitute a sufficient basis for sustaining an 
opposition. It is incumbent upon opposer not only to establish prior use of its mark but prior 
use thereof for goods related in some manner to those of applicant as to be likely to result 
in purchasers ascribing a common origin. 773 


Applicant charged opposer with unclean hands on the ground that opposer “fraudulently” 
used a registration notice in connection with the sale of its vENIDA foot socks where in fact 
it was not the owner of a registration for such goods. The Board held there is a legal 
distinction between a “false” representation and a “fraudulent” one, the latter involving an 
intent to deceive whereas the former may be occasioned merely by a misunderstanding, an 
inadvertence, or the like. 774 


The applicant contended that confusion was unlikely because opposer’s mark GLAMOUR 
GAMS was usedin close association with its house mark HAYMAKER. The Board held this 
fact was immaterial to the question to be determined particularly since the mark shown in 
opposer's registration was GLAMOUR GAMS alone. 1277 


Applicant, as the newcomer, must bear the burden of staying clear of opposer’s established 
rights. 1282 


Opposition dismissed. Opposer’s use of WESTERN in its ordinary sense as Western Overalls 
or Western Style “Overalls” would not lead customers to associate applicant’s products sold 
under the mark LEE WESTERNER with it. The term WESTERNER describes the person and not 
the product. 1288 


300.22 Parties 
While prior decision in another opposition between opposer and applicant was held con- 
clusive between the parties as rights in marks involved therein, it was not conclusive as to 
opposer’s affiliate who was not a party to said proceeding. Moreover, the mark applicant was 
presently seeking to register was distinctly different from the mark involved in prior opposition 
(NAA having been substituted for NATIONAL AA) and doctrine of res judicata was inapplicable 
in present opposition between the parties. 316 


President of opposer was member of a firm which had adopted and was owner of record 
of registration for CIRCLE SEAL and prior owner of another registration for CIRCLE SEAL which 
had been assigned to a third party. The Board found that while opposer asserted use by 
“related companies,” the statute clearly indicated that use by “related companies” can inure 
only to the benefit of a registrant or owner of a trademark and opposer was neither. 
Opposer was, at best, a sub-licensee. 533 


300.23 Pleading and Practice 
Board refuses to rule on likelihood of confusion between opposer’s products and each 
of many products identified in application; only proper issue is applicant’s right of registration 
on the total application presented. 107 
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In an opposition proceeding, applicant had requested affirmative relief by way of cancellation 
of opposer’s registration but since such request was not accompanied by the fee prescribed in 
Sec. 14 of the Act of 1946, it was stricken by the Board. 316 

The Board held that while the record was the same as that before the Court in a pending 
civil action between the parties that in deciding the opposition it was in no way acting as 
a master for the court. It was not incumbent upon the Board to recite in its decision any 
facts other than those necessary to the disposition of the issues of the opposition. 531 

Opposition dismissed. The Board held that it is not necessary that an opposer be the 
registrant or exclusive owner of the mark on which it relies to contest issuance by regis- 
tration to an applicant but found that opposer, at best, was a sub-licensee and did not have 
such interest in the mark CIRCLE SEAL as to entitle it to the relief requested in the notice of 
opposition. 533 

The Board held where applicant took no testimony, he is limited to filing date of first use. 

774 

Trademark Rule 120 requires that requests for admission be served not later than thirty 
days “before the opening of the testimony of the party in the position of plaintiff”. Therefore, 
requests for admission served after the close of testimony period of party in position of 
plaintiff were held untimely. A stipulation extending time for opening of applicant’s testimony 
period had no effect of rule covering pre-trial discovery. Petition denied. 1079 

Applicant asserted that opposer was estopped from taking a position which was inconsistent 
with a prior position taken by opposer at the time opposer filed its application since there 
was a subsisting registration by another of the mark identical with applicant’s mark used on 
closely related products. The Board held any position which might have been taken by the 
opposer in a proceeding to which the applicant was not a party could not estop opposer from 
taking a different position in the present opposition proceeding. 1277 

A reply to a request for affirmative relief by way of cancellation may not include an 
independent request for affirmative relief by way of cancellation. 

A request for affirmative relief by way of cancellation, even if pleaded defensively, con- 
stitutes a counterclaim for cancellation; such pleading must be verified and must be accompanied 
by the statutory fee. 1283 

Opposition dismissed. Where opposer failed to file copies of its pleaded registration and 
applicant in its answer denied opposer’s allegation of ownership thereof, opposer’s record 
consisting only of its pleading, the Board held that opposer had failed to sustain its burden 
of proof. 1289 


300.23a Notice 


An opposition may succeed on the basis of trade name use only but in such a case opposer 
must establish (1) use of the trade name in conjunction with goods identical or related to 
those of the applicant, and (2) the sale of such goods at or about the time the opposition was 
filed and from a time prior to applicant’s first use of the mark in issue. 640 

“Damage” to opposer will be presumed when the mark sought to be registered is descrip- 
tive and the opposer is one who has a sufficient interest in using the descriptive term in its 
business. , 1162 


300.23b Answer 


Opposer’s motion to strike a paragraph of answer granted. The Board held the decision 
of CCPA in Salem v. Miami (Reported below 47 TMR 1267) applied and held principles of 
laches, estoppel! and acquiescence are inapplicable in an opposition proceeding where an 
opposer has not previous!y had an opportunity in which to oppose registration of the applicant’s 
mark. The Board’s decision in McCormick v. Hygrade Food (Reported below 50 TMR 368) 
was distinguished since the applicant therein had pleaded ownership of a registration of a 
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mark assertedly equivalent to mark sought to be registered, thereby raising the issue of 
whether or not opposer had prior opportunity to oppose. 105 

Opposed on appeal to CCPA raised the issues of geographical descriptiveness of applicant’s 
trademark, nonuse as a trademark and nonuse in interstate commerce. Since these issues were 
not included as grounds in the original Notice of Opposition nor was an amendment included 
in the record to them, the court held that opposer, as a matter of right, could not raise these 
issues on appeal. 538 

Applicant filed an answer to opposition containing a paragraph requesting cancellation of 
a registration alleged to be owned by opposer which was stricken by Patent Office for the 
reasons that it was in the nature of a counterclaim and was not accompanied by the statutory 
fee and was not verified. Applicant submitted that said paragraph was included in the Answer 
under Rule 2.106(b) and petitioned Commissioner to exercise supervisory authority to reinstate 
said paragraph. Petition denied. Requests to cancel are governed by Section 14 of Trademark 
Act which provides that any one paying prescribed fee may apply to cancel statutory 
requirements cannot be waived by the rules. As to absence of verification, the statute does 
not require verification of an application to cancel nor does Rule 2.106 require verification 
of an answer to a notice of opposition. 1289 


300.23c Motions 


Applicant seeks registration of MICROCARD with design for goods the same as those identified 
in its prior registration of the same word mark. An opposer cannot be damaged by the 
second (proposed) registration so long as applicant’s prior registration remains on_ the 
register. Applicant’s motion for summary judgment granted; opposition dismissed. 626 


300.23d Evidence 


Application filed subsequent to filing of opposition would not be effective to establish use 
prior thereto. 

Registration must be considered under Sec. 2(d) notwithstanding evidence tending to 
show mark is not being used on some of goods. 95 

A showing of substantial sales and substantial advertising expenditures does not change 
the fundamental issue of whether the marks are confusingly similar. 96 

Opposer’s Supplemental Registration filed after applicant’s first use is not evidence of 
anything except that registration issued. 102 

Trademark Rule 2.123(c)—‘“printed publications”—construed. 104 


Unless formally introduced (Rule 2.123(c)), third party registrations will not be 
considered. 104 

Applicant introduced a number of third party registrations of which only six disclosed 
marks comprising or consisting of opposer’s mark PLAX and the Board found that none of 
the six marks were for goods involved in the opposition. 106 

Opposer offered evidence of a “contest” it had conducted to show likelihood of confusion. 
The Board rejected evidence holding any “contest” of the character relied on by opposer, 
which by its very nature calls for an educated or considered “guess” on the part of the 
contestant as to the “correct” answer to a given question and affords him an opportunity to 
investigate the subject, obviously cannot properly be compared with a scientifically conducted 
consumer reaction test, the effectiveness of which depends in the first instance on the 
spontaneity of the reaction of the person interviewed on the subject matter presented. 205 


Whether a manufacturer or merchant may be the owner of a “family” of trademarks 
depends upon whether or not such marks have achieved recognition as such in consequence of 
their nature and manner in which they may have been commercially promoted. The Board 
found opposer’s record did not establish that NAP or NAPs for napkins was recognized by 
purchasers as an indication of source. Self-serving statements of opposer’s witnesses held 
insufficient evidence of trade and public recognition. 206 
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Opposer introduced no testimony of its use of its mark PERMAGRIP, however, opposer’s 
registration of the mark, of which the right to use has become incontestable, is sufficient to 
establish opposer’s prior use of its mark. 328 

The mere threat of a suit does not constitute legal damage and to establish probable 
damage by the registration of a merely descriptive term, it must be shown that plaintiff is in 
a position to use the term to describe the goods or services identical with those of defendant. 329 
MARY JANE (Applicant) for maternity girdles, garter belts, garter panties and panties. 

MARY JANE (Opposer) for children’s dresses, dolls and doll’s dresses. 

Opposition dismissed. Since opposer took no testimony, he is restricted to his filing dates 
as dates of use; the dates of registration for dolls and doll’s dresses are too late, so those 
registrations aren’t considered. As between children’s dresses and women’s undergarments, 
these are different. They are sold in different departments of stores under entirely different 
circumstances—there is no likelihood of confusion. 336 


DURAFLEX (Applicant) for mildew resistant paint for stucco, concrete block, asbestos siding, 
brick and other masonry, of a non-turpentine or oil type for application within specified 
temperature limits of 60-85° F. 


FLEX (Opposer) for paint in ready-mixed form, varnish, lacquer; paint, varnish, and lacquer 
dressing; and FLEX “BLACKBOARD” for flat, alkyd resin enamel. 


Opposition dismissed. The court found that numerous third party registrations of record 
showed FLEX was used by manufacturers of paint products as a portion of trademarks and 
held that although pURAFLEX incorporated opposer’s entire mark FLEX, there was sufficient 
differences between the marks to obviate likelihood of confusion. (DURA and FLEX were both 
highly suggestive of paint products.) 445 


JALEX (Applicant) for extruded aluminum members such as tubes, bars, rods and bands used 
in the construction of window frames, furniture, doors and similar construction. 


JALCASE, JALLOY, JALDUCT, JALTEN, JALZINC, JAL-TREAD (Opposer) for steel products of one 
kind or another. 

Opposition sustained. The Board found that it was apparent from the record presented 
that in the field of trade to which the goods of the parties pertained the term JAL per se 
served to identify opposer’s goods and held JALEx for aluminum extrusions would cause 
the public to associate the product with opposer. 446 

Tee shirts for men and tee shirts for women are garments which might reasonably originate 
from the same source. More significant, the record showed that women purchased a sub- 
stantial percentage of underwear for adult male members of their family and 90 to 95% of 
the undergarments of their male youngsters. 537 


ROBERT HALL and ROBERTA HALL (Opposer) for wearing apparel. 
ROSE HALL (Applicant) for women’s, children’s and men’s wearing apparel. 


The court affirmed the Board’s decision dismissing opposition holding that there was no 
likelihood of confusion between ROBERT HALL and ROSE HALL both used on wearing apparel. 
The word HALL common to both marks was found to have little distinctiveness which was 
supported by many third-party registrations for wearing apparel introduced into evidence. 537 

Court reversed Board and held that where an opposer, replying on its registration, 
introduces additional evidence relating to use of its mark, it is not necessarily limited to the 
uses shown by that evidence, but may rely on the presumption that the registered mark has 
been used on all the goods encompassed by the registration. 538 

The court held that although the evidence did not indicate that applicant had used mark 
on boys’ underwear, the issue must be resolved in accordance with the goods recited in the 
application—“men’s and boys’ underwear”. 539 
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Testimony as to continuous use of mark during year is not negatived by showing only 
two bills, dated January and October, within the year. 616 

In order to rely upon “family of marks” argument, opposer must prove its trade practices 
(from which the acquisition of a “family of marks” can be inferred) or that there is trade or 
public recognition of opposer’s marks as a family. Neither ownership of registrations disclosing 
marks have a common feature nor mere use of such marks, per se, establishes a “family of 


637 











marks”. 
VIDIOMASTER (Applicant) for portable picture screens. 
SCREENMASTER, COLORMASTER, FILM-MASTER, WALLMASTER and PICTUREMASTER (Opposer) for 








portable projection screens. 

Opposition sustained. Notwithstanding opposer’s failure to prove a basis upon which to 
argue the “family of marks” theory, Board finds that the similarities between applicant's 
marks and each of opposer’s marks are such as to render confusion likely. 638 

Applicant urged that opposer’s testimony should be stricken and judgment entered in its 
favor on the ground that opposer had not fully complied with the Patent Office rules relating 
to the signing and certification of testimony. The Board denied applicant’s request since record 
showed that applicant’s counsel by stipulation waived these requirements at the taking of 
opposer’s testimony. 773 

Where opposer is not claiming trademark rights but merely freedom to continue a 
descriptive use, the situation must be judged on the basis of the factual situation at the time 


the registration is sought. 1162 

The Board observed that based on applicant’s record and lack of testimony as to what 
products were vended through opposer’s machine, the type of commercial establishment in 
which opposer placed its vending machines, the manner in which opposer applied the mark 
AUTOMAGIC to the machines and like information it would be inclined to agree with applicant 
that there was no likelihood of confusion with applicant’s use of the same mark on washers and 
dryers. The rule, however, is that an opposer may rely solely upon its registration and the 
presumptions afforded thereby and in such cases opposer must be regarded as the owner of 
its marks for all of the goods encompassed by the registration, viz., merchandise vending 
machines including machines which vend all products including soap, etc. sold in self-service 
laundries. 1200 

Court discusses proof of actual confusion by testimonial evidence; testimony of eight 
witnesses for opposer criticized and discounted. 1274 

Where opposer filed a copy of discovery deposition of officer of applicant together with 
exhibits but failed to file notice of reliance thereon, as provided in Trademark Rule 120(a) 
(3), the Board held that deposition or exhibits could not be relied upon for any purpose by 
either of the parties. 1277 

The fact that applicant knew of opposer’s mark at the time it adopted and began to use 
the mark is of no moment in view of the holding the marks are not confusingly similar. 1286 


300.23e Defenses 
Opposer’s motion to strike a paragraph of answer granted. The Board held the decision 
of CCPA in Salem vy. Miami (Reported below 47 TMR 1267) applied and held principles of 
laches, estoppel and acquiescence are inapplicable in an opposition proceeding where an opposer 
has not previously had an opportunity in which to oppose registration of the applicant’s mark. 
The Board’s decision in McCormick v. Hygrade Food (Reported below 50 TMR 368) was 
distinguished since the applicant therein had pleaded ownership of a registration of a mark 
assertedly equivalent to mark sought to be registered, thereby raising the issue of whether 
or not opposer had prior opportunity to oppose. 105 

Since opposer did not have the opportunity to object to the registration of applicant’s 
marks the issues of laches and estoppel were held inapplicable. See Salem v. Miami, 47 TMR 
1267, 114 USPQ 124, (CCPA 1957). 106 
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Applicant argued that long standing practice of opposer in paying bonus or commission 
to retail salesmen as an incentive to push sales of opposer’s goods violated the Antitrust Laws 
and therefore, opposer should be precluded from asserting a cause of action against applicant. 
The Board held that the question of whether or not the practice of which applicant complained 
of in fact violated the Antitrust Laws is one which the Patent Office has no jurisdiction to 
determine. 204 


LEXINGTON (Applicant) for electric light fixtures. 
LEXINGTON (Opposer) for various pieces of electrical apparatus. 

Opposition sustained. The goods of the parties are in the same general classification and 
are sold to the same class of purchasers through the same outlets. The marks are the same 
and are likely to create confusion even among discerning purchasers. 

The defense of estoppel is not available to applicant because it was not pleaded and also 
because it is unfounded. Opposer initiated this opposition as soon as it was possible to do so. 

541 


tirt (Applicant) for a breakfast cereal. 
LIFT (Opposer) for salad oil, vegetable oil, shortening and margarine. 

Opposition sustained. Applicant seeks to rely upon its prior registration of LIFE for 
breakfast cereals to sustain its right to registration for Lirt in this proceeding; but the two 
words are different and create entirely different commercial impressions, so applicant cannot 
derive any benefit from its prior registration of Lire. The two marks here at issue are identical, 
and the goods are sufficiently similar to create a likelihood of customer confusion, so the 
registration must be refused. 542 

The court held the fact that opposer elected not to oppose prior registration of applicant 
did not constitute such an “inexcusable delay” as to charge opposer with laches. 1077 

It is unnecessary to pass on applicant’s estoppel defense; however, since this is the first 
opportunity for opposer to object to registration by applicant of pic-A-NUT, this defense is 
unapplicable. 1286 


300.24 Dismissal 


Opposition dismissed where prior opposition was dismissed with prejudice. Opposer cannot 
defeat the “prejudice” by contesting a revised wording of the identical or substantially similar 
services. 439 


300.3 CANCELLATION 


300.31 In General 


Section 14 of Act of 1946, not Section 15, determines right to cancel registration in the 
Patent Office; that petitioner possesses prior rights in mark is not determinative if respondent’s 
registration has been on register for five years. 86 

Petitioner’s registration is directed to, among other items of furniture, “stands”; such 
registration comprehends all types of stands. 108 

Counterclaim for cancellation dismissed. In order to establish probable damage within 
the contemplation of Section 14 of the Act of 1946, an applicant for cancellation must show 
some special interest in the subject matter of the registration under attack other than any 
which he might possess with other members of the general public. Applicant for cancellation 
had not alleged that opposer’s registrations involved an invasion of any right which applicant 
was entitled to assert and the Board’s conclusion that likelihood of confusion was not likely 
between the marks of the parties precluded a finding of probable damage to applicant. 205 

In an opposition proceeding, applicant had requested affirmative relief by way of cancellation 


of opposer’s registration but since such request was not accompanied by the fee prescribed in 
Sec. 14 of the Act of 1946, it was stricken by the Board. 316 
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STA-SLIM (Registrant) for skim fluid milk. 
stim (Cancellation Petitioner) for vitamin enriched fluid non-fat milk. 


Failure to register does not affect the right to petition for cancellation. 
Plaintiff's licensees operate in the vicinity of the defendant. If the marks are confusingly 
similar, the plaintiff would be damaged. A registration imposes no geographical limitation. 763 


Petition for cancellation granted. The Board held the record clearly established petitioner’s 
prior use of pop-up in the advertising of folding gift boxes and was sufficient to preclude 
registration of this term by respondent for like goods. 1198 


300.32 Parties 


In an opposition between two “Automobile Associations,” the Board in considering appli- 
cant’s counterclaim that opposer had discriminated in refusing services to certain of applicant’s 
customers, agents and affiliates, held that Section 14(d) of the statute contemplated that an 
action thereunder be brought by a person who has been or will be damaged by the action 
complained of and that applicant was not such person. The type of damage alleged by 
applicant was merely the result of the competition that existed between the parties. 


” 


Applicant’s contention that opposer AAA was using its certification mark in connection 
with services of rating tourist accommodations, disseminating travel information and the like 
was denied where applicant had not alleged nor shown that it had been or could have been 
damaged by AAA’s asserted use of the certification mark as a service mark. 316 


IMPERIAL (Registrant) for hot water heaters. 
IMPERIAL ( Petitioner) for hot water heaters. 


Cancellation granted. The marks and products are identical; a likelihood of confusion 
unquestionably exists, so the only question is one of priority. Registrant had obtained a can- 
cellation by default judgment against petitioner’s predecessor in interest in the mark, but that 
was alter the sale to petitioner and petitioner had not been notified of the proceedings. The 
predecessor was thus not a real party in interest during the prior cancellation proceeding, 
and the default judgment may not be accepted as res judicata against the petitioner. Regis- 
trant’s evidence of priority consists of the uncorroborated testimony of a single person, and 
is not sufficient to overcome petitioner’s date of use. Therefore, the cancellation must be 
granted. 544 

Licensor of unregistered mark may maintain an opposition. Cancellation proceedings 
against a supplemental registration do not involve more stringent procedure than opposition 
to a mark on the Principal Register. 763 


300.33 Pleading and Practice 


Petitioner’s registration is directed to, among other items of furniture, “stands”; such 
registration comprehends all types of stands. 108 

A reply to a request for affirmative relief by way of cancellation may not include an 
independent request for affirmative relief by way of cancellation. 

A request for affirmative relief by way of cancellation, even if pleaded defensively, con- 
stitutes a counterclaim for cancellation; such pleading must be verified and must be accom- 
panied by the statutory fee. 1283 


300.33a Petition 


Registrant in a cancellation proceeding counterclaimed for cancellation of petitioner’s mark; 
petitioner moved to dismiss the counterclaim on the ground that it had not been verified in 
accordance with the rules of practice. Motion denied. The statute, Section 14, does not 


require verification, and the rules are improper insofar as they are at variance with the statute. 
543 
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300.33c Motions 


Registrant in a cancellation proceeding counterclaimed for cancellation of petitioner’s 
mark ; petitioner moved to dismiss the counterclaim on the ground that it had not been verified 
in accordance with the rules of practice. Motion denied. The statute, Section 14, does not 
require verification, and the rules are improper insofar as they are at variance with the 
statute. 543 


Motion to amend counterclaim for cancellation of opposer-appellee’s registration should 
have been granted even though the amendment contained allegations inconsistent with some 
of the original allegations of the counterclaim. 622 


Petition to Commissioner to exercise supervisory authority to set aside decision of Trade- 
mark Board denying respondent’s motion to strike petition for cancellation for the reason that 
it was signed by petitioner’s attorney and not signed nor verified by petitioner as required by 
Rules 2.111 and 2.112. Petition granted. Under requirement of Rule 2.112 petition for 
cancellation must be signed by petitioner and verified. Decision in Sunway Fruit Products, 
Inc. v. Productos Caseros, S.A. (51 TMR 1289), constitutes dicta limited to situations where 
request for cancellation is embodied in an answer to notice of opposition under Rule 2.112. 

On reconsideration, petitioner will have a reasonable time to file a verification. Section 14 
of the Act does not bar action under Rule 2.113‘to allow a reasonable time for correcting the 


informality. Rule 2.148 is to be applied only in “extraordinary situations when justice requires”. 
1290 


300.33d Evidence 


Trademark Rule 2.123(c)—‘“printed publications’—construed. 104 


Unless formally introduced (Rule 2.123(c)), third party registrations will not be considered. 
104 


Third party registrations may be considered for the purpose of showing that specific prefixes 
have been frequently adopted in association with specific goods. 204 


IMPERIAL (Registrant) for hot water heaters. 
IMPERIAL (Petitioner) for hot water heaters. 

Cancellation granted. The marks and products are identical; a likelihood of confusion 
unquestionably exists, so the only question is one of priority. Registrant had obtained a 
cancellation by default judgment against petitioner’s predecessor in interest in the mark, but 
that was after the sale to petitioner and petitioner had not been notified of the proceedings. 
The predecessor was thus not a real party in interest during the prior cancellation pro- 
ceeding, and the default judgment may not be accepted as res judicata against the petitioner. 
Registrant’s evidence of priority consists of the uncorroborated testimony of a single person, 
and is not sufficient to overcome petitioner’s date of use. Therefore, the cancellation must be 
granted. 544 

Testimony based entirely on hearsay is incompetent as proof of sales under the mark. 633 


Respondent in a cancellation proceeding offered eleven third party registrations for the 
purpose to show that styLE was merely descriptive or otherwise lacking in distinctiveness as 
applied to hair setting lotion. The Board considered the registrations insufficient for this 
purpose since only eight of the registrations contained the word sTyLe or its equivalent, and 
of these, only three comprehended the goods involved. Moreover, in two of these three 
registrations the word STYLE appeared only as a component of a unitary term and was in 
no way emphasized. 1199 


300.33e Defenses 


Section 14 of Act of 1946, not Section 15, determines right to cancel registration in the 
Patent Office; that petitioner possesses prior rights in mark is not determinative if respondent’s 
registration has been on register for five years. 86 
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IMPERIAL (Registrant) for hot water heaters. 
IMPERIAL ( Petitioner) for hot water heaters. 


Cancellation granted. The marks and products are identical; a likelihood of confusion 
unquestionably exists, so the only question is one of priority. Registrant had obtained a 
cancellation by default judgment against petitioner’s predecessor in interest in the mark, but 
that was after the sale to petitioner and petitioner had not been notified of the proceedings. 
The predecessor was thus not a real party in interest during the prior cancellation proceeding, 
and the default jugment may not be accepted as res judicata against the petitioner. Registrant's 
evidence of priority consists of the uncorroborated testimony of a single person, and is not 
sufficient to overcome petitioner’s date of use. Therefore, the cancellation must be granted. 544 


Where differences in marks and/or goods are such that likelihood of confusion is reason- 
ably debatable, laches, if established, may well be grounds for resolving doubts in favor of 
respondent. 633 

Third party registrations for different merchandise are of no material significance as a 
defense to a cancellation proceeding. 


Lapse of time between registration in 1953 and the cancellation petition is not unreason- 
able. 763 


Where Board found that asserted defense of acquiescence by petitioner in respondent's 
use of the term Pop-UP was inconclusive because of the credibility of respondent’s witness, it held 
equitable defense of estoppel could not be sustained. Aside from this, it held equitable defense 
of estoppel could not preclude relief sought by petitioner because both parties used the identical 
term in connection with identical goods. 1199 


COM-FOAMATIC (Registrant) for spools of a strip made up of laminations of rubber and fabric, 
short lengths of which strip are used as a sweatband for hats and caps. 
CONFORMATIC (Petitioner) for men’s hats. 

Petition to cancel granted. Because of practice of hat manufacturers to display registrant’s 
mark as a part of their finished product and substantial similarities between the marks in 
appearance and sound, purchasers familiar with hats bearing CONFORMATIC are likely to assume 
that hats bearing CON-FOAMATIC on sweatbands originate with petitioner. Respondent’s defense 
of acquiescence and laches is not substantial since respondent’s proofs are insufficient to show 
that it has suffered undue prejudice from petitioner’s delay of 22 months in bringing this 
proceeding which might give rise to an estoppel. 1287 


300.34 Dismissal 
Motion to dismiss counterclaim for cancellation should have been denied since allegations 
of likelihood of confusion, appellant’s superior rights, and injury from appellee’s registration 
are sufficient to state a claim upon which relief can be granted. 622 


300.4 APPEALS 


300.41 Commissioner of Patents 


Applicant filed an answer to opposition containing a paragraph requesting cancellation of 
a registration alleged to be owned by opposer which was stricken by Patent Office for the 
reasons that it was in the nature of a counterclaim and was not accompanied by the statutory 
fee and was not verified. Applicant submitted that said paragraph was included in the Answer 
under Rule 2.106(b) and petitioned Commissioner to exercise supervisory authority to reinstate 
said paragraph. Petition denied. Requests to cancel are governed by Section 14 of Trademark 
Act which provides that any one paying prescribed fee may apply to cancel. Statutory require- 
ments cannot be waived by the rules. As to absence of verification, the statute does not require 
verification of an application to cancel nor does Rule 2.106 require verification of an answer 
to a notice of opposition. 1289 
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Petition to Commissioner to exercise supervisory authority to set aside decision of 
Trademark Board denying respondent’s motion to strike petition for cancellation for the 
reason that it was signed by petitioner’s attorney and not signed nor verified by petitioner as 
required by Rules 2.111 and 2.112. Petition granted. Under requirement of Rule 2.112 peti- 
tion for cancellation must be signed by petitioner and verified. Decision in Sunway Fruit 
Products, Inc. v. Productos Caseros, S.A. (51 TMR 1289), constitutes dicta limited to situations 
where request for cancellation is embodied in an answer to notice of opposition under Rule 2.112. 


On reconsideration, petitioner will have a reasonable time to file a verification. Section 14 
of the Act does not bar action under Rule 2.113 to allow a reasonable time for correcting the 
informality. Rule 2.148 is to be applied only in “extraordinary situations when justice 
requires”. 1290 


300.43 Court of Customs and Patent Appeals 
Opposer on appeal to CCPA raised the issues of geographical descriptiveness of appli- 
cant’s trademark, nonuse as a trademark and nonuse in interestate commerce. Since these 
issues were not included as grounds in the original Notice of Opposition nor was an amend- 
ment included in the record to them, the court held that opposer, as a matter of right, could 
not raise these issues on appeal. 538 
It is not within the court’s province to determine whether parties are entitled to oral 
hearings before the Patent Office tribunals. 622 


The court will consider only issues argued in briefs and regard all others as abandoned. 


1282 


400. CONFUSING SIMILARITY (Also see Courts Section 600) 


400.1 IN GENERAL 
The Board held the mere fact that the trade channels of the respective products might 
differ is not controlling on the likelihood of confusion since such trade practices may change 
at any time. 447 


The issue of likelihood of confusion is determined (1) by the nature of opposer’s mark 


(2) opposer’s mark compared with applicant's mark and (3) likelihood of purchaser confusion. 
1078 


400.2 CoNFUSINGLY SIMILAR MARKS 


(This section is arranged alphabetically by trademarks as far as possible. Also see Not 
Confusingly Similar Marks pages 68 to 76 and Word List pages 23 to 28.) 


AQUA-DIAL (Respondent) for a device to control spray emitted from oscillating lawn sprinklers. 
AQUA DIAL (Petitioner) for lawn sprinkling apparatus and controls therefor. 


Cancellation granted. The two marks are identical, and the products of the parties are 
nearly identical and are sold in the same stores. The likelihood of confusion under these 
circumstances is apparent, petitioner has established priority, so the cancellation is granted. 334 


ASTRONAR (Applicant) for telephoto lenses. 
ASTRO (Cited Registration) for photographic lenses. 

Registration refused. The products of applicant are the same as those of the prior regis- 
trant. ASTRO is a prominent and significant feature of applicant’s mark, and the addition to 
this of the suffix NAR is not believed to be sufficient to obviate the likelihood of confusion in 
the trade with Astro per se. Accordingly, registration is refused. 338 

Although differing in significance and appearance there is sufficient similarity in sound 
between B AND B and BEEBE to lead to the likelihood of confusion. Opposition sustained. 203 


B within a diamond shaped border design (Applicant) for small diameter tubing for machinery 
lubricating systems. 
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B within a diamond shaped border design (Opposer) for metal pipes and tubing and metal 
pipes, tubes, casing and coupling therefor. 

Court found Board erred in dismissing opposition and reversed Board’s decision, which 
had held that even though the products of both parties fell within the general category of 
tubing, there was no likelihood of purchaser confusion since they were used for different 
purposes, and sold through different channels of trade under different circumstances to different 
types of purchasers. 538 


BARTIME (Applicant) for a medical and pharmaceutical product, namely, an anti-spasmodic 
for the treatment of pylorospasm, nausea, vomiting, colic and enuresis. 

BANTHINE (Opposer) for a medical agent for the treatment of abnormal conditions of the 
gastro-intestinal system. 

Opposition sustained. Inasmuch as these marks are both for prescription products, the 
appearance and sound of the marks are of great importance for there would be occasion for 
writing the marks and the products may be prescribed over the telephone. These two marks 
are sufficientiy similar that there is a reasonable likelihood of confusion under these circum- 
stances. 337 
BEAUTY NET (Applicant) for hair spray. 

BEAUTY SET (Cited Registration) for hair conditioning creme and hair color rinse. 

Although BEAUTY is a common prefix for both marks and has been extensively adopted 

by others as a part of cosmetic preparation trademarks (more than 40 third party registrations 


cited by applicant), the marks in their entireties are so similar in sound and appearance that 
purchaser confusion is more than likely to result. 1285 


CHEE CHEE (Applicant) for packed, prepared ceci and fava beans. 
CHEE-WEES (Opposer) for cheese coated corn food products. 

Opposition sustained. The products of both parties are snack foods, sold to the same 
class of consumers through the same outlets. Persons purchasing opposer’s products may 
well refer to them as CHEE-WEES alone without regard to any house mark, and under these 
circumstances, the two marks are so similar in both sound and appearance as to be likely 
to cause confusion of purchasers. 330 


CHOC-CAFE (Registrant) for powdered chocolate flavored coffee composition. 
CHICAFE (Petitioner) for a soluble product of coffee and chicory. 

Petition sustained. Goods are likely to originate with a single producer; marks are 
substantially similar in sound. 1283 
COM-FOAMATIC (Registrant) for spools of a strip made up of laminations of rubber and fabric, 

short lengths of which strip are used as a sweatband for hats and caps. 
CONFORMATIC (Petitioner) for men’s hats. 


Petition to cancel granted. Because of practice of hat manufacturers to display registrant’s 
mark as a part of their finished product and substantial similarities between the marks in 
appearance and sound, purchasers familiar with hats bearing CONFORMATIC are likely to assume 
that hats bearing COM-FOAMATIC on sweatbands originate with petitioner. Respondent’s defense 
of acquiescence and laches is not substantial since respondent’s proofs are insufficient to 
show that it has suffered undue prejudice from petitioner’s delay of 22 months in bringing 
this proceeding which might give rise to an estoppel. 1287 


CORNNIPS (Applicant) for toasted corn kernels. 
KOR-NIKS (Opposer) for a flavored corn chip product. 


Opposition sustained. The products of both parties are snack foods directed to the same 
markets through the same channels. Although the words corN and korRN are lacking in 
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distinctiveness when applied to corn products, the marks, when considered in their entireties, 
are confusingly similar. Opposer has established priority so the opposition is sustained. 336 


pcs (Applicant) for cutting oil. 
pc (Opposer) for lubricating oils. 

Opposition sustained. Although specifically different, goods are to be found in line of 
single manufacturer; marks being arbitrary, confusion as to source is likely. 332 
DIABLAISE (Applicant) for cough medicine. 

DIABINESE (Opposer) for anti-diabetic preparation. 

Written appearance of marks is similar and marks are substantially similar in sound. 
Marks have no specific meaning or pronunciation. Confusion of marks by pharmacists is likely 
when marks appear alike when handwritten or sound alike when pronounced. 


Opposition sustained. 101 


pDOG-E-DITE (Applicant) for dietary supplement preparation for feeding dogs. 
DOGGIE DINNER (Opposer) for food for dogs, cats and other animals. 
Opposition sustained. Marks evoke the same psychological reactions. 1274 


DURAFILM (Applicant) for laminated and/or extrusion-coated translucent or transparent pack- 
aging films. 
pUROFOIL (Cited Registration) for wrapping material, i.e., paper laminated to a metallic foil 
and transparent film material laminated to a metallic foil. 
Registration refused. Upon a comparison of the entire marks, when applied to their 
respective goods, it must be concluded that confusion of purchasers is likely, even assuming 
the goods are sold to discriminating purchasers. 1073 


Epco (Registrant) for sliced bacon, frankfurters, bologna and sausage. 
NEPCO (Petitioner) for frankfurters, beef and pork sausage, meat loaf, salami, bologna and 
liver pudding. 
Petition to cancel granted. Nepco and Epco differ in spelling only as to a single letter, and 
they are practically indistinguishable when spoken. The resemblances between the marks are 
likely to cause confusion. 326 


FRESH-AID and FRESH-ADE (Registrant) both for a beverage base for soft drinks (Supplemental 
Registrations ). 

FRESHIE (Petitioner) for a non-alcoholic, maltless flavor concentrate used in mixing alcoholic 
and non-alcoholic drinks. 

Petition for cancellation granted. The Board held that while registrant’s FRESH-AID and 
FRESH-ADE may differ slightly from petitioner’s FRESHIE in the suffix portion thereof, the marks 
were otherwise quite close in sound, appearance and suggestive connotation and hence, purchaser 
confusion would be likely to occur. 105 


GAMS (Applicant) for women’s and children’s hosiery and tights. 
GLAMOUR GAMS (Opposer) for combined blouse and leotards and leotards. 


Opposition sustained. The Board found the goods of the parties were in part identical 
and held in view of the identity of applicant’s mark GAMs to the suffix portion of opposer’s 
mark GLAMOUR GAMS it was likely that confusion would occur. 1277 


GAVEL CLUBS, an affiliate of Toastmasters (Applicant) for a collective mark to indicate member- 
ship in clubs affiliated with applicant. 
GAVEL CLUB (Opposer) for an unincorporated association. 


Opposition sustained. Persons familiar with opposer club might associate it with applicant, 
and since there is no direct relationship between applicant and opposer, such association would 
be false. 330 
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GRACE (Applicant) for sweaters, gloves, hoods, caps and headwear. 
LADY GRACE (Prior Registration) for hosiery and knitted underwear. 

Registration refused. GRACE is an essential, if not the dominant feature of the registered 
mark LADY GRACE, and in view of the similarity of the products involved, there is a reasonable 
likelihood of confusion in the trade. Accordingly, registration is refused. 335 


GUILDCRAFT (Applicant) for shoes. 
GUILDHALL, GUILD HOUSE (Opposer) for ladies’ shoes. 

Opposition sustained. Opposer’s registrations, filed long prior to applicant’s application, 
are adequate to establish priority. The goods involved are identical, and the marks are so 
similar that they are reasonably likely to create confusion. Therefore, the registration is 
refused. 543 


JALEX (Applicant) for extruded aluminum members such as tubes, bars, rods and bands 
used in the construction of window frames, furniture, doors and similar construction. 

JALCASE, JALLOY, JALDUCT, JALTEN, JALZINC, JAL-TREAD (Opposer) for steel products of one 
kind or another. 

Opposition sustained. The Board found that it was apparent from the record presented 
that in the field of trade to which the goods of the parties pertained the term JAL per se 
served to identify opposer’s goods and held JALEx for aluminum extrusions would cause the 
public to associate the product with opposer. 446 


KARAL (Applicant) for detergent composition. 
corAL (Opposer) for household synthetic detergent. 

Marks are substantially similar in sound. Although marks are dissimilar in appearance 
and do not have similar meanings, it is well settled that similarity in sound alone is sufficient 
to establish likelihood of confusion. Opposition sustained. 100 


KING-KUP (Applicant) for candy. 
KING'S (Opposer) for candy. 
Opposition sustained. Although KING’s is a weak mark, KUP or CUP is descriptive of 


candy and a purchaser would likely upon encountering KING-KUP candy assume it is a candy 
in a cup form originating with opposer. 1158 


KINTEL (Registrant) for electronic instruments, particularly amplifiers, power supplies, and 
industrial television. 
CIN’‘EL (Petitioner) for photo-electric cells, cathode ray tubes, and radio and _ television 
receiving and transmitting apparatus. 
Petition sustained. (Tm. Bd. reversed.) The marks are arbitrary in nature and are 
so nearly identical as to be likely to result in that likelihood of confusion contemplated by 
Section 2(d), if concurrently used on the goods of the respective parties. 1197 


KLIPPER KING and Crown design (Applicant) for finger nail clippers. 

KUSTOM KING and Crown design (Opposer) for toenail and finger nail clippers. 
Opposition sustained. Marks are clearly similar enough that confusion is likely. 616 
In legal contemplation, LENS BRIGHT and LENS-BRITE are identical. 107 


LEXINGTON (Applicant) for electric light fixtures. 
LEXINGTON (Opposer) for various pieces of electrical apparatus. 

Opposition sustained. The goods of the parties are in the same general classification 
and are sold to the same class of purchasers through the same outlets. The marks are the 
same and are likely to create confusion even among discerning purchasers. 

The defense of estoppel is not available to applicant because it was not pleaded and 
also because it is unfounded. Opposer initiated this opposition as soon as it was possible 
to do so. 541 
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LirFt (Applicant) for a breakfast cereal. 
LIFT (Opposer) for salad oil, vegetable oil, shortening and margarine. 

Opposition sustained. Applicant seeks to rely upon its prior registration of LIFE for 
breakfast cereals to sustain its right to registration for Lirr in this proceeding; but the two 
words are different and create entirely different commercial impressions, so applicant cannot 
derive any benefit from its prior registration of LIFE. The two marks here at issue are 
identical, and the goods are sufficiently similar to create a likelihood of customer confusion, 
so the registration must be refused. 542 


LuicI’s (Applicant) for frozen Italian-Style foods such as pizza. 
Luici’s (Opposer) for canned pizza and spaghetti sauces. 

Opposition sustained. The marks are identical, and opposer’s priority established. Appli- 
cant’s arguments that the goods are readily distinguishable because applicant’s products are 
frozen while opposer’s are canned are rejected; the products are sold through the same retail 
channels and confusion is almost inevitable in view of the similarity of the goods and identity 
of the marks. 332 


maco (Applicant) for consumer and non-consumer electrical goods. 


MAICO (Opposer) as trademark and trade name for electrical and industrial electronic goods. 


Opposition sustained. Board found goods related and marks substantially identical. 107 


MERCURY (Applicant) for power lawn mowers. 
MERCURY (Opposer) for outboard motors, industrial engines, and parts thereof. 

Opposition sustained. The Board found opposer’s mark MERCURY was well-known in the 
boating trade and that it was not uncommon for competition of opposer to manufacture both 
outboard motor and power lawn mowers; and held applicant’s use of MERCURY on power lawn 
mowers was likely to cause confusion. 774 


MR. JOSEPH (Applicant) for women’s apparel. 
JOSEPH (Opposer) for women’s shoes (registered) and apparel. 
Opposition sustained. Goods and marks are too much alike. 109 


NAA in distinctive style and design (Applicant) for automobile services, information, insurance, 
etc. 

AAA in distinctive style and design (Opposers) for automobile services, information, insurance, 
etc. 

Opposition sustained. The Board found the similarities between applicant’s mark NAA 
and opposers’ mark AAA extended beyond the letters AA, which carried the meaning “Auto- 
mobile Association.” Both marks displayed the central “A” in a size larger and more pro- 
nounced than the other letters, a manner long used by opposer; applicant displayed the letters 
NAA in the color blue, a color frequently used by opposer AAA and its affiliate csaa (California 
State Automobile Association); and applicant’s diamond shaped design was substantially 
identical to that comprising a prominent feature of csaa’s mark. 

The Board held that applicant was now seeking to register the letters AA “in a context, 
or setting or combination which so resembled both aaa’s mark and csaAa’s mark that motorists 
familiar with the respective marks of opposers on seeing applicant’s mark were likely to 
assume there was some connection between applicant and opposers.” 316 


NILDOL (Applicant) for an analgesic preparation. 
MIDOL (Opposer) for an analgesic headache remedy. 


Opposition sustained. Applicant’s contention that the goods are dissimilar, its being for 
intravenous use while opposer is sold over the counter for direct consumer use, is not well 
taken because its application does not limit its mark to use on a drug for intravenous use. 
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The goods must be considered similar and in view of the obvious similarity of the marks, 
the opposition must be sustained. 542 


NUCOR MAGNAFLOW (Applicant) for flow meters of electromagnetic-induction type. 
MAGNAFLOW (Opposer) for circulating pumps. 

Opposition sustained. Since goods would reasonably be supposed to emanate from a 
single producer, opposer’s use and registration of prominent and essential feature of applicant’s 


mark is quite likely to lead to confusion. 104 


OLD FEDERAL (Applicant) for bourbon. 
OLD FEDERAL (Opposer) for alcoholic beverages, including bourbon. 
Opposition sustained. The marks are confusingly similar and used on identical goods. 


Therefore, the registration must be refused. 542 


orBIT (Applicant) for liquid and dry powdered detergents. 
oRBIT and design (Opposer) for chemical preparation which absorbs moisture, grease and 
odors. 
Opposition sustained. Opposer is the prior user of the word orbit and although the 
respective products of the parties are different, both are intended for general household pur- 
poses and are ordinarily sold through the same trade channels to the same purchasers. 327 


PHENISTAN (Applicant) for a medical preparation used for relief of nasal congestion. 
PHENERGAN (Opposer) for a product having antihistaminic properties. 

Opposition sustained. The two products, which have some characteristics in common and 
which reach the same markets, were held to be confusingly similar despite the fact that the 
prefix PHEN is relatively common in the pharmaceutical business. 97 


PHOTO-GENIE (Applicant) for photographic light measuring apparatus. 
PHOTOGENIC (Opposer) as trademark and trade name for photographic lighting equipment 
and photographic accessories. 
Opposition sustained. Since goods are closely related, confusion is reasonably likely to 
occur. 105 


PRELACAPS (Applicant) for a dietary supplement in pregnancies and lactation. 
PRELAFAL (Opposer) for a dietary supplement in dosage form comprising vitamins and 
minerals. 

Opposition sustained. The goods of the parties are almost identical and are sold through 
the same channels. Although physicians and druggists may be able to readily distinguish 
between the two marks, the goods are sold over the counter and the marks are so similar as to 
cause confusion to the average purchaser. Any differences in color, shape and packaging of 
the products is of no consequence where, as here, the sole question is likelihood of confusion. 331 


RED RIPE (Petitioner) for canned tomatoes and tomato products. 
FLORIDA RED RIPE (Registrant) for canned tomatoes. 

Petition for cancellation granted. The predominant part of respondent’s mark is the 
same as petitioner’s mark, and there is no question that the respondent’s mark so resembles 
petitioner’s mark as to be likely, when applied to the goods, to cause confusion. 325 
sEON (Applicant) for illuminated fluorescent display signs. 
zEON (Opposer) for electric lighting fixtures, electric display signs, etc. 

Opposition sustained. The goods of the parties are identical in kind, and the two marks 
are virtually indistinguishable in sound and appearance. Under such circumstances, it is 
concluded that there is a likelihood of confusion, or mistake, or deception of purchasers. 330 
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SIZE-O-MATIC (Applicant) for hats and caps for men and boys. 
SIZE-A-MATIC (Opposer) for continuous strip material sold in roll ferm for use as sweatbands 
in hats and caps. 

Opposition sustained. Although the products of the parties move in different channels of 
trade, the ultimate purchaser would encounter the marks of both parties and would be 
reasonably likely to assume that the caps of applicant originated with opposer. 326 
SKI-pROP (Registrant) for soft drinks and concentrates therefor. 

SUN-pROP (Petitioner) for soft drinks and concentrates therefor. 

Petition to cancel granted. Common feature of marks prop is wholly arbitrary as applied 

to goods and marks are confusing in entireties. 100 


SKI JET (Applicant) for toy balloons. 


SKI-HI (Opposer) for gas-inflated play balls. 
Opposition sustained. Considering relationship of goods and similarity of marks, confusion 
is likely. 108 


SLIDEPLAX and SNAPLAX (Applicant) for boxes and formed containers, made of thermoplastic 


materials, which are sold for use as packaging. 
PLAX, PLAXPAK and PLAX FOR PLASTICS with designs (Opposer) for plastic bottles and for 
film, rod, tubing, tape and sheet formed of resinous plastic materials. 

Opposition sustained. The Board found that sLIDEPLAX and SNAPLAX incorporated opposer’s 
mark PLAX in its entirety, that the container on which SLIDEPLAX was used incorporated a 
“Slide” and the container on which SNAPLAX was used was intended to “snap” on to a card 
and held the terms “slide’ and “snap” descriptive of applicant’s container. The addition of 
such descriptive terms to opposer’s mark PLAX did not constitute an impression different from 
PLAX. 106 


SLIM is the dominant portion of sTA-st1m. The marks being used for similar goods are 
likely to create confusion in trade. Dismissal of cancellation petition reversed. 763 


SONDASCOPE (Applicant) for stethoscopes. 
SOUNDSCOPE (Opposer) for sound level meters and sound analyzers. 

SONDASCOPE is substantially similar to SOUNDSCOPE in sound, appearance and connotation. 
The marks create the same commercial impression. 1285 


SPARKLET (alone and with design) (Applicant) for electric drink blenders, stirring spoons, 
bar accessory kits. 
SPARKLETS (Registrant) for compressed carbonic acid gas and siphons therefor. 

Since both types of goods comprise bar accessories and applicant’s mark is merely the 
singular form of registered mark, confusion is quite likely if not inevitable. 102 
SWEETHEART (Applicant) for paper towels, paper toilet tissue and paper facial tissue. 
SWEETHEART (Opposer) for toilet soap. 

Decision of Commissioner of Patents dismissing opposition was reversed by CCPA. The 
court without passing on other goods listed in application, held that likelihood of confusion 
would result from use of the mark SWEETHEART on toilet soap and on paper towels, paper 
toilet tissue, paper facial tissue. 1077 
TAILOR-TEE (Applicant) for ladies’ wearing apparel namely polo shirts, t-shirts, blouses, skirts 

and dresses. 
TAILORED T (Opposer) for men’s and boys’ cotton knit tee shirts. 


Opposition sustained by Trademark Trial and Appeal Board was affirmed on appeal. The 
court found that TAILORED T and TAILOR-TEE were so similar in sound, spelling and meaning 
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that the marks were without significant differences and held that use of the marks on men’s 
and boys’ tee shirts and ladies’ t-shirts respectively was likely to cause confusion. 537 


TECHNOGRAPH (Applicant) for pencils, leads and lead-holders. 
TECHNICRAYON and TECHNIFLEX (Opposer) for pencils of all kinds. 

Decision dismissing the opposition is reversed. The resemblance of the marks is such that 
if they were used on similar pencils there would be likelihood of confusion; TECHNI- and 
TECHNO- are arbitrary as applied to pencils; and are the dominant portion of the marks, and 
since opposer has two TECHNI- marks for pencils, TECHNOGRAPH might be thought to be an 
addition to the line. 1282 


TILT-LINE (Applicant) for aluminum combination windows. 
TILT-O-LITE (Cited Registration) for aluminum storm windows. 

Registration refused. Storm windows and combination windows are closely related goods, 
likely to be confused if sold under the same or similar marks. While it may be true, as 
applicant contends, that the prefix TILT is highly suggestive, it still may not be disregarde:’ when 
considering likelihood of confusion since the marks must be considered in their entirety. So 
considered the marks are likely to cause confusion and accordingly registration is refused. 335 

Differences in arrangement, typography and spelling of TROPIC AIR and TROPIC-AIRE are 
immaterial; for purposes of opposition, they are identical. 96 


TURINO (Applicant) for yarn. 
TUBINO (Opposer) for yarn and thread. 
Opposition sustained. Marks are substantially similar in sound and in appearance. 332 


TWIN-MASTER (Registrant) for motor vehicle hydraulic lifts. 
TWIN Post (Petitioner) for pressure and hydraulic operable lifts for vehicles. 

Petition granted. Marks are obviously quite similar as applied to directly competitive 
goods. 1283 


VIDIOMASTER (Applicant) for portable picture screens. 
SCREENMASTER, COLORMASTER, FILM-MASTER, WALLMASTER and PICTUREMASTER (Opposer) for 
portable projection screens. 
Opposition sustained. Notwithstanding opposer’s failure to prove a basis upon which to 
argue the “family of marks” theory, Board finds that the similarities between applicant’s mark 
and each of opposer’s marks are such as to render confusion likely. 638 


VINITA (Applicant) for women’s hosiery. 
VENIDA RULE THE WAVES (Opposer) for hair nets and asserted user of vENIDA for a line of 
foot socks and women’s notions and leg products. 


Opposition sustained. The Board held that vinrra for hosiery was likely to be confused 
with veENIpDA for foot and toe socks. They are similar in appearance and composition and are 
practically indistinguishable when spoken. 774 


400.3 Not CoNFUSINGLY SIMILAR MARKS 


(This section is arranged alphabetically by trademarks as far as possible. Also see 
Confusingly Similar Marks pages 61 to 68 and Word List pages 23 to 28.) 
ANTIME (Applicant) for a remedy for the treatment of angina pectoris. 
BANTHINE (Opposer) for a medical agent for the treatment of abnormal conditions of the 
gastro-intestinal system. 


Opposition dismissed. Although the products of the parties are both pharmaceutical 
products and are of such a character that the use of one in particular situation where the other 
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is prescribed could have dangerous effects, the differences in sound and appearance between 
the marks are such that pharmacists and medical personnel are not likely to be confused. 337 


ASMA-KETS (Applicant) for bronchial asthma tablets. 
ASMATAB (Opposer) for bronchial asthma tablets. 


Applicant appeals from decision sustaining opposition. Reversed. With one dissent, court, 
reversing Board, holds that the marks when shown in their entireties and the dissimilarities 
are noted, are not likely to be confused. ASMATAB merely suggests the generic name of the 
goods, when spelled phonetically in association with an abbreviation for tablet while in 
ASMA-KETS the KETS portion is arbitrary and KETS and TAB neither sound alike, have the 
same appearance, nor have the same meaning and there is no likelihood of confusion when 
appellant applies its trademark to its goods. 636 


CALVARY MEMORIAL displayed within a circle (Applicant) for memorial and ornamental stone. 
ROCK OF AGES displayed within a circle (Opposer) for granite monuments, memorials and 
other goods. 


Opposition dismissed. Opposer having failed to establish secondary meaning in circular 
design, per se, literal elements of both marks are compared. No confusion likely. 639 


CELACLOUD (Applicant) for fibrous filling material for use in upholstery, pillows, mattresses and 
the like. 

CLOUD, SILVER CLOUD, FLEECY CLOUD, BLUE CLOUD, GRAY CLOUD, NEW WHITE CLOUD, VICTORY 
CLOUD, DREAM CLOUD and CLouD-0-PEDIC (Opposer) for mattresses of various types, sofa and 
couch cushions, studio couches, box springs and pillows; and WHITE CLoupD for mattresses 
and bed springs. 

Opposition dismissed. The Board found the word cLoup comprised the only features of 
similarity between the marks of the parties which word was an obvious connotation of comfort 
when applied to mattresses and other items of bedding accounting for its common use by 


other manufacturers ; and held that confusion was not likely between the marks of the parties. 
205 


CHARM HOUSE (Applicant) for card table covers, tablecloths of paper or like materials, cleansing 
tissue, paper towels, toilet paper, paper napkins, shelf paper and wallpaper. 
CHARMIN (Opposer) for toilet tissue and for toilet paper, paper towels, and paper napkins. 
Opposition dismissed. Although the initial portion of applicant’s mark is embodied in 
that of opposer, these marks, when considered in their entireties, neither look nor sound alike, 
nor do they have similar connotations. 1286 


corAL (Applicant) for household liquid synthetic detergent. 

BLUE CORAL (Opposer) for automobile polish and automobile cleaning and polishing service. 
Opposition dismissed. The use of the applicant of its trademark on its goods is not likely 

to cause confusion to purchasers in view of the differences in the marks and the goods and 

the channels of trade. 1174 


DURAFLEX (Applicant) for mildew resistant paint for stucco, concrete block, asbestos siding, 
brick and other masonry, of a non-turpentine or oil type for application within specified 
temperature limits of 60-85° F. 


FLEX (Opposer) for paint in ready-mixed form, varnish, lacquer; paint, varnish, and lacquer 
dressing; and FLEX “BLACKBOARD” for flat, alkyd resin enamel. 

Opposition dismissed. The court found that numerous third party registrations of record 
showed FLEX was used by manufacturers of paint products as a portion of trademarks and 
held that although pURAFLEX incorporated opposer’s entire mark FLEX, there was sufficient 
differences between the marks to obviate likelihood of confusion. (DURA and FLEX were both 
highly suggestive of paint products.) 445 
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EASYTINT (Applicant) for white paint particularly constructed to be mixed with various 
colors as desired. 

EASY (Opposer) for touch-up enamel supplied in self-spraying containers for application to 
domestic appliances. 

Opposition dismissed. The word “easy” is suggestive, and has been much used in the paint 
industry. Therefore the opposition must be dismissed despite the fact that the marks might 
be confusingly similar, and the products they appear upon might reach the same markets. 
That the applicant’s mark embodies the whole of opposer’s mark is of no consequence in view 
of the suggestive nature of the mark. 97 


ELASTO-SEAL (Registrant) for a caulking and siding compound. 


ELASTIC (Petitioner) for a composition for glazing, caulking, pointing and filling seam in any 
kind of construction whether of wood, metal or other material. 


Petition for cancellation dismissed. The Board found petitioner’s mark ELASTIC was not’ 
entirely arbitrary but possessed a highly suggestive if not descriptive connotation, and in this 
light held confusion between the marks ELASTIC and ELASTO-SEAL when considered in their 
entirety unlikely. 1288 


EVANS (Applicant) for wheeled toys such as tricycles and trailers. 
SCHWINN (Opposer) for bicycles. 

Opposition dismissed. The two words are vastly different, and taken alone would, present 
no problem. However both are displayed in a cruciform arrangement within a circle, and the 
products of both parties reach the same consumers through the same outlets. Despite these 
facts though, there is no likelihood of confusion, and accordingly the opposition is dismissed. 

333 

Registration granted. Applicant’s mark Ez-TWIsT-TI is quite similar to the reference mark 
TWIST-N-TYE, and both are for wire reinforced twine; but both marks are highly descriptive 
and their differences are at least sufficient to warrant publication for opposition purposes. There- 
fore the refusal of registration is overruled. 544 


FAMILY LANE (Applicant) for wearing apparel. 
FASHION LANE (Opposer) for shoes. 
Opposition dismissed. Even though the goods involved (shoes and clothing) are closely 


related, the marks are sufficiently dissimilar to obviate any likelihood of confusion. 640 


FERMACTO (Registrant) for blend of fermentation products supplying growth stimulants for 
poultry and livestock. 
FERMAFAC (Petitioner) for feed additives and supplements. 

Petition to cancel dismissed. Both marks begin with suggestive prefix FERM. Considering 
nature of FERM, the differences in the marks in their entireties, and the careful tests and 
study employed by the manufacturers who purchase the products, there is no reasonable likeli- 
hood of confusion. 100 


Opposition dismissed. In view of suggestive nature of FLEX as applied to wrist watch 
bracelets there is no reasonable likelihood of confusion between FLEXOLUX and FLEX-LET. 203 


FLEXEEL (Applicant) for packaging articles such as food, precision electromechanical parts, and 
fishing tackle; and flexible closures for said containers. 

FLEX-SEAL (Opposer) for pressure vessels, namely, pressure cookers and canners and parts 
thereof. 


Opposition dismissed. Although the marks are substantially similar, the vast differences 
in the products of the parties are such that confusion of purchasers is not likely to result. 1198 
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FRIL-LETS (Applicant) for alimentary paste products. 
CREAMETTE, CREAMETTES, SAL-ETS, JUNIORETTES, KIDETTES, TOTETTES, ETTES and LA GRISETTE 
(Opposer) for alimentary paste products. 

Opposition dismissed. Applicant’s use antedating each of opposer’s marks except CREAM- 
ETTE, CREAMETTES and LA GRISETTE, and noting the long period of concurrent use of the 
respective marks without confusion, Board holds confusion not likely. 638 
GALVICON (Registrant) for galvanizing and rust-resistant paints and solvents for metals. 
GALVANUM (Petitioner) for paint particularly intended as a protective coating for galvanized 

iron surfaces. 

Petition to cancel dismissed. Considering the highly suggestive nature of the common 
syllable of the two marks GALv as applied to the goods, it is concluded that the differences 
between the marks are such as to preclude any reasonable likelihood of confusion. 768 


GAZELLE and design of a gazelle (Applicant) for jewelry. 
Design of a winged horse (Opposer) for jewelry. 
Opposition dismissed. The pictorial representations of the parties’ marks are completely 
different both visually and in the mental impression created thereby. 435 
The applicant contended that confusion was unlikely because opposer’s mark GLAMOUR GAMS 
was used in close association with its house mark HAYMAKER. The Board held this fact was 
immaterial to the question to be determined particularly since the mark shown in opposer’s 
registration was GLAMOUR GAMS alone. 1277 


HEMANTIGEN (Applicant) for a preparation containing a mixture of human red cells for 
testing abnormal blood group antibodies in the serum of patients. 
HEMATEST (Opposer) for a reagent tablet for detecting the presence of occult blood. 
Though HEMA which is common to both marks is highly suggestive as applied to the 
goods of the parties the marks are dissimilar in appearance, sound and connotation, and there 
is no likelihood of confusion or mistake or deception of purchasers. Opposition dismissed. 203 


HOUSE OF IDEAS (Applicant) for advertising services, namely, furnishing advertising copy and 
designs to clients. 
HOUSE & GARDENS (Opposer) for monthly magazine. 
Opposition dismissed. Opposer has failed to establish that HOUSE OF IDEAS is a merely 
descriptive term as applied to applicant’s services, or that it would in any event be damaged 
by applicant’s registration thereof. 328 


Representation of HUMANIZED PEANUT (Applicant) for nuts. 

Representation of HUMANIZED PEANUT (Opposer) for nuts and other food products. 

Opposition dismissed. Since a representation of a peanut is descriptive of peanuts and 
peanut products, opposer’s specific representation of a humanized peanut will not preclude use 
and registration of similar marks to others. The two marks in issue are distinctly different. 628 


HY¥-croFT (Applicant) for poultry hatching eggs and baby chicks. 


HY-LINE (Opposer) for poultry, seed corn, and hatching eggs. 

Opposition dismissed. The prefix Hy is suggestive since both parties deal in hybrid 
products, and therefore cannot be given such trademark significance. The words crort and LINE 
are so different that they are not confusingly similar even when used with the prefix uy; 
because of the lack of trademark significance of the prefix it is even more clear that there 
can be no confusing similarity. 99 


IT’S HEAVENLY (for ice cream and sundae) suggest supreme excellence. HEAVENLY HASH 
(for candies) is an association of words so incongruous for candy that purchasers are apt to 
look to complete mark rather than to HEAVENLY alone as an indication of origin. 

In entireties, marks do not look or sound alike and convey different impressions and are 
therefore not confusingly similar. 102 
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IVYCASUAL (Applicant) for men’s shirts and pajamas. 
IVY LEAGUE MODEL with design and Ivy LEAGUE (Opposer) for men’s apparel (coats, trousers, 
etc.) not including shirts and pajamas. 
Decision of Commissioner dismissing opposition is affirmed. Court considers the primary 
meaning of “Ivy League” in holding no likelihood of confusion. 636 


IVY HALL and Ivy Loom (Applicant) for neckties. 
IVY LEAGUE MODEL with design and Ivy LEAGUE (Opposer) for men’s apparel (coats, trousers, 
etc.) not including neckties. 

Opposition dismissed. Court considers the primary meaning of “Ivy League” in holding 
no likelihood of confusion. 619 

JOHNSTON’S NO ROACH for an insecticide is not confusingly similar to JOHNSON’s for waxes, 
polishes and cleaners. Opposition dismissed. 

Where mark comprises a trade name and a suggestive notation, purchasers are more likely 
to rely on the suggestive notation. Confusion is not reasonably likely to occur where there 
has been contemporaneous use for fourteen years of products sold in the same channels of 
trade to the same classes of purchasers without a single instance of actual confusion. 201 

Opposition dismissed. The court found that caricature representations of kittens used by 
applicant for textile piece goods were distinctively different to conventional kitten symbols used 
by opposer, and held common practice of producers of textile products to use kitten symbols 
as a measure of softness or smoothness of their goods prevented likelihood of confusion. 1200 


LEVLON (Applicant) for piece goods of non-woven fibers. 
REVLON (Opposer) for wide range of cosmetics, shampoos, nail clippers, etc. 


Opposition dismissed. Public is not likely to confuse source of goods or imply association 
of LEVLON with well-known trademark REVLON. 101 


LIFE GUARD and design of hand and three flashes of lightning (Applicant) for electrically non- 
conductive safety hats. 
Design of one flash of lightning (Opposer) for protective hats, caps and helmets. 

Opposition dismissed. The respective designs of the parties are quite different both visually 
and in the impression created thereby. 204 
MARY JANE (Applicant) for maternity girdles, garter belts, garter panties and panties. 

MARY JANE (Opposer) for children’s dresses, dolls and doll’s dresses. 

Opposition dismissed. Since opposer took no testimony, he is restricted to his filing dates 
as dates of use; the dates of registration for dolls and doll’s dresses are too late, so those 
reg strations aren’t considered. As between children’s dresses and women’s undergarments, 
these are different. They are sold in different departments of stores under entirely different 
circumstances—there is no likelihood of confusion. 336 


MERCOID (Opposer) for limiting, signalling and safety devices; MERCOID CONTROL for electric 
controls for electric switches, temperature-operated electric switches, pressure operated elec- 
tric switches and parts thereof; and MERCONTROL for controlling devices employing electric 
circuit controlling switches. 

MIcROTROL (Applicant) for electrical gauging and control apparatus for machine tools. 

Dismissal of opposition affirmed on appeal. The court found the goods of the parties 
represented two specialized lines of equipment but it would not be unreasonable to suppose that 
one manufacturer would have produced all of them. However, the purchasers were likely to 
be engineers and discriminating purchasers. As to the marks, microtrot does not look like, 
sound like or evoke a similar mental association with either MERCOID or MERCOID CONTROL. 

Although MERCONTROL bears a closer visual and auricular similarity to microtroL, the court 

held confusion was unlikely as to the origin of the goods because the products were purchased 

by discriminating purchasers. 1077 





Vol. 51 TMR PART II—DIGEST OF CASES 


MICRO-FAX (Applicant) for photographic equipment and related goods. 
MICRO-FILE (Registration) for photographic equipment and related goods. 


Refusal to register overruled. Considering the descriptive connotation of the word MIcro, 
the two marks, in their entireties, are sufficiently different. 640 


PATHO-TROL (Applicant) for control serum with pathological values. 
PROTROL (Opposer) for dried human blood plasma. 


Opposition dismissed. Although purchasers might attribute goods to common source, 
marks are not confusingly similar (nineteen third party -TROL suffix registrations considered). 


104 


PERMAFLAT (Applicant) for gummed paper. 
PERVENAC (Opposer) for paper for labels. 

Opposition dismissed. Marks do not look alike, are clearly distinguishable in sound and 
former has suggestive quality when applied to goods whereas latter does not. 99 
PERMA LINE (Applicant) for thermoplastic road marking compound. 

PERMACEL (Opposer) for adhesives and tapes including marking tapes. 

Opposition dismissed. Although goods might well be supposed to emanate from a common 

source, the differences between the marks obviate any reasonable likelihood of confusion. 333 


PERMA MARK (Applicant) for laundry marking pen. 
PERMAGRIP (Opposer) for wood cased pencils and pencil leads. 

Opposition dismissed. Considering the suggestive nature of the term PERMA as applied 
to the goods of the parties, it is concluded that the differences in the marks and the goods 
are such as to obviate any reasonable likelihood of confusion. 328 


PERMA-RESIN with design (Applicant) for thermo-setting spray paints. 
PERMACEL (Opposer) for, among other goods, epoxy resins for priming coatings. 

Opposition dismissed. Notwithstanding that the goods might be supposed to emanate from 
a single source, the similarities between the marks are not sufficient to render confusion 
likely. 637 


poLytop (Applicant) for dispensing closures. 
POLLY RED TOP (Opposer) for closures for vacuum bottles. 

Opposition dismissed. While the products of the parties may be broadly classified as 
polyethylene closures, they are not in competition. Applicant’s products are sold to manu- 
facturers for use on their products, and applicant’s mark on them is so small as to be 
indistinguishable to the naked eye; opposer, on the other hand, sells and advertises its 
product to the general public. Due to these differences the goods are not in competition and 
confusion is unlikely—the record fails to disclose a single instance of customer confusion— 
therefore, registration will be granted. 543 


gaF (Applicant) for fasteners of the bolt and nut type. 
Q FASTENERS (Opposer) for a “line” of quick-acting cowl fasteners of the rotary operated 
type, selling three types under the designations Q-1, Q-2 and Q-4. 

The decision of the Board sustaining the opposition was reversed on appeal. The court 
held that difference of applicant’s mark QaF from opposer’s marks Q FASTENERS, FASTEX, 
Q FASTENER-ONE, Q FASTENER-TWO, Q FASTENER-FOUR, etc.; the discrimination of the purchasers 
of the products, the relation between the letter Q and common descriptive word “quick” as 
actually used in connection with the “fasteners” in the trade prevented likelihood of confusion 
or deception. 1079 
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QUEEN O’HEARTS (Registrant) for shortening prepared from meat fats and vegetable oils. 
SOUTHERN QUEEN (Petitioner) for shortening made from cottonseed oil. 

Petition for cancellation dismissed. The Board held that confusion was unlikely between 
QUEEN O’HEARTS and SOUTHERN QUEEN although used on substantially identical shortening 
preparations because of the difference in sound, appearance and over all significance. 446 


ROBERT HALL and ROBERTA HALL (Opposer) for wearing apparel. 
ROSE HALL (Applicant) for women’s, children’s and men’s wearing apparel. 

The court affirmed the Board’s decision dismissing opposition holding that there was no 
likelihood of confusion between ROBERT HALL and ROSE HALL both used on wearing apparel. 
The word HALL common to both marks was found to have little distinctiveness which was 
supported by many third-party registrations for wearing apparel introduced into evidence. 537 


ROMAN CREST and design of head of Roman soldier (Applicant) for fresh garlic, olives, 
dry mushrooms, dried figs, peeled tomatoes, tomato paste, unshelled chestnuts, and fresh 
fruits and vegetables. 

ROMAN and ROMAN MEAL with design of a Roman soldier (Opposer) for cereal breakfast 
food, bread, biscuits, cookies and crackers. 

Opposition dismissed. Although the goods of the parties fall within the broad category 
of food products, they are nevertheless distinctly different in nature, and considering the differ- 
ences in the goods and the marks, it is concluded that confusion of purchasers is not 
reasonably likely to occur. 540 


ROTO-KLEEN (Applicant) for attachment for cleaning rotary type lawn mowers. 

ROTO-MOWER (Opposer) for lawn mowers and ROTO-RIDE for power driven lawn mowers. 
Opposition dismissed. Considering the highly suggestive nature of the term RoTo as 

applied to rotary type lawn mowers and attachments, and the difference between the parties’ 

marks, it is concluded that confusion is not reasonably likely to occur. 329 


ROYAL PALM with palm tree is not likely to be confused with PALM BEACH with two palm 
branches both marks being used for clothing. The meanings dominant in the two marks 
(“tree” and “beach”’) are not such as are likely to confuse an average purchaser as to the 
source of the goods. 

PALM (in PALM BEACH and ROYAL PALM for clothing) is lacking in distinctiveness as part 
of trademarks in textile field and has weak trademark significance, as shown by registrations 
of ten parties in this field which incorporate “palm” as part of mark. It is established rule 
long recognized by CCPA that marks must be considered as a whole in determining confusing 
similarity. In oppositions, tests are subjective and prior decisions are of little help in 
arriving at conclusion. 96 


SANI-JAN (Applicant) for floor wax and a glass cleaner and polisher. 
SANI-FLUSH (Opposer) for cleaning powders and water-closet bowls and automobile radiators. 

Opposition dismissed. The Board found that combining form sANI suggested sanitary and 
held the differences between SANI-JAN and SANI-FLUSH were such as to obviate likelihood of 


446 


confusion. 


SCOTTIE PAK (Applicant) for plastic travel and storage bags. 
scorcH (Opposer) for a wide variety of products for general and/or industrial use including 
tape and plastic sheet material. 
Opposition dismissed. Since the products of the parties differ both as to their character 
and use, it is concluded that applicant’s mark does not so resemble any of opposer’s marks as 
to be likely to cause confusion. 328 


scotty (Applicant) for mops. 


SCOTCH, SCOTCH-BRITE and other scotcn prefix marks (Opposer) for dusting cloths, scouring 
pads and a wide variety of goods for industrial and/or general use. 
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Opposition dismissed. Marks and goods are sufficiently different to avoid likelihood of 
confusion. 1284 


sHUX (Applicant) for toilet, laundry and industrial cleaners in the form of liquids, solids, 
pastes, and powders. 
LUX (Opposer) for soap flakes, toilet soap and liquid detergents. 

Opposition dismissed. The two products are alike only in that they remove dirt; they 
are intended for different purposes and generally reach different markets. Further, applicant’s 
mark is an obvious misspelling of the word “shucks”, and as such has its own definite and 
distinctive meanings which, in the mind of a potential purchaser, would clearly distinguish it 
from the word Lux. There is no likelihood of confusion. 325 


SOCIETY DEBS (Applicant) for shoes, slippers and boots. 
STYLISH DEBS (Opposer) for shoes. 

Opposition dismissed. Considering the differences in the marks of the parties in sound, 
meaning and appearance, it is concluded that there is no likelihood of confusion. 540 


SPIN-SEAL (Applicant) for bolts, nuts and screws. 
WEATH-R-SEAL, TOPSEAL (Opposer) for sealing washers and for fasteners with washers 
assembled thereon. j 
Opposition dismissed. Applicant’s mark sPIN-SEAL, considering the highly suggestive 
nature of the term “seal” as applied to sealing fasteners and sealing washers, differs substan- 
tially from opposer’s marks WEATH-R-SEAL and TOPSEAL in sound, meaning and appearance. 204 


STYLE (Petitioner) for a hair fixative. 
STYLE-TEX (Registrant) for a hair setting lotion. 

Petition for cancellation granted. The Board held since the word sTyLe constituted the 
whole of petitioner’s mark and a prominent part of registrant’s mark STYLE-TEX confusion as 
to the origin of the goods was likely. 1199 


TAPEMASTER (Applicant) for gummed tape dispensing machine. 
TAPEMASTER (Opposer) for tape dispensing and applying machine. 

Opposition dismissed. The products of the parties are different, are sold through different 
channels of trade, under different circumstances and conditions to different classes of pur- 
chasers. 539 


TAS-T-NUT (Opposer) for nut meat products. 
PIC-A-NUT (Applicant) for nut meats. 

The marks are alike insofar as each consists of 7 letters, end with Nut and the middle 
letters are separated from the others by hyphens. However, it is concluded that they do 
not resemble each other as to be likely to cause confusion, mistake, or deception of purchasers 
because of the nature of the word NuT when applied to the goods in question, the fact that 
the hyphenation of marks, in view of third party registrations of record, is not original or 
exclusive with opposer; and the differences in the initial portions of the marks. 1286 


TERMICIDE (Applicant/Registrant) for exterminating services and a wood preservative. 
TERMINIX (Opposer/Petitioner) for termite control services and insecticides. 
Opposition and petition to cancel dismissed. The suggestive nature of the prefix “TERMI” 
and the differences between “cipE” and “Nix” indicate that confusion is unlikely. 637 
alone and in association with Thorpe (Applicant) for designing, constructing, and 
JOG servicing of all types of industrial-process heating enclosures, such as metallurgical 
furnaces, boilers and the like. 


(Opposer) for pipe and pipe fittings—namely, flanges, bent pipe, returns, elbows, 
T’s, reducers, caps, laterals, crosses, saddles, sleeves, nipples, etc. 


Opposition dismissed. The Board found applicant’s mark, a monogram arrangement of 
JTT, contained no instantly recognizable features and at first glance was completely arbitrary ; 





76 ANNUAL INDEX, 1961 Vol. 51 TMR 


and held that, aside from the fact that parties shared to some extent common customers acting 
through selective and discriminating engineers, confusion with opposer monogram TT mark 
was unlikely. 540 


TUSSAGESIC (Applicant) for cough preparation, analgesic and decongestant. 
TUSSIONEX and STRASCOGESIC (Opposer) for similar goods. 

Opposition dismissed. Absent appropriate showing of use together, opposer’s marks cannot 
be combined ; applicant’s mark is confusingly similar to neither one. 109 


UNIPAK (Opposer) for plastic bags used for resinous material having principal usage in 
electrical insulating and connecting. 
UNI-pac (Applicant) for storage battery assemblies. 

Decision dismissing opposition was affirmed on appeal. The court held the word UNIPAK 
so highly suggestive of unit packaging that confusion was unlikely when used on the respective 
goods of the parties, namely a two part plastic bag for scorcHcasTt brand resins and a unitary 
package containing a storage battery and plastic bottle of electrolyte. In passing, the court 
observed that UNIPAK was used as a secondary mark by both parties. 1078 


WANDER (Applicant) for a drug for treatment of tuberculosis. 
WARNER (Cancellation petitioner) various pharmaceuticals. 

Cancellation denied. The words WANDER and WARNER are not confusingly similar, especially 
when it is borne in mind that these parties both direct their advertising entirely to physicians 
and pharmacists—a highly intelligent and discriminating public. 99 


WEAREVER (Applicant) for vinyl floor tile. 
FLOR-EVER (Opposer) for vinyl] floor tile. 

Opposition dismissed. (Tm. Bd. reversed.) Although the suffix Ever in both marks is 
identical, the prefixes WEAR and FLOR are so distinctly different in sound, appearance, spelling 
and meaning that the marks as a whole, as viewed in the market place, would not be likely 
to cause confusion. 1197 


WEED-0-MATIC (Applicant) for electric fence chargers. 

WEED CHOPPER and FENCE-O-MATIC (Opposer) for electric fences and electric fence controllers. 
Opposition dismissed. Considering descriptive or highly suggestive nature of marks, 

applicant’s mark does not resemble either or both of opposer’s marks. 103 


WET-NAP (Applicant) for a napkin size paper cloth saturated with a scented skin cleanser. 
TIDYNAPS, TEANAPS, BOSSNAP, SEMINAP, HAVANAP, PARTYNAPS, INTERNAPS, ADNAP, TEXNAP, 
PUL-A-NAP, ANAP, NEWSNAP, MORNAP, TISHU-NAP, BYNAP, HYNAP and BEVNAP (Opposer) 
for all paper napkins and/or paper towels; also COLORNAP, HANDINAP and TABNAPS. 
Opposition dismissed. Considering the nature of the suffix NAP or NAPS as applied to 
napkins and the difference between applicant’s mark WweET-NAP and each of the opposer’s 
pleaded marks TIDYNAPS, TEANAPS, BOSSNAP, etc. in sound and appearance as well as con- 
notation, the Board held confusion was not likely to occur. 206 


400.4 Crass oF Goops 
Use of identical word marks on chemical room deodorizers and on air conditioners, heaters 
and fan units, etc. could lead to confusion of source; company marketing heaters and fans 
might sell air deodorizers (even if it is unlikely that it would manufacture them). 96 
For purposes of opposition, it must be assumed that all conventional modes of distribu- 
tion are contemplated. 100 
The fact that wearing apparel containing piece goods of non-woven fibers is often displayed 
in association with cosmetics and toiletries does not afford basis to establish material relationship 
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between trademarks applied to goods. Goods possess nothing in common as to essential char- 
acteristics or uses and would be sold through different channels of trade to different classes of 
customers. 101 

Use of identical marks on women’s shirts, blouses and sportswear including slacks and on 
men’s trousers and slacks is likely to confuse purchasers into believing that they have a com- 
mon source. 102 


PATHO-TROL (Applicant) for control serum with pathological values. 
PROTROL (Opposer) for dried human blood plasma. 

Opposition dismissed. Although purchasers might attribute goods to common source, marks 
are not confusingly similar (nineteen third party -TroL suffix registrations considered). 104 


NUCOR MAGNAFLOW (Applicant) for flow meters of electromagnetic-induction type. 
MAGNAFLOW (Opposer) for circulating pumps. 

Opposition sustained. Since goods would reasonably be supposed to emanate from a single 
producer, opposer’s use and registration of prominent and essential feature of applicant’s mark 
is quite likely to lead to confusion. 104 


PHOTO-GENIE (Applicant) for photographic light measuring apparatus. 
PHOTOGENIC (Opposer) as trademark and trade name for photographic lighting equipment and 
photographic accessories. 
Opposition sustained. Since goods are closely related, confusion is reasonably likely to 
occur. 105 
In an opposition proceeding the Board found that the containers produced by the parties 
were specifically different and manufactured by different processes but held the products were 
both plastic containers and that purchasers of these products might be the same, in fact, one 
manufacturer was a customer of both parties and the goods of the parties were advertised in 
the same trade journals. 106 


skI-JeT (Applicant) for toy balloons. 
SKI-HI (Opposer) for gas-inflated play balls. 

Opposition sustained. Considering relationship of goods and similarity of marks, confusion 
is likely. 108 
MR. JOSEPH (Applicant) for women’s apparel. 

JOSEPH (Opposer) for women’s shoes (registered) and apparel. 

Opposition sustained. Goods and marks are too much alike. 109 

Opposition by registrant of POWERMASTER for heating equipment sustained as against appli- 
cation to register identical mark for ventilating equipment; equipment of both parties utilize 
fans and fan units. 109 

Where the goods of the parties pertain to distinctly different classifications of merchandise 
and fields of trade no presumption of a likelihood of confusion can arise merely by reason of 
the identity or nature of the marks involved. 

While both applicant’s protective clothing and opposers’ sewing machines, sewing aids 
and various other products are to some extent sold in department stores, they have nothing 
whatever in common with respect to their essential characteristics or uses, are not likely to be 
sold or displayed together in any type of store and the average purchasers thereof are not the 
same, 

Possible effect of merely speculative expansion of business of either party need not be 
considered. Opposition dismissed. 202 


bcs (Applicant) for cutting oil. 
oc (Opposer) for lubricating oils. 
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Opposition sustained. Although specifically different, goods are to be found in line of 
single manufacturer; marks being arbitrary, confusion as to source is likely. 332 


MEK-A-TAPE, MEK-A-SPLICE and MEK-A-PUNCH (Applicant) for mechanical tape punching ma- 
chines and splicing equipment. 
MEK (Opposer) for electronic equipment including electronic tape controls. 
Opposition dismissed. Board found no evidence that such goods are related in any way. 
333 
PERMA LINE (Applicant) for thermoplastic road marking compound. 
PERMACEL (Opposer) for adhesives and tapes including marking tapes. 
Opposition dismissed. Although goods might well be supposed to emanate from a common 
source, the differences between the marks obviate any reasonable likelihood of confusion. 333 
The Board held that floor wax and a glass cleaner and polisher were products which pur- 
chasers would attribute to the same manufacturer of a toilet bow] cleanser. 446 
The Patent Office classification is not controlling on the question of likelihood of confusion. 
The Board held that s1cNet for thermostatically operated or thermally responsive electric 
controls, time responsive electric controls, and thermostatically controlled electric switches 
especially adapted for controlling heat generating and heat utilizing apparatus, pressure con- 
trolled electric switches especially adapted for controlling heat generating and heat utilizing 
apparatus and including electric alarm and limit switches, would likely be confused with prior 
registration of sIGNET for electrical apparatus—namely, irons, toasters, broilers, mixers, grilles, 
hair dryers, portable electric stoves, percolators, portable space heaters, heating pads, corn 
poppers, deep fryers, vacuum cleaners, hand tools, portable utility lights, and bean pots. 447 
Tee shirts for men and tee shirts for women are garments which might reasonably originate 
from the same source. More significant, the record showed that women purchased a substantial 
percentage of underwear for adult male members of their family and 90 to 95% of the under- 
garments of their male youngsters. 537 
Commissioner’s decision reversed and opposition sustained. WINTER CARNIVAL used on men’s 
and boys’ underwear would be likely to lead purchasers to assume that they emanated from 
the same source as the manufacturer using WINTER CARNIVAL on women’s boots. 539 


PERMA-RESIN with design (Applicant) for thermo-setting spray paints. 

PERMACEL (Opposer) for, among other goods, epoxy resins for priming coatings. 

Opposition dismissed. Notwithstanding that the goods might be supposed to emanate from 
a single source, the similarities between the marks are not sufficient to render confusion likely. 

637 

AMBASSADOR with crown design (Applicant) for lawn mowers. 

AMBASSADOR (Opposer) for air conditioners, vacuum cleaners, television and radio receiving 
sets, refrigerators and home freezers, washing machines, laundry drying machines and laun- 
dry ironing machines. 

Opposition sustaine?. Purchasers would assume that applicant’s lawn mowers were part 
of opposer’s line of household appliances and equipment. 638 
ACOUSTIPHONIC (Applicant) for telephone booths. 

ACOUSTICON (Opposer) for hearing aids. 

Opposition dismissed. The goods are completely different as to character, use and func- 
tion. 639 
FAMILY LANE (Applicant) for wearing apparel. 

FASHION LANE (Opposer) for shoes. 


Opposition dismissed. Even though the goods involved (shoes and clothing) are closely 
related, the marks are sufficiently dissimilar to obviate any likelihood of confusion. 640 
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MERCURY (Applicant) for power lawn mowers. 
MERCURY (Opposer) for outboard motors, industrial engines, and parts thereof. 


Opposition sustained. The Board found opposer’s mark MERCURY was well-known in the 
boating trade and that it was not uncommon for competition of opposer to manufacture both 
outboard motor and power lawn mowers; and held applicant’s use of MERCURY on power lawn 
mowers was likely to cause confusion. 774 


SWEETHEART (Applicant) for paper towels, paper toilet tissue and paper facial tissue. 
SWEETHEART (Opposer) for toilet soap. 

Decision of Commissioner of Patents dismissing opposition was reversed by CCPA. The 
court without passing on other goods listed in application, held that likelihood of confusion 
would result from use of the mark SWEETHEART on toilet soap and on paper towels, paper 
toilet tissue, paper facial tissue. 1077 


MICROTROL (Applicant) for electrical gauging and control apparatus for machine tools. 

MERCOID (Opposer) for limiting, signalling and safety devices; MERCOID CoNTROL for electric 
controls for electric switches, temperature-operated electric switches, pressure operated elec- 
tric switches and parts thereof and MERCONTROL: for controlling devices employing electric 
circuit controlling switches. 

Dismissal of opposition affirmed on appeal. The court found the goods of the parties rep- 
resented two specialized lines of equipment but it would not be unreasonable to suppose that 
one manufacturer would have produced all of them. However, the purchasers were likely to be 
engineers and discriminating purchasers. As to the marks, MICROoTROL does not look like, 
sound like or evoke a similar mental association with either MERCOID or MERCOID CONTROL. AIl- 
though MERCONTROL bears a closer visual and auricular similarity to MICROTROL, the court held 
confusion was unlikely as to the origin of the goods because the products were purchased by 
discriminating purchasers. 1077 


AUTOMAGIC (Applicant) for washers and dryers. 
AUTOMAGIC (Opposer) for merchandise vending machines. 

Opposition sustained. The Board held that the question of likelihood of confusion must be 
determined on the basis of the “goods” covered in applicant’s application. Since the application 
was to register AUTOMAGIC for washers and dryers, the Board presumed the application cov- 
ered commercial laundry equipment including coin-actuated machines which would be pur- 
chased by the same customers who would purchase opposer’s vending machines sold under the 
mark AUTOMAGIC, creating a likelihood of confusion as to source. 1200 

Registration refused. The Board held mMemomartic for an automatic clock calendar and 
memorandum pad was likely to be confused with the prior registrations of MEMO-MATIC for 
desk devices including desk calendars, pads and diaries. 1201 


cHOC-CAFE (Registrant) for powdered chocolate flavored coffee composition. 
CHICAFE (Petitioner) for a soluble product of coffee and chicory. 

Petition sustained. Goods are likely to originate with a single producer; marks are sub- 
stantially similar in sound. 1283 


scotty (Applicant) for mops. 
SCOTCH, SCOTCH-BRITE and other scotcu prefix marks (Opposer) for dusting cloths, scouring 
pads and a wide variety of goods for industrial and/or general use. 


Opposition dismissed. Marks and goods are sufficiently different to avoid likelihood of 
confusion. 1284 
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500. COURTS 







500.1 Basis or RELIEF 






Article: 339 





500.11 In General 
The principles governing claims of trademark infringement and unfair competition are 
essentially the same. 94 

Minority shareholders in investment company (subject to federal S.E.C. and investment 
company regulations) may, in declaratory judgment action, question use and misuse (waste) of 
corporate name and mark. 149 

The word RAILROAD, fancifully displayed on plaintiff's phonograph record jacket, is the 
subject of protection even though it is descriptive of plaintiff’s album of “railroad sounds.” 273 










ALLSTATE is a weak mark, but the classification into strong and weak marks is not deter- 
minative of the basic question of likelihood of confusion. 286 

Plaintiff's mark, TELEFLEX is a fanciful coined mark, not to be found in any dictionary, and 
as such it would generally be entitled to rather a broad scope of protection. While the prefix 
TELE means “from a distance” in original Greek, this does not make the mark descriptive; it is 
at worst, merely suggestive. While the marks here are similar, the goods upon which the 
marks are used are dissimilar and non-competing, so the degree of similarity between the marks 
is of less significance, even though plaintiff’s mark be a strong one. 

While it is well settled that only likelihood of confusion need be shown for relief, courts 
have placed great reliance on evidence of actual confusion in determining whether or not such 
likelihood exists. 487 

The essence of unfair competition is in palming off one person’s goods for those of another, 
and nothing less than conduct tending to show, by direct or circumstantial evidence, the inten- 
tion to so palm off merchandise will constitute unfair competition. 593 

The Court of Appeals affirmed the District Court’s dismissal of complaint. It could not be 
held that the District Court’s finding as to circumstantial matters and ultimate facts were 
without substantial evidence to support them or were clearly wrong. Although not controlling, 
during the years the two trademarks, PLEXTONE for variety of paints and FLEXITONE for a type 



































of solid colored paint or enamel, were used in the same territory by their respective owners no I 
instances of deceit or confusion were proven. Proof that products were different and marketed . 
to different classes of customers tended to support District Court’s conclusion. 1076 : 
The intention of defendants to profit from the good will of the plaintiff through their ad- , 
vertising and by their agents’ oral representations to prospective customers was shown by : 
plaintiff's evidence. The deception of the public as practiced by defendants has irreparably 
harmed plaintiff. Persons dealing with defendants under the apprehension that they were as- 
sociated with plaintiff represent business lost to the plaintiff at that time, and affidavits of such 
persons that they would never deal again with AMERICAN-STANDARD [due to their failure to os 
distinguish between the two companies] represents future business irrevocably lost to plaintiff. P 
1139 am 
AMERICAN ( Plaintiff) for trampoline equipment. ba 
AMERICAN (Defendant) for trampoline equipment. de 
The proof of infringement is overwhelming. Contrary to defendant’s allegations, it appears th 
that plaintiff did not give its consent, permission or approval, expressly or impliedly, to defen- pl. 
dant’s infringing acts. Thus, on any balance of relative hardships, the scales tip decidedly in se 
favor of plaintiff who stands to lose much were defendant to resume (now subject to a tem- 
porary restraining order) using its name, while defendant, as a newcomer, stands to lose 
relatively little. On the basis of the entire record, there is more than a reasonable probability “~ 






that plaintiff will prevail upon the trial of this matter on the merits. 1281 
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500.14 Colorable Imitations 


Defendants offered for sale red polyethylene tapered caps and plugs having a configuration 
and appearance substantially indistinguishable from and interchangeable with plaintiff's cor- 
responding closures. Plaintiff's goods were sold under the mark TAPERED CAPLUGS, defendants’ 
goods were designated TAPERCAP or PLUG CAP. 

It is well established that one cannot acquire a secondary meaning in a basic color to 
identify or distinguish the source of an article of trade but the court found that defendants 
failure to identify its products by any mark except stock numbers tended to identify the goods 
as coming from plaintiff and coupled with the deliberate and studied copying of plaintiff's 


catalogues held plaintiff entitled to a decree adapted to the general equities of the particular 
situation. 483 


The court found that plaintiff had failed to prove that its soap dish was associated with 
the plaintiff in the mind of the buying public. Purchasers of this simple and inexpensive house- 
hold item rely not on the reputation of the producer, but upon the apparent quality and eye 
appeal of the product itself. But the court held the existence of a secondary meaning attaching 
to the unique appearance of the plaintiff’s soap dish is not precluded by the mere fact that 
buyers would not associate it with the plaintiff. Harm to the plaintiff results from the likelihood 
of a loss of customers or loss of reputation or both. 511 


Defendant may have adopted its original mark 1 up with the intention of trading upon 
plaintiff's business reputation and good will, but the evidence is not sufficient to sustain such a 
finding with regard to defendant’s present mark Fizz up, especially in view of the third party 
UP registrations offered in evidence by defendant; accordingly attorney’s fees will not be ac- 
corded. 585 


Plaintiff has a right to prevent defendants from changing name from STANDARD-AMERICAN 
to CONSOLIDATED-AMERICAN, as defendants have initiated a deliberate plan to benefit from plain- 
tiff’s good will. Evidence shows that the change in name has not changed defendants’ business 
methods and advertisements which are just as likely to mislead the public as to the relationship 
between defendants’ business and plaintiff's as when defendants used the name sTANDARD- 
AMERICAN. 1139 


The standard of determining whether there is an infringement of a trademark is not de- 
pendent upon use of identical words or design but it is sufficient if one adopts the trade name 
or trademark so like another in form, spelling or sound that someone who does not have a 
very definite or clear recollection as to the real trademark is likely to become confused or mis- 
led. Infringement is not determined on the basis of a side by side visual comparison and the 
purchasing public’s state of mind must be determined when confronted by somewhat similar 
trade names singly presented. 1254 


500.15 Color Marks 


Defendants offered for sale red polyethylene tapered caps and plugs having a configuration 
and appearance substantially indistinguishable from and interchangeable with plaintiff's closures. 
Plaintiff's goods were sold under the mark TAPERED CAPLUGS, defendant’s goods were designated 
TAPERCAP or PLUG CAP. It is well established that one cannot acquire a secondary meaning in a 
basic color to identify or distinguish the source of an article of trade but the court found that 
defendants failure to identify its products by any mark except stock numbers tended to identify 
the goods as coming from plaintiff and coupled with the deliberate and studied copying of 
plaintiff's catalogues held plaintiff entitled to a decree adapted to the general equities of the 
particular situation. 483 


500.16 Common Law Marks 


Territorial licensee possesses sufficient interest in trademark and trade name to be proper 
party in action for unfair competition in licensed territory; licensor is neither indispensable nor 
necessary -party although his absence as party may limit range of court’s decision. 55 
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Defendant’s use of GREYHOUND (Greyhound Securities, Inc.) in securities investment busi- 
ness is summarily enjoined, under common law and New York anti-dilution statute, upon com- 
plaint of well-known Greyhound Corporation (transportation business); absence of direct 
competition is not controlling. 424 

Preliminary injunction issues as to defendant’s use of wRAP-ON (for water pipe insulation 
material) in view of plaintiff’s showing of secondary meaning; confusion of purchasers likely. 


1196 


500.17 Concurrent Use 
Territorial licensee possesses sufficient interest in trademark and trade name to be proper 
party in action for unfair competition in licensed territory; licensor is neither indispensable nor 
necessary party although his absence as party may limit range of court’s decision. 55 
Plaintiff and defendant operated single business, using single trademark; court approves 
severance agreement by which each party is given exclusive right to use mark in specific limited 
geographic areas. 1196 


The Court of Appeals in holding that the District Court’s exercise of judicial power was 
proper in directing a concurrent registration referred to the provision of the Act of 1946 au- 
thorizing permissive concurrent registrations when “a court has finally determined that more 
than one person is entitled to the use of the same similar marks in commerce” [Section 2(d)]. 


1243 
500.18 Confusingly Similar Marks (Also see Section 600) 


The plaintiff’s right to injunctive relief under 15 U.S.C.A. §114(1) depends upon whether 
or not defendant’s use of TELE-FLEX is likely to cause confusion or to deceive consumers as to 
the source or origin of goods. It is not necessary to show cases of actual confusion, but it 
must merely be shown that there is a likelihood of confusion among ordinarily prudent pur- 
chasers. There is no dogmatic principle or test which may be employed in applying this rule. 

In considering whether or not confusing similarity exists, court may look to such factors 
as the intent of the infringer to palm off his goods as those of another, the degree of similarity 
between the marks, the strength of the plaintiff’s mark, the area and manner of concurrent use, 
and the degree of care to be expected from prospective purchasers. 

Since there has been no demonstrated intent to deceive on the part of defendant, the 
degree of care to be expected of purchasers is important on the question of confusing similarity. 
The prospective purchasers here are engineers and purchasing agents; they are not likely to be 
confused. 487 

There is no valid reason for defendant’s appropriation of the name AMTEX so closely 
resembling plaintiff’s long-established name AMERITEX in a related, if not the same, field; and 
the policy of the law in this area is ever expanding in favor of the protection of an established 
name or trademark against unfair incursion by the newcomer. A defense that both parties cater 
exclusively to the trade, composed of experienced experts, is neither determinative nor persua- 
sive. 613 


500.19 Descriptive and Generic Marks Articles: 111, 252 


The word ratLroap, fancifully displayed on plaintiff's phonograph record jacket, is the 
subject of protection even though it is descriptive of plaintiff's album of “railroad sounds.” 273 


POLY PITCHER held merely descriptive of polyethylene pitchers. 324 


The court found that plaintiff had used HYGIENIC in connection with its soap dish in a 
descriptive sense and employed it in a general manner and held a mark which is merely descrip- 
tive of the article manufactured and can be employed with truth by other manufacturers is not 
entitled to legal protection as a trademark. 511 


Defendant’s motion to dismiss the first cause of action (trademark infringement) denied. 
Section 2(a) has been amply interpreted by the courts which have invalidated many trademarks 





aves 
‘ited 
1196 
was 

au- 
nore 
d)]. 
1243 


ther 
is to 
ut it 
pur- 
rule. 
ctors 
arity 
use, 


, ‘the 
arity. 
to be 

487 
losely 
- and 
lished 
cater 
‘rsiia- 


613 
1, 252 
is the 
273 

324 
) an 2 
‘scrip- 
is not 

511 


lenied. 
marks 


Vol. 51 TMR PART II—DIGEST OF CASES 83 


on the basis that they were merely descriptive. In the case of magazines, trademarks have been 
invalidated where the title merely described the contents of the magazine itself. However, under 
Section 2(f) marks which previous to the Act of 1946 were refused registration because of 
descriptiveness can be granted if the applicant establishes secondary meaning. 608 

Registration of a descriptive word does not prevent others from using the same word, or 
from registering a new mark which uses it, if the new mark has additional features. The test 
is the likelihood of coniusion, and if the resemblance is calculated to produce confusion as to 
identity and consequent damage, equity will enjoin the simulation. But not all similarity will be 
enjoined ; the law does not justify interference on behalf of ignorant or careless persons, and it 
is not all competition, but only unfair competition, which should be enjoined. 745 


500.20 Dilution 


In order for a plaintiff to prevail on a dilution theory, it is necessary that a likelihood of 
confusion should exist. Since it has been determined here that there is no likelihood of con- 
fusion, plaintiff’s dilution theory must fail. 488 


The Court of Appeals held plaintiffs’ reliance on the dilution theory was misplaced because 
they made no claim that their mark was registered under the laws of New York State. 1244 


500.21 Dominant Features 


Plaintiff may not dissect its mark and claim a monopoly in its use of vertical stripes in 
colors or in black and white. Mark must be considered in its entirety, not by separating its 
component parts. Stripes of plaintiff's composite mark have not acquired a secondary meaning 
and plaintiff has no exclusive right in the use of stripes per se in connection with its moving 
services. 1254 


500.22 Dress of Goods 


The word RAILROAD, fancifully displayed on plaintiff's phonograph record jacket, is the 
subject of protection even though it is descriptive of plaintiff’s album of “railroad sounds.” 273 

Defendants offered for sale red polyethylene tapered caps and plugs having a configuration 
and appearance substantially indistinguishable from and interchangeable with plaintiff’s cor- 
responding closures. Plaintiff goods were sold under the mark TAPERED CAPLUGS, defendant's 
goods were designated TAPERCAP or PLUG CAP. 

It is well established that one cannot acquire a secondary meaning in a basic color to 
identify or distinguish the source of an article of trade but the court found that defendants 
failure to identify its products by any mark except stock numbers tended to identify the goods 
as coming from plaintiff and coupled with the deliberate and studied copying of plaintiff’s cata- 
logues held plaintiff entitled to a decree adapted to the general equities of the particular situa- 
tion. 483 

The court found that plaintiff had failed to prove that its soap dish was associated with 
the plaintiff in the mind of the buying public. Purchasers of this simple and inexpensive 
household item rely not on the reputation of the producer, but upon the apparent quality and 
eye appeal of the product itself. But the court held the existence of a secondary meaning attach- 
ing to the unique appearance of the plaintiff's soap dish is not precluded by the mere fact that 
buyers would not associate it with the plaintiff. Harm to the plaintiff results from the likelihood 
of a loss of customers or loss of reputation or both. 511 


Preliminary injunction granted. The New York Supreme Court found defendant’s product 
was a copy of plaintiff's product down to the minutest detail, including breaking up the word 
PENCIL in a distinctive manner and using the PILGRIM as against PLYMOUTH. Defendant also 
copied plaintiff’s reply card sent to customers. The court on this evidence held confusion and 
deception would result warranting the granting of relief sought. 1076 
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500.22a Functional Features Article: 339 


Though defendant had used distinctive shape of plaintiff’s segments, required to fit 
plaintiff’s holder, purchasers customarily dependent on manufacturer’s specifications as to 
other characteristics would not be likely to be confused, knowing the defendant to be a 
manufacturer and seller. 

In absence of a showing of actual damage from injury to reputation of plaintiff’s chuck 
through failure of defendant’s segments, designated with plaintiff’s name, to fit a modified 
chuck sold by plaintiff, there was no basis for a recovery. 700 


500.22c Packages and Configurations 


Complaint dismissed. The California Superior Court found that defendant’s bags for 
carrots and ensemble superimposed thereon did not sufficiently simulate plaintiff's bags for 
carrots and ensemble superimposed thereon; and held ordinary purchaser disposed to purchase 
plaintiff's carrots, would not be confused or misled by the alleged general similarity of defen- 
dant’s bags with those of plaintiff’s bags. 

Plaintiff's brand name DECOTO was printed on its bags; defendant’s label bore the words 
LATHROP BEAUTY CARROTS. Even if plaintiff’s and defendant’s bags were commingled in one 
display the discernment exercised by purchaser seeking a particular product rendered con- 
fusion unlikely. If it did result, “such confusion is best explainable on the basis of a failure 
to exercise any degree of care whatsoever.” 200 


Defendants’ motion for judgment on the pleading dismissing complaint and granting 
defendants partial relief on its counterclaim denied. 

The Supreme Court of New York held that the fact that plaintiff’s product may have 
most features used by the trade in common is not the criterion for determining the right to 
relief against unfair competition. A utilitarian form of box or container commonly available 
to merchandisers can become an instrument of unfair competition. “While no one could acquire 
the exclusive right to use a square box in trade, an imitation sign on a square box could 
become a destructive instrument of competition and impair the efforts and investment of a 
manufacturer or merchandiser.” (Jnternational Latex Corp. v. Flexees, Inc., 96 USPQ 450, 
43 TMR 497.) Since an action for unfair competition has as an essence thereof the claim 
of fraud, not until plaintiff has had the opportunity to present other evidence at trial can it 
be determined that the plaintiff’s cause of action is insufficient. 200 


The mere copying of a non-patented article or design, absent “palming off” or “secondary 
meaning,” does not constitute unfair competition. 1065 


500.24 False Designation of Origin 


The court in denying plaintiff's motion for preliminary injunction found that there was 
nothing “false” about a statement that a garment is a copy of a pIork model when it is such 
a copy of a pIoR model and held that the new right against unfair competition created by the 
Lanham Act was not infringed. 

Sections 32(1) and 43 of the Act of 1946 are limited in their effect to cases of deception. 
The Lanham Act did create a right of redress to a trademark owner when his mark has been 
tarnished by unauthorized use by another where no falsity or deception is involved. 518 

Neither similarity in magazine advertising, nor use of similar catalogue numbers or bird 
and animal names in general use in the industry, nor of color coding used to identify products 
in the field, including a color chart furnished customers, nor diversion of orders by dealers 
from plaintiff to defendant by supplying defendant’s products instead of plaintiff’s constitutes 
basis for a cause of action under 15 U.S.C. 1125(a) for false designation of origin. 

Evidence fails to support alleged secondary meaning in PERFORMED. Defendant’s use 
thereof is in a descriptive sense and accordingly affords no basis for an action for false 
designation of origin. 753 
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500.26 Geographic Terms 
500.26a In General 
Geographic names may be used by all for indicating the location of a business provided 


that any such use which occasions actual or probable confusion, or misleading of the public, 
constitutes unfair competition and may be enjoined. 715 


500.29 Labels 


Complaint dismissed. The California Superior Court found that defendant’s bags for 
carrots and ensemble superimposed thereon did not sufficiently simulate plaintiff's bags for 
carrots and ensemble superimposed thereon; and held ordinary purchaser disposed to purchase 
plaintiff's carrots, would not be confused or misled by the alleged general similarity of 
defendant’s bags with those of plaintiff’s bags. 

Plaintiff's brand name pEcoTo was printed on its bags; defendant’s label bore the words 
LATHROP BEAUTY CARROTS. Even if plaintiff's and defendant’s bags were comingled in one 
display the discernment exercised by purchaser seeking a particular product rendered con- 
fusion unlikely. If it did result, “such confusion is best explainable on the basis of a failure 
to exercise any degree of care whatsoever.” 200 


Defendants’ motion for judgment on the pleading dismissing complaint and granting 
defendants partial relief on its counterclaim denied. 

The Supreme Court of New York held that the fact that plaintiff's product may have 
most features used by the trade in common is not the criterion for determining the right to 
relief against unfair competition. A utilitarian form of box or container commonly available 
to merchandisers can become an instrument of unfair competition. “While no one could acquire 
the exclusive right to use a square box in trade, an imitation sign on a square box could 
become a destructive instrument of competition and impair the efforts and investment of a 
manufacturer or merchandiser.” (International Latex Corp. v. Flexees, Inc., 96 USPQ 450, 
43 TMR 497.) Since an action for unfair competition has as an essence thereof the claim 
of fraud, not until plaintiff has had the opportunity to present other evidence at trial can it 
be determined that the plaintiff’s cause of action is insufficient. 200 


500.30 Letters and Numerals 


Use in catalogues by defendant of plaintiff's letter and number designations, understood 
by the trade to designate shape rather than source, did not constitute a trademark violation 
or unfair competition. 700 


500.31 Misleading Statements 


Where plaintiff, an independent research and testing organization publishes a monthly 
magazine in which products are rated “Best Buy,” defendant’s advertisement of air conditioners 
as “Rated America’s Best Buy by Independent Research Organization,” gives the mistaken 
impression that plaintiff has labeled defendant’s product as its “Best Buy.” 301 

The intention of defendants to profit from the good will of the plaintiff through their 
advertising and by their agents’ oral representations to prospective customers was shown by 
plaintiff’s evidence. The deception of the public as practiced by defendants has irreparably 
harmed plaintiff. Persons dealing with defendants under the apprehension that they were 
associated with plaintiff represent business lost to the plaintiff at that time, and affidavits of 
such persons that they would never deal again with AMERICAN-STANDARD [due to their failure to 


distinguish between the two companies] represents future business irrevocably lost to plaintiff. 
1139 


500.32 Names 
500.32a In General 


The Pennsylvania Supreme Court in deciding the question of unfair competition in the use 
of the “straight English word ‘holiday’” on competing motels held that they were not dealing 
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with a trademark or trade name, like KOOL-VENT or PORCELITE where the determination was 
whether there was sufficient similarity in the competing sign to amount to unfairness. The 
rule to be applied is whether a secondary meaning in the word HoLIpAy had been acquired 
by plaintiff. 77 

Preliminary injunction denied. The New York Supreme Court denied plaintiffs’ motion. 
for a preliminary injunction to restrain defendants’ use of REPUBLICAN 10TH ASSEMBLY DISTRICT 
souTH and employing the eagle, the official emblem of the Republican party. Defendants 
consistently held out their organization as one in opposition to the regular organization, and 
were in existence for almost a year before plaintiffs sought to restrain them and both plaintiffs 
and defendants were presently engaged in espousing the election of the same candidates for 
office. An early trial of the issue, however, was indicated. 201 


500.32b Corporate and Trade Names 


Territorial licensee possesses sufficient interest in trademark and trade name to be proper 
party in action for unfair competition in licensed territory; licensor is neither indispensable nor 
necessary party although his absence as party may limit range of court’s decision. 55 

The Pennsylvania Supreme Court found that plaintiff had not acquired a secondary mean- 
ing in the common English word HOLIDAY by mere use of it for five years on two motels on the 
Pennsylvania Turnpike, the HOLIDAY west and the HOLIDAY EAST, and held plaintiff could 
not pre-empt the word HOLIDAY in Pennsylvania against all comers. “The words do not confer 
meaning on the enterprise: the enterprise must confer meaning on the words.” 77 


Plaintiff established long and widespread recognition of METROPOLITAN LIFE INSURANCE 
COMPANY and METROPOLITAN by advertising, contact with public, policyholders (40,000,000) 
and public agencies. 

In 1958, detendant changed name from HIGHWAY INSURANCE COMPANY tO METROPOLITAN 
INSURANCE COMPANY. Defendant sells only casualty insurance, a type not sold by plaintiff. 
Defendant registered corporate name in a number of states. 

The court enjoined defendant from using METROPOLITAN on the basis that the public 
would be coniused misled into thinking that two companies were connected or that plaintiff 
sponsored defendant. 94 

Similar insurance company names held not likely to confuse public (plaintiff’s effort to 
establish secondary meaning with the state of conflict unsuccessful), but defendant enjoined 
from infringing plaintiff's service mark consisting of Statue of Liberty design. 95 

Minority shareholders in investment company (subject to federal S.E.C. and investment 
company regulations) may, in declaratory judgment action, question use and misuse (waste) 
of corporate name and mark. 149 

Respondent’s knowing and intentional adoption of name LINCOLN CENTER CLASSICS RECORD 
SOCIETY, INC. entitles petitioner, LINCOLN CENTER FOR THE PERFORMING ARTS, INC., to injunction 
under New York Penal Code. 324 


Similarity between DELMONICO HOTEL CORPORATION and DELMONICO DELICATESSEN, INC. is 
not sufficient to justify issuance of preliminary restraining order under New York Penal 
Code. 324 

Although generic terms and words descriptive of place are not subject to exclusive 
appropriation, they may be used to identify the business of a particular person and thereby 
acquire a secondary meaning, in which event their subsequent use in a confusingly similar 
manner by another person will be enjoined under the law which prohibits unfair competition; 
and protection is afforded against the probability or likelihood as well as the actuality of 
deception or confusion. 693 

Court had denied plaintiff's motion for preliminary injunction on prior application. On 
renewal of motion based on recently discovered facts the court granted plaintiff's motion for 
preliminary injunction finding that the adoption of the word TRIUMPH as part of the trade name 





Vol. 51 TMR PART II—DIGEST OF CASES 87 


of defendants’ parent and their affiliates was of recent origin, therefore, defendants did not 
have a legitimate interest in the United States of corporate names including the word 
TRIUMPH. This fact was not clearly stated by defendants in their papers on the prior applica- 
tion. Further, the court found that defendants’ parent was refused registration of the trade- 
mark TRIUMPH by the Patent Office which cited plaintiff's prior registration. The court held 


this fact stripped defendants of the cloak of innocence in the adoption of the name TRIUMPH. 
724 


Petitioner’s motion brought under Section 964 of New York Penal Law to restrain 
respondents from using the name MOUNT EVEREST STRAWBERRY CO., INC. was denied. Petitioner 
alleged development of a climbing strawberry plant which he named MOUNT EVEREST STRAWBERRY 
for section of France where first cultivated. Respondents had purchased plants from petitioner’s 
agent for resale in United States and adopted corporated name MOUNT EVEREST STRAWBERRY CO., 
INC. Petitioner ceased sales to respondents but respondents continued to use corporate name and 
advertise petitioner’s goods. 

The court held Section 964 of Penal Law in a summary proceeding for an injunction 
to prevent the use of a name for advertising and other purposes which may deceive or mislead 
the public. The remedy is invoked only when right to injunction is established in a clear and 
convincing manner. It must be denied where basic factual allegations of violation of the statute 
are controverted. The showing required is similar to that required for summary judgment. 
There must be a showing on part of respondent of an intent to deceive and mislead the 
public. Petitioner failed to establish evidentiary facts sufficient to show that his product was 
unique and had come to be identified in United States with petitioner solely. Moreover, 
respondents’ activities in connection with purchase, importation and sale of the petitioner’s plant 
provided some basis for use of the corporate name. 772 


Plaintiff’s motion for preliminary injunction granted. The court found the word 
METROPOLITAN in the realm of song denotes the METROPOLITAN OPERA ASSOCIATION, INC., and 
that terms METROPOLITAN OPERA, METROPOLITAN and THE MET have acquired a _ secondary 
meaning in the musical world connoting plaintiff; and held it was unnecessary for plaintiff 
to show actual confusion, it being enough that there is a strong likelihood that defendant's 
performance under the name METROPOLITAN ARTISTS, INC. will lead public to believe they are 
being given by persons authorized to do so by plaintiff. 772 


Plaintiff’s trademark AMERICAN-STANDARD is a technical trademark and defendants’ selection 
of STANDARD-AMERICAN cannot be regarded as a pure coincidence. Defendants’ use of youNGs- 
TOWN HOMES, INC., STANDARD AMERICA and CONSOLIDATED-AMERICAN constitutes infringement 
of plaintiff's trademarks YOUNGSTOWN KITCHENS, AMERICAN-STANDARD and STANDARD and 
defendants’ acts constitute unfair competition with plaintiff. The combination of the name 
chosen by defendants, STANDARD-AMERICAN, and defendants’ offering for sale of products 
manufactured by plaintiff bearing its trademark was a strong indication of the defendants’ con- 
scious efforts to encourage the public to think that STANDARD-AMERICAN was the same com- 
pany or an affiliated company of the plaintiff. 1139 


Plaintiff uses its corporate name (Greatway Corporation) in purchasing goods and in 
other business matters, but it operates its retail stores under the name SHOPPERS WORLD. 
Defendant is not preliminarily enjoined from using GREAT WAY as name of location of its 
retail store, although preliminary injunction does issue as to defendant’s use of its name 
(Great Way, Inc.) in purchase of goods and obtaining lines of credit for goods. 1196 

On appeal, judgment affirmed. Although trade names may be so dissimilar as to preclude 
finding as a matter of law that confusion in the mind of the customer is likely to follow, 
the court held the facts before it were not such a case concluding that defendant’s purpose in 
adopting trade name MID-COMMERCIAL REFRIGERATION CO. was to benefit from the good will 
established by MID-CONTINENT REFRIGERATOR CO. 1197 

One entering a field of endeavor already occupied by another should in the selection of a 


trade name or trademark keep far enough away to avoid all possible confusion. In measuring 
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the conduct of an alleged infringer, the court may look to see whether principles of “old- 
fashioned honesty” were followed. 1254 


500.32c Personal Names 
Judgment of District Court dismissing complaint vacated and case remanded for further 


proceedings. 
The court found that defendant sent a letter to all its dealers stating that its exclusive 


rights to use the names of baseball players on sporting equipment were being violated. It also 
sent a copy of the letter to a monthly sporting goods trade magazine which published an 
account thereof. The magazine lacking legal discernment confused the holdings of a case cited 
in the letter and inaccurately reported that the players’ names on gloves and bats must have 
the athlete’s approval even if “style” or “type” rather than signature is used. The court held 
that defendant could not send an item to a magazine that would deem it noteworthy then claim 
irresponsibility. Defendant’s accountability must be based on the entire group of subscribers 
to the magazine and not simply to its own dealers to which the original letter was addressed. 
It is one thing to assure its dealers that it was going to sue allegedly unfair manufacturers 
and distributors. It was another to circulate a threat to the entire trade. There was ample 


evidence to warrant a recovery and the case should be tried to determine defendant liability. 
443 


500.32d Surnames 


Failure to take action to limit use of family name for more than 40 years makes it 
inequitable to enjoin or attempt to curtail continuation thereof. 593 


500.36 Related Company Use 
Territorial licensee possesses sufficient interest in trademark and trade name to be proper 
party in action for unfair competition in licensed territory; licensor is neither indispensable nor 
necessary party although his absence as party may limit range of court’s decision. 55 
Plaintiff as execlusive distributor of foreign manufacturer’s equipment is not entitled to 
a temporary injunction against defendant’s marketing of the genuine product of the foreign 
manufacturer purchased abroad, under the foreign manufacturer’s name and bearing manu- 
facturer’s trademark. ; 719 


500.37 Secondary Meaning Marks (Section 2(f)) 

The Pennsylvania Supreme Court in deciding the question of unfair competition in the 
use of the “straight English word ‘holiday’” on competing motels held that they were not 
dealing with a trademark or trade name, like KOOL-VENT or PORCELITE where the determina- 
tion was whether there was sufficient similarity in the competing sign to amount to unfairness. 
The rule to be applied is whether a secondary meaning in the word HOLIDAY had been acquired 
by plaintiff. The Pennsylvania Supreme Court found that plaintiff had not acquired a secondary 
meaning in the common English word HOLIDAY by mere use of it for five years on two motels 
on the Pennsylvania Turnpike, the HOLIDAY WEST and the HOLIDAY EAST, and held plaintiff 
could not pre-empt the word HoLIDAy in Pennsylvania against all comers. “The words do 
not confer meaning on the enterprise: the enterprise must confer meaning on the words.” 77 


Similar insurance company names held not likely to confuse public (plaintiff's effort to 
establish secondary meaning with the state of conflict unsuccessful), but defendant enjoined 
from infringing plaintiff’s service mark consisting of Statue of Liberty design. 95 


The court found that plaintiff had failed to prove that its soap dish was associated with 
the plaintiff in the mind of the buying public. Purchasers of this simple and inexpensive 
household item rely not on the reputation of the producer, but upon the apparent quality 
and eye appeal of the product itself. But the court held the existence of a secondary 
meaning attaching to the unique appearance of the plaintiff’s soap dish is not precluded by 
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the mere fact that buyers would not associate it with the plaintiff. Harm to the plaintiff 
results from the likelihood of a loss of customers or loss of reputation or both. 511 


Defendant’s motion to dismiss the first cause of action (trademark infringement) denied. 
Section 2(a) has been amply interpreted by the courts which have invalidated many trade- 
marks on the basis that they were merely descriptive. In the case of magazines, trademarks 
have been invalidated where the title merely described the contents of the magazine itself. 
However, under Section 2(f) marks which previous to the Act of 1946 were refused regis- 
tration because of descriptiveness can be granted if the applicant establishes secondary 
meaning. Secondary meaning is always a question of fact. 608 


Preliminary injunction issues as to defendant’s use of wRrAP-ON (for water pipe insula- 
tion material) in view of plaintiff's showing of secondary meaning; confusion of purchasers 
likely. 1196 


500.38 Service Marks 
Similar insurance company names held not likely to confuse public (plaintiff's effort 
to establish secondary meaning with the state of conflict unsuccessful), but defendant 
enjoined from infringing plaintiff's service mark consisting of Statue of Liberty design. 95 


500.39 Similarity of Goods 

Plaintiff’s mark, TELEFLEX is a fanciful coined mark, not to be found in any dictionary, 
and as such it would generally be entitled to rather a broad scope of protection. While the 
prefix TELE means “from a distance” in original Greek, this does not make the mark de- 
scriptive; it is at worst, merely suggestive. While the marks here are similar, the goods 
upon which the marks are used are dissimilar and non-competing, so the degree of similarity 
between the marks is of less significance, even though plaintiff's mark be a strong one. 
The fact that both parties’ products are used in aircraft and for military use is not deter- 
minative on the question of similar use. A modern aircraft is a complex instrument, employing 
many different devices. 487 


The Court of Appeals found that likelihood of confusion had been established between 
the use of HAYMAKER on women’s shoes and women’s sportswear but held in affirming lower 
court’s dismissal of complaint that balance of interest was in favor of defendants. Second 
Circuit has never subscribed to a restrictive reading of the Act of 1946 which would empower 
a first user, solely because of priority, to automatically enjoin the use of a mark by a 
junior user on related goods in every case where confusion of source is likely. Such may be 
the law when the junior user, although acting in good faith, sells products which are in 
competition with those of the senior user since injury to the senior user’s business is then 
inevitable. But Second Circuit has consistently held senior user possesses two legitimate 
interests for injunctive relief, namely, that he may in future desire to expand into field in 
which junior user is operating and that he should be able to develop his present business 
free from the stain and tarnishment from improper trade practices of junior user. 1243 


500.40 Slogans 
Upon plaintiff’s showing of extensive use of slogan WHERE THERE’S LIFE . . . THERE’S BUD 
for beer, defendant-manufacturer who uses WHERE THERE'S LIFE . . . THERE’S BUGS for floor 
wax containing insecticide is preliminarily enjoined. 72 


Upon plaintiff's showing of extensive use of slogan WHERE THERE’S LIFE . . . THERE'S BUD 
for beer, defendant (maker of advertising films, tapes and sound tracks) who contributes to 
use Of WHERE THERE’S LIFE . . . THERE'S BUGS for floor wax containing insecticide is pre- 
liminarily enjoined. 75 


500.41 Suggestive Marks 
Plaintiff's mark, TELEFLEX is a fanciful coined mark, not to be found in any dictionary, 
and as such it would generally be entitled to rather a broad scope of protection. While 
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the prefix TELE means “from a distance” in original Greek, this does not make the mark 
descriptive; it is at worst, merely suggestive. While the marks here are similar, the goods 
upon which the marks are used are dissimilar and non-competing, so the degree of similarity 
between the marks is of less significance, even though plaintiff’s mark be a strong one. 487 


500.43 Titles 


Defendant’s motion to dismiss the first cause of action (trademark infringement) denied. 
Section 2(a) has been amply interpreted by the courts which have invalidated many trade- 
marks on the basis that they were merely descriptive. In the case of magazines, trademarks 
have been invalidated where the title merely described the contents of the magazine itself. 
However, under Section 2(f) marks which previous to the Act of 1946 were refused regis- 
tration because of descriptiveness can be granted if the applicant establishes secondary 
meaning. 608 


500.45 Trade Secrets 

Defendant having received drawings from plaintiff in confidence for producing develop- 
mental segments for plaintiff, plaintiff's production of the segments for sale violated the 
confidence and was a breach of an implied agreement not to use the drawings other than 
for plaintiff's purposes; but production with plaintiff’s consent for a third party, to permit 
the latter to determine their usefulness, did not wrong the plaintiff. Publication of confidential 
information through sale of the segments in quantity to a third party with plaintiff's consent 
terminated defendant’s duty not to use the confidential information for other than plaintiff's 
purposes. In the absence of a patent or contract protection, when use becomes available 
to the public, it becomes available to one who previously obtained the necessary knowledge 
in confidence. 

Actual sale of segments at an exhibition without confidential restriction terminated 
defendant’s obligation to maintain confidence, based on custom of trade to hold confidential 
development work for customers. Consultation in the industry as to action to be taken 
with regard to taking a license or resisting a patent claim is not actionable as a conspiracy 
to violate plaintiff’s confidence. 700 


500.46 Trademark Use 
500.46a In General 


The court found that plaintiff did not lose its exclusive right to the trademark p1or for 
dresses by permitting purchasers from plaintiff and plaintiff’s authorized manufacturers to 
state that copies of plaintiff’s models were such copies. Plaintiff merely permitted retailer 
to tell the truth about garments which were copies of prior models and the court held the 
name prior continued to be associated with the pior originals. 518 


500.5 Score or RELIEF 
500.51 In General Article: 339 


The court held (1) the defendants were free to make and sell the same products made 
and sold by plaintiff subject only to the obligation to identify them in a manner to avoid 
deceptive similarity; and (2) the plaintiff was entitled to an accounting during period of 
unfair competition. 483 

Where a plaintiff cannot demonstrate an intention to expand into the field of technology 
occupied by an alleged infringer, his only right is to insure that his business reputation is 
not tarnished by the activities of the defendant. Here defendant produces a quality product, 
and there is no evidence that defendant plans to engage in any unfair practices. 487 

Court of Appeals held Section 37 conferred judicial authority for the District Court's 
direction to the Commissioner of Patents to dismiss an opposition and grant a concurrent 
registration. 1243 
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500.52 Accounting 
In view of plaintiff’s failure to demonstrate “material damage” an accounting will not be 
ordered. 310 
The court held (1) the defendants were free to make and sell the same products made 
and sold by plaintiff subject only to the obligation to identify them in a manner to avoid 
deceptive similarity; and (2) the plaintiff was entitled to an accounting during period of 
unfair competition. 483 


500.53 Attorney’s Fees 


Attorney’s fees, including per diem costs, allowance to party prevailing in successful 
opposition to motion to quash notice of taking testimony and subpoena duces tecum. 94 


Defendant may have adopted its original mark 1 up with the intention of trading u>on 
plaintiff's business reputation and good will, but the evidence is not sufficient to sustain such 
a finding with regard to defendant’s present mark F1zz UP, especially in view of the third party 
UP registrations offered in evidence by defendant; accordingly attorney’s fees will not be 
accorded. 585 

The Court of Appeals denied attorney’s fees where there was no reason to doubt that 
appeal was brought in good faith to press issues ‘which were far from frivolous. 1244 

Having found defendant in civil contempt by attempting to use plaintiff’s name to lure 
prospective customers, contrary to a decree, the court will award costs and counsel fees to 
plaintiff for the prosecution of the proceeding, based on what the court determines to be 
reasonable under the circumstances. 1262 


500.55 Contempt Proceedings 

Holding a party in contempt calls for the exercise of careful discretion by the court and 
that discretion should be based on clear and convincing evidence. 

A corporation is responsible for the acts of its employees, and the degree of responsibility 
is no less severe in civil contempt than in criminal contempt proceedings. A corporation is 
not absolved of this responsibility simply by ordering compliance of court orders by its 
employees, but must sufficiently police compliance. Good intentions do not absolve violations 
of a decree. 

The frequency of violations of a decree is immaterial. It is highly unlikely that the 
three isolated instances raised by plaintiff were the exception rather than the rule, and, in any 
event, plaintiff need not prove a massive assault on the decree. 1262 


500.56 Costs 
It is well settled, the awarding of costs is within the discretion of the trial court. 93 


500.57 Damages 
Non-exclusive licensee of trademark has no right of action for infringement under 15 USC 
§1114(1) and (2) but could only base action on common law unfair competition under which 
statutory remedy of treble damages is not available. 298 
The court held damages for unfair competition cannot be awarded on the basis of 
speculation or sheer guess and referred the matter to a Special Master. 511 
Award of a fine in the amount defendant unfairly gained is not proper in absence of 
proof of actual injury to plaintiff. An in terrorem fine is justified to add to the slight deterrent 
effect that results from awarding counsel fees, and will be set when the parties appear for 
entry of an order in conformity with the opinion. 1262 


500.58 Injunction 
The Pennsylvania Supreme Court in denying an injunction involving use of HOLIDAY on 
motels approved lower court’s leaving the case without prejudice, in case the parties extend 
their facilities in this rapidly expanding industry. 77 
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On appeal from denial of defendants’ motion by trial court to issue an injunction restraining 
plaintiff from bringing future vexatious litigation on the same issues (trademark infringement 
and unfair competition), the Court of Appeals held it was within the discretion of trial court 
to deny this motion. 93 

The Court of Appeals found that likelihood of confusion had been established between 
the use of HAYMAKER on women’s shoes and women’s sportswear but held in affirming lower 
court’s dismissal of complaint that balance of interest was in favor of defendants. Second 
Circuit has never subscribed to a restrictive reading of the Act of 1946 which would empower 
a first user, solely because of priority, to automatically enjoin the use of a mark by a junior 
user on related goods in every case where confusion of source is likely. Such may be the law 
when the junior user, although acting in good faith, sells products which are in competition 
with those of the senior user since injury to the senior user’s business is then inevitable. 
But Second Circuit has consistently held senior user possesses two legitimate interests for 
injunctive relief, namely, that he may in future desire to expand into field in which junior 
user is operating and that he should be able to develop his present business free from the 
stain and tarnishment from improper trade practices of junior user. 1243 


500.58a Preliminary Injunction 


Upon plaintiff’s showing of extensive use of slogan WHERE THERE’S LIFE . . . THERE'S BUD 
for beer, defendant-manufacturer who uses WHERE THERE'S LIFE . . . THERE'S BUGS for floor wax 
containing insecticide is preliminarily enjoined. 72 

Upon plaintiff’s showing of extensive use of slogan WHERE THERE’S LIFE .. . THERE’S BUD 
for beer, defendant (maker of advertising films, tapes and sound tracks) who contributes 
to use of WHERE THERE’S LIFE . . . THERE'S BUGS for floor wax containing insecticide is 
preliminarily enjoined. 75 

Motion for temporary injunction denied. The court held that without any proof of decep- 
tion or likelihood of confusion a question of law or a mixed question of law and fact was 
presented as to whether ATLANTIC PAPERBACKS for reprinting existing works of European 
literature infringed the registered trademark ATLANTIC MONTHLY for a co-operative venture 
in publishing original works. Although an injunction will issue to protect a party’s right 
to expand into another field normally within the contemplation of its original endeavors, there 
must be an independent showing of likelihood of confusion and immediate and irreparable 
injury before warranting the drastic remedy of temporary injunction. 95 


Preliminary injunction denied. The New York Supreme Court denied plaintiffs’ motion 
for a temporary injunction restraining the use or treatment in any manner of a certain motion 
picture except with the original sound tract. In a contract, the producer was prohibited from 
making any change in the score without consent of plaintiffs. However, changes are some- 
times required by regulatory agencies in ordinary course of business. Although defendants 
deny knowledge of notice of this prohibition, temporary injunctive relief would work havoc 
in exploitation of a considerable and costly asset. 201 

Preliminary injunction denied. The New York Supreme Court denied plaintiffs’ motion 
for a preliminary injunction to restrain defendants’ use of REPUBLICAN 10TH ASSEMBLY DISTRICT 
SOUTH and employing the eagle, the official emblem of the Republican party. Defendants con- 
sistently held out their organization as one in opposition to the regular organization, and 
were in existence for almost a year before plaintiffs sought to restrain them and both plaintiffs 
and defendants were presently engaged in espousing the election of the same candidates for 
office. An early trial of the issue, however, was indicated. 201 

Where plaintiff has brought vexatious and harassing litigation against defendant and its 
subsidiaries seeking to restrain defendant from using the trademark ROLLMASTER for electric 
shavers, and where plaintiff has threatened additional litigation in other countries of the world, 
defendant is entitled to an order enjoining plaintiff and its subsidiaries from instituting or 
prosecuting other suits pending final determination of this action. 282 
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Since plaintiff delayed in bringing suit, it has permitted defendant to be known by the 
name objected to, and it is only fair that defendant be permitted for a reasonable time to show 
on its stationery and in its advertising, etc., that it is continuing its business heretofore known 
under its previous name. 286 

Preliminary injunction granted even though defendant has agreed to obliterate objection- 
able legend since plaintiff is not required to rest upon defendant’s assurances and no injury 
will ensue from granting injunction. 301 

Preliminary injunction denied where there is a genuine issue of fact as to whether 
CEMENT ENAMEL is a generic term in the building industry. 303 

Preliminary injunction granted, enjoining defendants from shipping to foreign countries 
detergent and similar products bearing either LAv or in defendants’ package which is a colorable 
imitation of plaintiff’s trademark FAB or its distinctive package. 305 

Although mere registration does not justify issuance of preliminary injunction, strong 
probability that registered mark TRAMPOLINE has acquired secondary meaning warrants issuance 
of such an order. 324 

Plaintiff appealed from order of District Court enjoining plaintiff, and others controlled 
by plaintiff from instituting any other action in any other court, seeking to restrain defendant, 
or any company owned or controlled by defendant from using the trademark ROLLMASTER in 
connection with electric shavers, pending final determination in an action now pending before 
the District Court, which at the time of appeal was not yet at issue. 

The court found that plaintiff's German affiliate, authorized to take legal action in its 
own name under German Law, had filed a trademark infringement action against defendant's 
affiliate in Germany. The record showed there was only one trademark action pending between 
the parties in the United States, the one action pending in Germany and threats of actions in 
other foreign countries by local foreign nationals involving specific foreign countries. The 
court held that the District Court’s finding was clearly erroneous since there was no evidence 
to support a finding of vexatious or harassing litigation by plaintiff. It did not appear that 
the institution of the separate law suits for trademark infringement in other foreign countries 
duplicated the action now pending in the District Court. It did appear that under the laws 
of the foreign countries the preliminary injunction might seriously and irreparably harm 
plaintiff’s foreign affiliates. Preliminary injunction against plaintiff vacated. 443 

Preliminary injunction denied against advertising of dresses as copies of prior models. 
However, court observed that if someone sold dresses as copies of pior models which were 
so poorly made that they were not copies, the sale would be subject to injunction suit by prior. 
It may be that such a case against defendant could be made out at trial. 518 

Preliminary injunction must be granted when it is clear that plaintiffs will suffer irreparable 
damage to good will and reputation unless defendant is enjoined. 601 

Weighing the equities, preliminary injunction is granted to stop defendant at the threshold 
of its enterprise, when suppression of the use of its name can harm it least and before it has 
been able to capitalize on it to the continued injury of plaintiff. 613 

The court cognizant of fact that the decision was based on affidavits and that a full scale 
trial might lead to a different result granted a preliminary injunction restraining defendants’ 
use of TRIUMPH in advertising matter or in association with any merchandised purveyed but 
did not order defendants to change their corporate name which included the word 
TRIUMPH. 724 

Preliminary injunction denied where plaintiff postponed a hearing on the order to show 
cause for almost seven months, and where plaintiff's “property right” in the name DIAMOND LIL 
was extremely doubtful. 729 

Plaintiff's motion for preliminary injunction granted. The court found the word METRO- 
POLITAN in the realm of song denotes the METROPOLITAN OPERA ASSOCIATION, INC., and that terms 
METROPOLITAN OPERA, METROPOLITAN and THE MET have acquired a secondary meaning in the 
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musical world connoting plaintiff; and held it was unnecessary for plaintiff to show actual 
confusion, it being enough that there is a strong likelihood that defendant’s performance under 
the name METROPOLITAN ARTISTS, INC. will lead public to believe they are being given by persons 
authorized to do so by plaintiff. 772 

Preliminary injunction granted. The New York Supreme Court held that the words 
THE GREATEST SHOW ON EARTH by long use have come to identify plaintiff and deferdant’s use 
of THE GREATEST CIRCUS ON EARTH for a similar business was trademark infringement and 
unfair competition. 1076 

Preliminary injunction granted. The New York Supreme Court found defendant’s product 
was a copy of plaintiff’s product down to the minutest detail, including breaking up the word 
PENCIL in a distinctive manner and using the PILGRIM as against PLyMouTH. Defendant also 
copied plaintiff's reply card sent to customers. The court on this evidence held confusion 
and deception would result warranting the granting of relief sought. 1076 

Court, exercising its discretion as a court of equity to protect the public as well as plaintiff, 
granted a preliminary injunction enjoining defendants from using name STANDARD-AMERICAN, 
CONSOLIDATED AMERICAN or any combination which includes the words AMERICAN or STANDARD 
in the business of offering for sale or selling services or products in the home improvement 
field. The balance of convenience to the parties weighs overwhelmingly in favor of granting 
the preliminary injunction. 1130 

Plaintiff uses its corporate name (Greatway Corporation) in purchasing goods and in 
other business matters, but it operates its retail stores under the name “Shoppers World.” 
Defendant is not preliminarily enjoined from using “Great Way” as name of location of its 
retail store, although preliminary injunction does issue as to defendant’s use of its name 
(Great Way, Inc.) in purchase of goods and obtaining lines of credit for goods. 1196 

Preliminary injunction issues as to defendant’s use of WRAP-ON (for water pipe insulation 
material) in view of plaintiff's showing of secondary meaning; confusion of purchasers 
likely. 1196 

Preliminary injunction denied. Plaintiff contended that 15 U.S.C. §1057(b) (Section 7b) 
justified the issuance of a preliminary injunction. The defendants alleged plaintiff’s registered 
service mark TASK FoRCE for furnishing supplementary services in operating businesses and 
supplying office personnel was descriptive and had not acquired a secondary meaning. The 
court held there was no proof of probable irreparable damage to plaintiff and plaintiff's 
contentions were not clearly sustained by the facts and law as to warrant summary 
disposition. 1269 

Preliminary injunction denied. Plaintiff, publisher of the periodical titled BETTER HOMES 
and the magazine BETTER HOMES AND GARDENS brought a motion for preliminary injunction 
against defendant publisher of such magazines as FAMILY HANDY-MAN, SKI LIFE and GOLF to 
prevent defendant from distributing a book titled A NEW PORTFOLIO OF BETTER ARCHITECT-DESIGNED 
HOMES with the words BETTER and HOMES in red letters and the remainder of the title in 
lesser sized black letters. The court held a preliminary injunction should not issue as 
plaintiff had not proven any actual damage and it was not likely that confusion between 
the two publications would arise in the future. 1272 


500.58b Permanent Injunction 


Defendant’s use of plaintiff's trademark PoLYFOAM in defendant’s corporate name and in 
connection with the distribution of products similar to plaintiff's polyurethane material con- 


stitutes a violation of plaintiff's trademark rights and plaintiff is entitled to restrain such 
use. 199 


500.6 JURISDICTION Article: 339 


Trademark abuses in foreign countries by a United States Corporation may be actionable 
in the federal courts, although it may be that defendant’s conduct must have had a substantial 
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effect on commerce; that defendant is a United States citizen; and perhaps that there is no 
conflict with the trademark rights under the foreign law. 413 

Defendant, a New York corporation, having no office, warehouse or other facility in 
Pennsylvania, and making no sales or solicitations and maintaining no inventory there, was 
not “doing business” in Pennsylvania even though its wholly-owned subsidiary was doing so 
and one of defendant’s employees visited the subsidiary’s stores from time to time. The 
suit in Pennsylvania was therefore in the wrong venue. 

In the interest of justice, it being admitted that defendant may be served in the Southern 
District of New York, the case is transferred to that court under 28 U.S.C.A. Sec. 
1406(a). 445 

Defendant’s motion to dismiss the second cause of action (unfair competition) denied. 
The provisions of Section 1338(b) of Title 28, U.S.C. have been liberally interpreted. The 
unfair competition portion of the complaint was properly joined with a substantial or related 
claim charging trademark infringement. Even if the trademark were to be held invalid the 
court would retain proper pendant jurisdiction to determine the issue of unfair competition. 608 

Registration of plaintiff's trademarks in the Patent Office does not deprive the State court 
of jurisdiction to protect them against infringement and unfair competition. 613 


State courts have jurisdiction over actions involving unfair competition, and share with 
the Federal courts jurisdiction over actions for infringement of a Federally registered 
trademark. 745 


The Lanham Act Section 44(a)(h)(i) makes actionable a claim for unfair competition 
only if predicated upon false designation of origin by the means’ specified in the statute, 
false description and misrepresentations in relation to goods sold in interstate commerce, and 
the practices of unfair competition covered by international conventions. Statutory relationship 
requisite for federal jurisdiction of a claim of unfair competition under 28 U.S.C. 1338(b) under 
the “single cause of action” concept of Hurn v. Oursler, 289 U.S. 238, does not exist where 
claim for unfair competition was wholly independent of a claim of infringement, the evidence 
supporting unfair competition being in no way related to that supporting the claim for patent 
infringement. 753 





500.7 PLEADING AND PRACTICE 


Defendant moved for more definite statement under Fed. R. Civ. P. 12(e). Court denied 
the following four requests of defendant holding they were proper subject for discovery 
proceedings and information sought was not necessary to frame a responsive pleading. 


1. Identification (as by brand name or composition) of each of the “products” alleged 
(in paragraph 17 of Complaint) to have been diverted, copied or appropriated; 2. Identification 
of each item of allegedly “secret and confidential information” charged (in paragraph 17 of 
Complaint) to have been diverted, copied or appropriated; 3. Identification of each of the 
“yromotion and sales techniques” alleged (in paragraph 17 of Complaint) to have been 
diverted, copied or appropriated; 4. Identification of the overt acts of defendant charged 
(in paragraph 17 of Complaint) as “diverting, copying, and /or otherwise improperly or unfairly 
appropriating * * * business good will created by plaintiff * * * |! 

The court granted defendant’s request for the identification of each of the plaintiff's 
trade names and trademarks alleged in the complaint to have been copied by defendant 
holding defendant should not be required to guess which of plaintiff's 60 trademarks he is 
supposed to have infringed. This was a proper request under Fed. R. Civ. P. 12(e) for a 
more definite statement. 65 


Defendant’s use of GREYHOUND (Greyhound Securities, Inc.) in securities investment busi- 
ness is summarily enjoined, under common law and New York anti-dilution statute, upon 


complaint of well-known Greyhound Corporation (transportation business) ; absence of direct 
competition is not controlling. 424 
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500.71 Complaint 
The court held plaintiff sufficiently set forth facts on which relief could be granted on 
its first cause of action for trademark infringement. The trademark, plaintiff’s succession 
in interest to the trademark, commercial exploitation and success of the trademark, and infringe- 
ment were all duly alleged. 608 
A complaint is not defective in failing to allege an intent to defraud in a case involving 


similarity of trade names. 693 


500.73 Motions 

In action for alleged infringement of a trademark, defendants’ motion for summary judg- 
ment denied because material facts were in dispute. 411 

Motion by plaintiff in trademark infringement and unfair competition action to quash 
subpoena duces tecum granted in part, to require limited production by defendant of letters 
indicating actual confusion, or names and addresses of writers thereof; to enable plaintiff 
to take their testimony, if so advised; but motion otherwise denied as burdensome and 
oppressive in requesting disclosure of confidential data without adequate reason and disclosure 
of evidence (if existing) which would be repetitive and cumulative upon a trial. 604 

Plaintiff's theory, potential confusion of product source, raises a question of law; however, 
such a question must be decided on adequate facts. Where plaintiff has presented minimal 
supporting facts, court refuses to grant summary judgment, and determination of the legal 
issue must await a full dress trial. 

For subsequent opinion, granting plaintiff a permanent injunction after trial, see 51 TMR 
943, 130 USPQ 327. 1281 


500.74 Evidence Article: 1 


While test of infringement is likelihood of confusion, and this is controlling in infringement 
cases, exhibits indicating instances of actual consumer confusion are clear evidence of a like- 
lihood of confusion which cannot be seriously disputed. 601 

If the facts support a conclusion that a person of ordinary intelligence could reasonably 
be deceived or confused, that is all that is required. The actual -existence of confusion will 
support a finding that the public is likely to be confused; so will proof of similarity in the 
names. 693 


500.74a In General 


Where the nature and extent of third parties’ use of plaintiff's trademark was not shown, 
plaintiff’s right to relief would not be denied. 286 

Assuming the confusion occurred through lack of care or inattention, it is nonetheless 
entitled to weight. 310 

Defendant’s evidence of third party registrations similar to that of plaintiff held valid and 
material, and admissible over plaintiff's objection. 

Plaintiff's evidence of confusion, including the testimony of a number of witnesses, 
a reaction survey, and movies of interviews taken with a concealed camera in a supermarket, 
held to demonstrate a likelihood of confusion. 585 

Testimony by plaintiff's employee that he received telephone calls in which the callers 
asked for the defendant was admissible and not barred by the hearsay rule. 715 


Court had denied plaintiff's motion for preliminary injunction on prior application. 
On renewal of motion based on recently discovered facts the court granted plaintiff’s motion 
for preliminary injunction finding that the adoption of the word TRIUMPH as part of the 
trade name of defendants’ parent and their affiliates was of recent origin, therefore, defendants 
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did not have a legitimate interest in the United States of corporate names including the word 
rRIUMPH. This fact was not clearly stated by defendants in their papers on the prior applica- 
tion. Further, the court found that defendants’ parent was refused registration of the trademark 
rRIUMPH by the Patent Office which cited plaintiff's prior registration. The court held this 
fact stripped defendants of the cloak of innocence in the adoption of the name TRIUMPH. 724 


500.74b Surveys 


Court refused to consider a consumer survey plaintiff placed in evidence in a suit against 
a third party when no such evidence was in the case at bar. 286 
Plaintiff's evidence of confusion, including the testimony of a number of witnesses, a 
reaction survey, and movies of interviews taken with a concealed camera in a supermarket, held 
to demonstrate a likelihood of confusion. 585 


500.75 Declaratory Judgment Suits 


Minority shareholders in investment company (subject to federal S.E.C. and investment 
company regulations) may, in declaratory judgment action, question use and misuse (waste) 
of corporate name and mark. 149 

Where defendant has filed a notice of opposition to the registration in Puerto Rico of a 
mark already registered by plaintiff in the United States, there is an actual controversy sufficient 
to support an action for a Declaratory Judgment. 413 

Plaintiff's motion to strike counterclaim denied. Defendant filed a counterclaim for a 
declaratory judgment seeking to cancel plaintiff’s registration. Plaintiff moved to strike off 
counterclaim on the ground there was no justiciable issue. The court held that there clearly 
existed a controversy of a justiciable nature since plaintiff’s action was for infringement of 
plaintiff's trademark and the counterclaim for declaratory judgment was merely another aspect 
of that controversy. 1282 


500.76 Defenses 


The doctrine of “unclean hands” does not apply against plaintiff for appropriation of 
words previously used by others but not then identifying any other existing business. 693 


500.76a In General 


In action for unfair competition by territorial licensee of trademark and trade name, 
defendant, a subsequent user, may rely upon prior rights of those in privity with itself 
(or with plaintiff) provided that plaintiff had knowledge of such rights. 55 

Defense of plaintiff's unclean hands was predicated on contention that in connection with 
its application for registration, plaintiff falsely stated under oath that the mark sought to be 
registered was something more than a mere incident or aid to the sale of mattresses when 
in fact mark was used in association with a “tying” article. Plaintiff alleged there was no 
“tying” in monopolistic sense offering evidence that persons who leased the “tying” article 
and agreed to purchase the “tied” article were free to withdraw at any time. 

Defense of plaintiff's violation of the antitrust laws was based on the contention that this 
“tying-in” resulted in violations of Sherman and Clayton Acts. Plaintiff claimed there was no 
“tying-in” because of the right of withdrawal which it alleged. 411 

The Court of Appeals found that likelihood of confusion had been established between the 
use of HAYMAKER on women’s shoes and women’s sportswear but held in affirming lower court’s 
dismissal of complaint that balance of interest was in favor of defendants. Second Circuit 
has never subscribed to a restrictive reading of the Act of 1946 which would empower a 
first user, solely because of priority, to automatically enjoin the use of a mark by a junior 
user on related goods in every case where confusion of source is likely. Such may be the law 
when the junior user, although acting in good faith, sells products which are in competition 
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with those of the senior user since injury to the senior user’s business is then inevitable. 
But Second Circuit has consistently held senior user possesses two legitimate interests for 
injunctive relief, namely, that he may in future desire to expand into field in which junior 
user is operating and that he should be able to develop his present business free from the stain 
and tarnishment from improper trade practices of junior user. 1243 

_ Defense of unclean hands may be properly raised in trademark litigation because a 
paternalistic protection of the public has traditionally been a purpose of equity in this field of 
litigation. 1281 


500.76c Laches and Acquiescence 


Judgment of lower court dismissing complaint was affirmed. The court found that in 1946, 
after a series of reverses in other cases, plaintiff voluntarily dismissed suit against defendants 
which was fully in issue at the time. In the 13 years following such dismissal, plaintiff gave 
no notice to defendants that the trademark BUBBLE UP was invalid or infringed the trademark 
SEVEN UP (7 up). In 1955, attorneys for both plaintiff and defendants exchanged friendly 
correspondence regarding defendants’ use of BUBBLE-UP to the end that the suffix up would not 
become generic. In the present action, after court below had decided there should be a 
separate trial on the issue of laches (50 TMR 163), plaintiff offered judgment to defendants 
upon the separate issue of laches which was accepted by defendants. Thereafter, District 
Court granted defendants’ motion to dismiss the complaint. The Court of Appeals in affirming 
the dismissal of the complaint held that although mere delay in bringing suit ordinarily does 
not affect the right to an injunction against further use of an infringed trademark nor laches 
necessarily constitute a conclusive and automatic bar to injunctive relief, however, the delay 
may be so prolonged and inexcusable that it would be inequitable to permit the plaintiff 
to seek injunctive relief as to future activities of defendants. 93 

Plaintiff's right to relief is not biased by laches where defendant bought material from a 
division of the corporate plaintiff prior to time plaintiff began using the trademark POLYFOAM 
on its products and where there was no unreasonable delay between the time that plaintiff's 
officers knew of defendant's use of plaintiff's trademark and the time that suit was brought. 199 


Plaintiff's knowledge of defendants’ existence for some seven years prior to suit was 
met by plaintiff’s claim of defendants’ fraud. 411 

There was no indication that plaintiff was aware of defendant’s use of the word 
METROPOLITAN and, therefore, no basis for holding that plaintiff was estopped by reason of 
its acquiescence from receiving injunctive relief. In an unfair competition action, laches is 
no defense unless it amounts to an abandonment of plaintiff’s right to exclusive use of its name 
or unless it creates an estoppel. 773 


AMERICAN (Plaintiff) for trampoline equipment. 
AMERICAN (Defendant) for trampoline equipment. 


The proof of infringement is overwhelming. Contrary to defendant’s allegations, it appears 
that plaintiff did not give its consent, permission or approval, expressly or impliedly, to 
defendant’s infringing acts. Thus, on any balance of relative hardships, the scales tip decidedly 
in favor of plaintiff who stands to lose much were defendant to resume (now subject to a 
temporary restraining order) using its name, while defendant, as a newcomer, stands to lose 
relatively little. On the basis of the entire record, there is more than a reasonable probability 
that plaintiff will prevail upon the trial of this matter on the merits. 1281 


500.77 Findings of Fact 


In examining the sufficiency of evidence to support a questioned finding, an appellate court 
must accept as true all evidence tending to establish the correctness of the finding, taking into 
account as well all inferences which might reasonably have been thought by the trial court 
to lead to the same conclusion. 693 
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Memorandum opinion of Trial Court recognized and applied the applicable legal standards 
and Circuit Court is not at liberty to disturb the findings of fact unless it can say as a matter 
of law that the court’s interpretation of the findings was clearly erroneous. 1254 


500.78 Conclusions of Law 
On appeal, judgment affirmed. Although trade names may be so dissimilar as to preclude 
finding as a matter of law that confusion in the mind of the customer is likely to follow, 
the court held the facts before it were not such a case concluding that defendant’s purpose 
in adopting trade name MID-COMMERCIAL REFRIGERATION CO. was to benefit from the good will 
established by MID-CONTINENT REFRIGERATOR CO. 1197 


500.8 Conriicr or Laws 


Test of unfair competition under Illinois law is whether the adoption and use of a 
name is likely to cause confusion in the trade as to the source of products, or is likely to lead 
the public to believe that the defendant is in some way connected with plaintiff. It is no longer 
necessary in Illinois to show palming off in order to sustain a cause of action for unfair 
competition. 1254 


500.9 APPELLATE PROCEDURE 


The Court of Appeals affirmed the District Court’s dismissal of complaint. It could not 
be held that the District Court’s finding as to circumstantial matters and ultimate facts were 
without substantial evidence to support them or were clearly wrong. Although not controlling, 
during the years the two trademarks, PLEXTONE for variety of paints and FLEXITONE for a 
type of solid colored paint or enamel, were used in the same territory by their respective 
owners no instances of deceit or confusion were proven. Proof that products were different 
and marketed to different classes of customers tended to support District Court’s 
conclusions. 1076 


600. CONFUSING SIMILARITY (Also see Patent Office Section 400) 
600.1 In GENERAL Articles: 1, 339 


The question in trademark infringement and unfair competitive action is whether the 
respective marks are likely to cause confusion or mistake or deception as to the source of 
origin of defendant’s products. The indicia for determining whether there is likelihood of 
consumer confusion consist of an intent to palm off products as those of another, degree of 
similarity between trademarks in appearance and suggestion, the strength of the plaintiff's 
mark, the area and manner of concurrent use, and the degree of care likely to be exercised 
by purchasers. 94 

The unexplained parallel change in corporate names by defendant (CHESTER LAURIE, INC. 
to CHESTER LAURIE, LTD.) following upon plaintiff’s change of name from CHESTER BARRIE, INC. 
to CHESTER BARRIE, LTD., inclines the court to the view that defendant’s change was deliberate 
and purposeful with a view of accomplishing its apparent design of simulating plaintiff's 
mark, 310 

A mark is registrable only if it does not so resemble a mark previously registered or used 
“as to be likely when applied to the goods of the applicant to cause confusion or mistake or 
to deceive purchasers.” 413 

In considering whether or not confusing similarity exists, court may look to such factors 
as the intent of the infringer to palm off his goods as those of another, the degree of similarity 
between the marks, the strength of the plaintiff's mark, the area and manner of concurrent 
use, and the degree of care to be expected from prospective purchasers. 487 

On motion for preliminary injunction the court found that the same word TRIUMPH 
was used to identify related products (hosiery and foundation garments, see 126 USPQ 233) 
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sold through the same outlets and held under such circumstances a finding of likelihood 
of confusion is virtually compelled despite little or no evidence of actual confusion. 

The Court of Appeals found that likelihood of confusion had been established between 
the use of HAYMAKER on women’s shoes and women’s sportswear but held in affirming lower 
court’s dismissal of complaint that balance of interest was in favor of defendants. Second 
Circuit has never subscribed to a restrictive reading of the Act of 1946 which would empower 
a first user, solely because of priority, to automatically enjoin the use of a mark by a junior 
user on related goods in every case where confusion of source is likely. Such may be the lay 
when the junior user, although acting in good faith, sells products which are in competition with 
those of the senior user since injury to the senior user’s business is then inevitable. But Second 
Circuit has consistently held senior user possesses two legitimate interests for injunctive 
relief, namely, that he may in future desire to expand into field in which junior user is 
operating and that he should be able to develop his present business free from the stain and 
tarnishment from improper trade practices of junior user. 1243 

It is well established in trademark infringement cases that it is not necessary for a plaintiff 
to show instances of actual confusion, but only a likelihood of confusion. 

The ultimate question to be determined is whether purchasers of moving services are 
likely to be confused or mistaken or deceived by defendants’ use of its corporate name super- 
imposed on outline map of the United States, including red and white or black and white 
stripes below the name, in competition with plaintiff’s use of its corporate name superimposed 
on a shield with alternate red and white or black and white stripes below its name. 1254 


600.2 CoNFUSINGLY SIMILAR MARKS 


(This section is arranged alphabetically by trademarks as far as possible.) 


(Also see Not Confusingly Similar Marks page 101 and Word List pages 
23 to 28.) 


ALLSTATE (Plaintiff) for motor vehicle structural parts and accessories, including trailers. 
ALLSTATES (Defendant) for leasing trailers. 

Injunction granted. Some of plaintiff's ALLSTATE merchandise is sold through service 
stations and defendant’s trailers are generally leased through service stations, and the marks 
of the parties are almost identical. 286 

Plaintiff's trademark AMERICAN-STANDARD is a technical trademark and defendants’ selection 
of STANDARD-AMERICAN cannot be regarded as a pure coincidence. Defendants’ use of YOUNGs- 
TOWN HOMES, INC., STANDARD AMERICAN and CONSOLIDATED-AMERICAN constitutes infringement 
of plaintiff's trademarks YOUNGSTOWN KITCHENS, AMERICAN STANDARD and STANDARD and 
defendants’ acts constitute unfair competition with plaintiff. The combination of the name 
chosen by defendants, STANDARD AMERICAN, and defendants’ offering for sale of products 
manufactured by plaintiff bearing its trademark was a strong indication of the defendants’ 
conscious efforts to encourage the public to think that STANDARD-AMERICAN was the same 
company or an afhliated company of the plaintiff. 1139 


BUDGET SYSTEMS INC. ( Plaintiff) for small loans. 
BUDGET LOAN AND FINANCE PLAN (Defendant) for small loans. 

Injunction affirmed. Plaintiff had acquired the right to exclusive use of the word “Budget” 
and confusion of the public had been shown. 1067 
CHESTER BARRIE, LTD. ( Plaintiff) men’s and women’s clothing. 

CHESTER LAURIE, LTD. (Defendant) men’s clothing. 


Infringement found. The men’s clothing of both parties are in many instances sold in 
the same store and there was evidence of actual confusion among persons engaged in the 
retail clothing business. 310 
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raB and package design ( Plaintiff) for detergent products. 
LAV and package design (Defendants) for detergent products. 

Preliminary injunction granted. Defendants’ use of LAv and of their packages in shipments 
oi detergent products constitutes intentional infringement of plaintiff's trademarks and intentional 
unfair competition with plaintiff. 305 

Preliminary injunction granted. The New York Supreme Court held that the words 
THE GREATEST SHOW ON EARTH by long use have come to identify plaintiff and defendant’s use 
of THE GREATEST CIRCUS ON EARTH for a similar business was trademark infringement and 
unfair competition. 1076 


OWEN PARK PLAZA held confusingly similar to OWEN PARK APARTMENTS when both were 
used for apartment houses which offered similar accommodations and were located in close 
proximity to one another. 715 

A side by side comparison of plaintiff's mark 7 up and defendant’s mark Fizz up, together 
with the coloring and general layout of the labels, shows a similarity which might well lead 
to confusion among purchasers. The marks are confusingly similar. 585 


600.3 Nor CoNFUSINGLY SIMILAR Marks 
(This section is arranged alphabetically by trademarks as far as possible.) 


(Also see Confusingly Similar Marks pages 100 to 101 and Word List pages 
23 to 28.) 


THE ARIZONA BANK is not deceptively similar to SOUTHERN ARIZONA BANK & TRUST CO. 
A broader latitude has been allowed with respect to names of banks than perhaps ordinary 
commercial enterprises. 199 
Unregistered mark consisting of a circle with one wavy line and FINE FANNER above and 
SUPERFORMED below the line is not confusingly similar to a mark consisting of a circle 
enclosing P.L.P. with three wavy lines above it. 753 
The Pennsylvania Supreme Court found the defendant’s HOLIDAY INN motel was approxi- 
mately 80 miles distant from plaintiff's HOLIDAY EAST and HOLIDAY WEST motels and held 
that the motels in question were too far apart for realistic competition. 77 


MODERN CONFESSIONS as title for magazine is not confusingly similar to MODERN ROMANCES, 
where magazines differ as to contents, texture of paper and cover. 199 

The Court of Appeals affirmed the District Court’s dismissal of complaint. It could not 
be held that the District Court’s finding as to circumstantial matters and ultimate facts were 
without substantial evidence to support them or were clearly wrong. Although not controlling, 
during the years the two trademark, PLEXTONE for variety of paints and FLEXITONE for a 
type of solid colored paint or enamel, were used in the same territory by their respective 
owners no instances of deceit or confusion were proven. Proof that products were different 
and marketed to different classes of customers tended to support District Court's 
conclusions. 1076 


PRO-TEK (Plaintiff) for hand creams. 
PROTEX-A-HAND (Defendant) for hand creams. 

PRO-TEK and PROTEX-A-HAND both for hand creams, while having some similarity, are not 
likely to cause confusion. 296 


700. EFFECT OF REGISTRATION 


700.1 IN GENERAL 


Petitioner’s registration is directed to, among other items of furniture, “stands”; such 
registration comprehends all types of stands. 108 
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An ex parte finding that defendant was entitled to registration, although accorded some 
weight, is not binding on a district court. 286 


Although mere registration does not justify issuance of preliminary injunction, strong 
probability that registered mark TRAMPOLINE has acquired secondary meaning warrants issuance 
of such an order. 324 

Lanham Act confers substantive rights on the owner of a mark registered under it, which 
are “uniform throughout the Union” and are not limited by local law. Registrant has right 
to exclusive use of mark in commerce which may lawfully be regulated by Congress. 

Certificate of registration is prima facie evidence of registrant’s “exclusive right to use the 
mark in connection with the goods or services specified in the certificate” in any part of the 
United States. 413 

Court reversed Board and held that where an opposer, replying on its registration, 
introduces additional evidence relating to use of its mark, it is not necessarily limited to the 
uses shown by that evidence, but may rely on the presumption that the registered mark 
has been used on all the goods encompassed by the registration. 538 


700.2 PriIncripAL REGISTER 


Preliminary injunction denied. Plaintiff contended that 15 U.S.C. §1057(b) (Section 7b) 
justified the issuance of a preliminary injunction. The defendants alleged plaintiff’s registered 
service mark TASK FoRCE for furnishing supplementary services in operating businesses and 
supplying office personnel was descriptive and had not acquired a secondary meaning. The 
court held there was no proof of probable irreparable damage to plaintiff and plaintiff's 
contentions were not clearly sustained by the facts and law as to warrant summary 
disposition. 1269 


700.22 Evidence 


GUILDCRAFT (Applicant) for shoes. 
GUILDHALL, GUILD HOUSE (Opposer) for ladies’ shoes. 

Opposition sustained. Opposer’s registrations, filed long prior to applicant’s application, 
are adequate to establish priority. The goods involved are identical, and the marks are so 
similar that they are reasonably likely to create confusion. Therefore, the registration is 
refused. 543 

While registration is prima facie evidence of validity, the mere registration of descriptive 
or suggestive words does not automatically preclude their use by others when the evidence 
indicates a lack of secondary meaning. 745 


700.23 Incontestability 


The court held a Federal trademark registration does not carry any presumption of an 
exclusive right to use a mark on non-competing goods. The registration is prima facie 
evidence of the exclusive right to use the mark only “on goods or services specified in the 
certificates” and incontestability under the Act of 1946 carries a conclusive presumption to 
use the mark only on such specified goods or services. 1243 


700.5 Prior Acts 


700.51 Acts of 1881 and 1905 


The court held defendants could not be charged with constructive notice of marks 
registered under Act of 1905 since that Act had no counterpart to the constructive notice 
provisions of the Act of 1946. 1243 
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750. OWNERSHIP OF TRADEMARK RIGHTS 


750.1 IN GENERAL 


Applications to register RAINBOW on seven different colored backgrounds (as marks for 
seven different colored cigarette papers) are refused; the word RAINBOW may be a good 
trademark but colored representations of goods are not. 88 

Minority shareholders in investment company (subject to federal S.E.C. and investment 
company regulations) may, in declaratory judgment action, question use and misuse (waste) 
of corporate name and mark. 149 

President of opposer was member of a firm which had adopted and was owner of record 
of registration for CIRCLE SEAL and prior owner of another registration for CIRCLE SEAL which 
had been assigned to a third party. The Board found that while opposer asserted use by 
“related companies,” the statute clearly indicated that use by “related companies” can inure 
only to the benefit of a registrant or owner of a trademark and opposer was neither. Opposer 
was, at best, a sub-licensee. 533 

LUCKY 7 CLUB, used on cards which identify a promotional scheme, is not a trademark 
for such goods even though applicant (manufacturer of shoe repairing machinery) sells such 
cards to his customers (shoe repair shops) who in turn distribute them to their customers. 631 

Plaintiff and defendant operated single business, using single trademark; court approves 
severance agreement by which each party is given exclusive right to use mark in specific 
limited geographic areas. 1196 


750.2 ABANDONMENT 


Trade name was not abandoned where trustee in bankruptcy sold trade name, patents and 
good will of bankrupt concern. 405 

In split decision, court holds use of registered trademark NI-TENSYL for Section 8 
affidavit purposes. 426 

There can be no abandonment of a mark from mere nonuse for a short period of time 
in the absence of proof of an intention to abandon a trademark. While two years nonuse 
creates prima facie abandonment under 15 U.S.C.A. 1127, the nonuse here occurred during 
war time, and it has not been shown to have lasted two years; the requisite intent not to 
resume use of the mark cannot be inferred in this case. 487 

In an opposition proceeding, applicant corporation asserted priority of use of the trade- 
mark and trade name GAMs through a partnership until use was temporarily discontinued. 
The Board found that it had not been shown that any legal relationship existed between 
the partnership and applicant corporation; that the partnership on advice of attorney, dis- 
continued use of GAMs after a Patent Office interference had been instituted against an 
application they had filed and held that whatever rights the partnership might have acquired 
in the trademark were abandoned because of nonuse. 1277 


750.3 ASSIGNMENT 


There are exceptions to the general rule that a trademark does not exist as an abstract 
right disconnected from the business in which it is used, and cannot be sold, assigned, or seized 
except in connection with the business. 405 


750.4 LicENSES Articles: 977, 1006 
750.5 RiGHt To REGISTER Article: 1209 


Applicant’s ownership of recently issued registration (SPARKLET for bar accessory kits) 
adds nothing to its present right to register SPARKLET for electric drink blenders, etc. over 
long previously registered mark sPARKLETS for compressed carbonic acid gas and siphons 
therefor. 102 
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Applicant for registration of MERITo for rum had exclusively distributed registrant's 
MARQUES DEL MERITO sherry and port wines under agreement under which registrant consented 
to applicant’s use of MERITO and waived all rights in latter. Applicant has used mark 18 years 

Registration refused on the basis of Sec. 2(d). 103 

The right to use and the right to register are “different causes of action.” Issues actually 


litigated in another proceeding between the same parties would ordinarily be res judicata 


in a subsequent proceeding between the same parties, but this rule is not applicable here since 
the right to “register” was not litigated. 

Right to register does not necessarily follow the right to use since in all inter partes 
proceedings, laches, estoppel and acquiescence must be considered, but where applicant 
relying on a judicially established right equitable principles will not be applied in a registration 
proceeding. 1178 

750.6 TITLE 

Minority shareholders in investment company (subject to federal S.E.C. and investment 
company regulations) may, in declaratory judgment action, question use and misuse (waste) 
of corporate name and mark. 149 

Plaintiff and defendant operated single business, using single trademark; court approves 
severance agreement by which each party is given exclusive right to use mark in specific 
limited geographic areas. 1196 


800. OTHER STATUTES Article: 545 


800.1 ANTITRUST Article: 853 


Defense of plaintiff's violation of the antitrust laws was based on the contention that 
this ‘“tying-in” resulted in violations of Sherman and Clayton Acts. Plaintiff claimed there 
was no “tying-in” because of the right of withdrawal which it alleged. 411 


800.3 FEDERAL TRADE COMMISSION Articles: 339, 1081 


Where registrant knowingly made a false, statement of fact in the verified declaration 
of the application, the registration was “obtained fraudulently” within the meaning ot 
Section 14(c) of the Lanham Act and should be canceled. 1148 


800.4 Foreicn Law Articles: 27, 40, 119, 128, 134, 138, 559, 
564, 573, 641, 664, 685, 903, 

1046, 1103, 1216, 1222, 207, 

258, 378, 386, 395, 462, 

466, 470, 1129 


800.42 Treaties Articles: 1097, 1203 
800.6 Strate STATUTES 


California unfair competition statute broadly construed; defendant enjoined from copying 
plaintiff's non-functional dress of goods (a phonograph record album jacket likened by the 
court to something resembling a trademark). 273 


800.61 In General 
Respondent’s knowing and intentional adoption of name LINCOLN CENTER CLASSICS RECORD 
SOCIETY, INC. entitles petitioner, LINCOLN CENTER FOR THE PERFORMING ARTS, INC., to injunction 


2904 


under New York Penal Code. 324 


Similarity between DELMONICO HOTEL CORPORATION and DELMONICO DELICATESSEN, INC. is not 
sufficient to justify issuance of preliminary restraining order under New York Penal 
Code. 324 





Vol. 51 TMR PART II—DIGEST OF CASES 105 


Application for an injunction under Section 964 of the New York Penal law denied 
where it did not appear that appellant adopted its name for the purposes of capitalizing on 
petitioner’s good will. 423 

Under California Civil Code Sec. 3369(2) if plaintiff has acquired secondary meaning in 
a mark which indicates his goods or business are his alone, he is entitled to relief against 
another’s deceptive use of such term. 729 

New York Penal Law Section 2354(6) does not prevent defendants from purchasing 
ylaintiff’s toilet waters, rebottling them in smaller containers and selling them at reduced 
prices where the labels identify the contents as plaintiff's products and state the defendants 
lid the rebottling and that they are wholly independent of plaintiff. 734 

Petitioner’s motion brought under Section 964 of New York Penal Law to restrain 
respondents from using the name MOUNT EVEREST STRAWBERRY CO., INC. was denied. Petitioner 
alleged development of a climbing strawberry plant which he named MOUNT EVEREST CLIMBING 
STRAWBERRY for section of France where first cultivated. Respondents had purchased plants 
from petitioner’s agent for resale in United States and adopted corporated name MOUNT 
EVEREST STRAWBERRY CO., INC. Petitioner ceased sales to respondents but respondents continued 
to use corporate name and advertise petitioner’s goods. 

The court held Section 964 of Penal Law in a summary proceeding for an injunction 
to prevent the use of a name for advertising and other purposes which may deceive or mislead 
the public. The remedy is invoked only when right to injunction is established in a clear 
and convincing manner. It must be denied where basic factual allegations of violation of the 
statute are controverted. The showing required is similar to that required for summary 
judgment. There must be a showing on part of respondent of an intent to deceive and mislead 
the public. Petitioner failed to establish evidentiary facts sufficient to show that his product 
was unique and had come to be identified in United States with petitioner solely. Moreover, 
respondents’ activities in connection with purchase, importation and sale of the petitioner’s 
plant provided some basis for use of the corporate name. 772 


800.63 Dilution 
Defendant’s use of GREYHOUND (Greyhound Securities, Inc.) in securities investment 
business is summarily enjoined, under common law and New York anti-dilution, upon com- 
plaint of well-known Greyhound Corporation (transportation business); absence of direct 
competition is not controlling. 424 


800.8 Taxes Article: 866 
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